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PREFACE 
• 

Law is often defined as the rules by which courts will de
c!de controversies. If this be correct, the art of practice is in 
forecasting how courts will decide particular cases. Decisions 
are no longer, even in theory, mere repetitions of precedent, 
nor even purely logical development of precedent to fit new 
circumstance. The practical effect of one decision or another 
has openly, or, more often, co\·ertly, drawn many a judge from 
the straight path of abstract logic. Primarily, t)f course. a 
practitioner must be familiar with precedent and. must he 
trained so to analyze it as to perceive to the uttermost thread 
tha.t web of ever fining principles which constitute tJ'te rules of 
law. But beyond this, in order to prognosticate the future 
pattern which his threads will weave, he must observe, in addi
tion to the pattern of the past, the extraneous factors \\'hi.ch 
influence judkial decisions; he· must know to what extent de
clared principles have been deduced through logic and how far 
merely supported by it. He must comprehend the ideas of 
policy and the pragmatic reasoning which permeate all the 
modern law. It is partly because it can at least suggest this 
backgrotmd that a p!'..,per text-book has an informational value 
greater than that of either digest or encyclopedia. But more 
particularly does the text book serve a special purpose in so 
showing the derivation of a rule, in expou11ding and e~plaining 
it in relation to other rules, as to iudicate its probable direction 
and applicatior.. I have endeavored to do this so far as pos
sible without getting into either speculation or philosophic dis
coursiveness, but, partly in consequence thereof, some proposi
tions of law are not 59 categorically stated as one might like. 
Since law is what will be developed ±rom what has been de
termined, one can be quite positive and define only as to the 
past and, in regatd to some matters, even that can not be 
formulated into a rule. In occasional instances { ha\·e not 
hesitated to state what I believe ought to be the rule, where the 
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actual decisions leave it uncertain, or where there are not de
cisions upon the matter at all, but in no case have I knowingly 
done so without pointing out the lack of actual authority. 

The comparatively small size of the book is not due to any 
conscious superficiality of treatment nor omission of pertinent 
subject matter. It purports to cover only the substantive law 
of patents, their nature, validity, effect and their characteristics 
as property. Matters of procedure in securing patents or suing 
on them, and the difficult subject of the amount of compensa
tion recoverable by suit, would require a volume for them
selves and are not included herein. But of the matter which 
is ir.cluded, it has been my desire to present every issue which 
has come before the courts. Of course I have in no degree 

• 
cited all the cases, but to the extent that I have accomplished 
my intention, some part of the discussion will be found ap
plicable to every case. I have sought brevity in such a co
ordination of propositions and so carefully worked out a 
sequence of topics as would eliminate duplication of discussion. 
But for this reason some propositions will not be found under 
customary headings and reference to the index will be conse
quently more necessary than is usual. 

Although the book is as complete in its field and as thorough 
as I could make it, it is written primarily for others than patent 
practitioners. They, presumably, being already trained special
ists in this subject, have no longer any need for discussion 
and exposition of principles. The digests, showing particular 
applications of the various rules, should be their tools. This 
book is intended more particularly for the use of inventors, 
business men, engineers, lawyers 'in ge:PJeral practice and all 
that class of laymen who from time to time want information 
concerning their rights in respect to inventions and patents. 

Ann Arbor, Michiga::t: 
JqHN BARKER 'WAITE, 
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CHAPTER I 
• • • • 

ORIGIN OF PATENT RIGHTS • 

• • 

THE CoMMON LAw does not recognize any right of owner
ship in an invention. If one has conceived a new means of 
accomplishing a given result his only right to the exclusive use 
and enjoyment of that new means is by virtue of statutes: he 
has no such right in the <~t.mwritten law." So long as an in
ventor can practically keep his idea a secret it remains his 
property, to be exdusively· enjoyed by him, because the law 
does not compel him to reveal it. Furthermore. if an inventor 
has revealed his new idea of means to some other person un
der an express or implied pledge of secrecy, or through a 
confidential relationship, the law (equity) will enjoin that 
person under pain of punishment from breaking his pledg·e of 
secrecy.1 If an inventor embodies his new idea in tangible 
form, that corporeal embodiment itself is his property just as 
would be any other t_angible thing that he might make, or ha\'e 
made, for himself. The mistaken, but not infrequent, as
sumption that the corporeal embodiment of the new idea is 
itself the invention. has given ris~ to occasional statement that 
the Common Law, because it recognized the maker's ownership 
of the corporeal chattel, recognized ownership in an invention. 
The distinction between the "invention," which is an intangi
ble concept, and the wheels, .levers, substances and other tangi
ble things by which the idea is given visible form must be kept 
clearly in mind. Invention is a mental operation, not a physi
cal act, and an invention is an idea. expressed in some form, 
visible or: audible, and not the tangible thing in which it may 
happen 'to be demonstrated. Of this, more will be said ·later. 

The idea itself. so soon as it becomes known to others, 
ceases, so far as the unwritten law is concerned, to be the in:
ventor's property. It is at once open to the use an.l enjoyment 

• 1 0. & W. Thurn Co. v. Tloczynski, II4 Mich. 149. 
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of any one. As one judge expressed it, "So long as the origi
nator of the naked idea keeps it to himself ... it is his ex
clusive property, but it ceases to be his own when he permits it 
to pass from him. Ideas of this sort, in their relation to prop
erty may be likened to the interest which a person may obtain 
in bees and birds, and fish in running streams, which are con
spicuous instances of (animals) ferae 11aturac. If the claimant 
keeps them on his own premises they become his qualified 
property, and absolutely his so long as they do not escape. 
But if he permits them to go he can not follow them."2 

The whole matter of ownership of inventions, therefore, 
depends upon written law; and the statutes of the country are 
the beginning and the end of an inventor's exclusi,·e right to 
the use and enjoyment of his invention. 

RoYAL GRANTS. The right of sole enjoyment of an inven
tion originated, in England, from grants made by the sovereign 
to particular im·entors. These grants were evidenced bv open 

• 

letters. which were technically called letters patent or merely 
patents, and by a sort of metonymy the rights themselves 
thereby ev:denced ha\'e come to be commonly known as pat-

2 Bristol \', E. L. A. Society, 52 Hun. 161, 5 N. Y. S. 131; To the same 
effect are, Stein v. :Morris, Va. ( 1917), 91 S. E. 177; Wilson v. Rousseau, 
4 How. 646, 673; Gayler v. Wilder, IO How. 477; Morton v. X. Y. Eye 
Infirmary, 5 Blatch. u6; Dudley v. Mayhew, 3 Comstock (N. Y.) 9; 
Comstock v. White, 18 How. Prac. (N. Y.) 421. 

As a matter of fact, the idea of "possession" has been so fundamental 
in the English concept of "property" that the Common Law has been 
loath to recognize property rights in anything that is not capable of ex
clusive physical possession. But whife it never recognized an exclusive 
right to an invention, it has conceded property rights in some intangible 
ideas. An interesting discussion of an author's exclusive right to the sub
ject matter of his compositions as distinct from his tangible manuscript, 
is found in the early case of Millar v. Taylor, 4 Burr, 2303, esp. 2336 ff. 
"The present claim is founded upon the origi11al right to this work, as 
being the ml'lllallabollr of the author; and that the i'ffut and product of 
the labour is his. It is a paso11al illcorporl'al property, saleable and 
profitabll'; it has i11dicia Cl'rla: for though the sentiments and doctrine 
may be called ideal, yet when the same are communicated to the sight and 
understanding of every man, by the medium of pri111i1Jg, the work becomes 
a distinguishable subject of property, and 110/ to/all)• destitute of corporeal 
properties." • 

• 

• 
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ents. Many monopolies and exclusive r:ghts were granted by 
royal letters patent other than those relating to the use and 
enjoyment of an invention, but it is with the latter only that 
we are here concerned.3 

The practice of the sov~reign in granting monopolies was 
always opposed by the Common Law, on the ground that they 
were contrary to natural right.4 The courts could not prevent 
the sovereign from issuing such grants, but they could punish 
the procurement of them, and they could refuse to enforce 
them~5 They did so refuse in cases of monopolies which they 
did not believe to be for the good of the realm. 

Nevertheless the grants became so numerous and so ob
ncxious that in 1601 an attempt was made by Parliament to 

• abolish monopolies entirely. A promise by the Quee~ to lessen 
the burden of them prevented action at this time, bt~t during 
the reign of James I. in 1623, a statute was enacted, entitled 
the statute against Monopolies.0 This act provided, "that all 
monopolies, and all commissions, grants, licences, charters and 
letters patents heretofore made or granted, or hereafter to be 
made or granted to any person or persons, bodies politick or 
corporate whatsoever, of or for the sole buying, selling, mak
ing, working or using of anything within this realm, ... are 
altogether contrary to the laws of this· realm, and so are and 
shall be utterly void and of none effect, and in nowise to be put 
in use or execution." The act contained, however, an express 
exception from its operation of those letters patent and grants 
of privilege, for a limited term, which had been, or should be, 
given for the "sole working or making of any manner of new 
manufactures within this realm, to the true and first inventor 
and inventors of such manufactures, which others at the time 
of making such letters patents and grants shall not use, so as 
also they be not contrary to the law, nor mischievous to the 

3 The first letters patent for an invention are said to have been given 
by Edward III to the inventor of a "philosopher's stone." · 

4 Coke, 3rd institute, Cap. 85. 
5 Darcy v. Allin, Noy. 173; 74 Eng. Rep. 1131; The Clothworkers of 

Ipswich Case, Godbolt No. 351, p. 252, 78 Eng. Rep. 147. 
6 21 Jac. I. Ch. 3· The date is 1623 or 1624 according to the time at 

which his reign is assumed to have commenced. 
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state, by raising prices of commodities at home, or hurt of 
trade, or generally inconvenient. ... " 

This neg-ath·e pro\'ision, exceptiug· monopoly patent!' to 
im·cntnrs from the ban of the ~tatttte. has generally been 
thought of as the original founrlation oi patet.tt law. It is 

. . 

quite clear, however, that royal patents to im·entors would not 
ha\·e been im·alid, under the Common Law. before the statute, 
Lut would ha,·e been enforced, as being actually for the goo<! 
of the realm. and that the exception in the statute was there
fore mereh· declaraton· of the Common Law. Lortl Coke in 

• • 
his Institutes say,; -specifically that this llrt)\'iso made such 
pattuts no better than they would have been before the act, 
but only excepted them from the express prohibition of the 
act.' He. iurther suggests as the reason they are good at all,' 
that they benefit the realm ·by offering a reward for the pro
duction of new manufactures. 

This is the position consistently taken by all who advocate 
the propriety of granting monopolies to inventors. The re
striction of the natural right of the public to make .usc of all 
knowledge re,·ealed to it, is justified on the theory that the 
grant of a sole right to im·entors encourages and instigates the 
production of knowledge. by stimulating search for it. 8 It is 
not within the scope of this work to discuss the economic 
propriety of granting patent munopolies; it is sufficient to say 
that legal \·al_icJity of the grant is predicated upon the a~snmp
tion that it is for the good of the public.11 

' K o. J, Cap. 85. • 
""It (the patent statute) was passed for the purpose of encouraging 

useful invention and promoting new and useful improvements by the 
protection and stimulation thereby given to iiH"enti\·e genius, and was 
intended to secur~ to the public, after the lapse of the e~clush·e privileges 
granted, the benefit of such inventions and improvements.'' Bauer v. 
O'Donnell, ::129 U. S. I, 10. 

1• A discussion of the justification of the patent laws will he found in 
Robinson on Patents, vol. I, p. 54 ff; Hopkins on Patents,· introduction to 
Yol. I ; Articles by Fredk. P. Fish, Sci. Am., Sept. ::17 and Oct. 4, 1913. 

An unusual and excellent discussion of the justification of the monopoly 
gi\·en by the patent law is to be found in "Inventors and Money-makers" 
hy F. \\'. Tau~sig. ll i; thesis appears tO' IJe, that in\·ention flows natur-

• 
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This right of the sovereign. as recognized by the Common 
Law and the Statute of :\lonopolies, to create by express grant 
the sole right to enjoy the fruits of invention, became a pre
rogative of the state governments of this country/0 and it is 
possible that they still ha\·e power to grant patents for inven
tions within their own jurisdictions. 

The right to issue monopoly patents to inventor~ is given to 
the federal government by the Constitution.11 It authorizes 
Congress '.'to promote the progress of Science and Useful 
Art.s, by securing for limited Times to Authors and Inventors 
the exclusive Right to their respective \Vritings and Discov
eries.'' As nothing further is said in the Constitution upon the 
subject, it would appt:ar that Congress is unhampered as to the 
character of the right it shall g-:-ant, except by the other pro
visions of the Constitution and, Qossibly, by the rules of the 
Corim10n Law.12 The grants might be made by special act 
concerning particular inventions, if Congress so desired, in- · 
stead of by the general laws under which they are in fact se
cured.13 The law may also be retrospective as well as pros
pective for "the power of Congress to legislate upon the sub
ject of patents is plenary, by the terms of the Constitution, 
and as there are no restraints on its exercise, there can be no 
limitation of their right to modify them at their pleasure, so 
that they do not take away the rights of property in existing 
patents. " 14 

THE PATENT STATUTES. The first general act proYiding for 
the issuance of patents to inventors was that of April 10, 

1 i90.15 This provided generally for the grant, by the Secre
ally, in its fullest extent, from the primitive instinct for contrivance, but 
that the monopoly is necessary to assure the commercial development and 
practical perfection of inventions. 

10 Act of I793, ~7; Livingston & Fulton v. Van Ingen, 9 Johns (!ll". Y.) 

507. 
11 Art. I, § 8. 

• 

12 Blanchard v. Sprague, 3 Sumner 535. 
• 

1a Bloomer v. McQuewan, I4 How. 539; Evans v. Eaton, 3 Wheat. 454; · 
Graham v. Johnston, 2I Fed. 40. 

i 4 McClurg v. Kingsland, I How. 202. 
15 The sequence of the various patent acts is set out in Root v. Railway 

Co., I05 U. S. 18g. 
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tary of State, Secretary of \Var and Attorney General, or any 
two of them. of a patent, to endure for 14 years, to any in
ventor who came within the terms of the act. It provided for 
a particular mode in which application for the patent should be 
made and proceedings and conditions in accord with which 
the patent should he issued. By later acts the duty of issuing 
the patents was imposed upon the Secretary of State/6 and 
cventuaiiy a sub-department known as the Patent Office was 
instituted to perform these duties, and the office of Commis
sioner of Patents was ~reated. 11 In 1870-4 the patent laws 
were revised and re-enacted in the form which, with some 
minor changes, is still in effect.18 

This act provides that 10 "Any person who has invented or 
discovered any new and ust.ful art, machine, manufacture or 
composition of matter, or any new and useful improvements 
thereof, not known or used by others in this country, before 
his invention or discovery thereof, and not patented or de
scribed in any printed publication in this or any foreign coun
try, before his invention or discovery thereof, or more than 
two years prior to his application, and not in public use or on 
sale in this country for more than two years prior to his ap
plicaticn, unless the same is proved to have been abandoned, 
may, upon payment of the fees required by law, and other 
due proceeding had, obtain a patent therefor.'' 

"Every patent shall contain a short title or description of 
the invention or discovery, correctly indicating· its nature and 
design, and a grant to the patentee, his heirs or assigns, for 
the term of seventeen years, of·the exclusive right to make, 
use, and vend the invention or discovery throughout the United 
States and the Territories thereof, referring to the specifica
tion for the particulars thereof. A copy of the specification 
and. drawings shall be annexed to the patent and be a part 
thereof." 

16 Act of 1793· 
11 Act of 1836. 
18 The Commissioner of Patents will furnish, on application, without 

charge copies of the Patent Laws as they now stand. 
19 ~ 4886 and 4884. 
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INTERPKETATION OF THE STATUTES. The greatest bulk of 
patent litigation has arisen out of controversy as to whether 
some particular alleged invention was entitled to protection 
under the terms of this statute and, if so, how far it should be 
protected. ·• 

Our initial investigati.m, therefore, concerns the degree of 
£trictness with which the terms of the statute shall be construed 
and unexpressed terms implied; that is to say, whether the 
construction shall favor the alleged inventor, or the public, 
whose natural right a valid patent would restrict. Many 
courts have sought for the answer to this through an exami
nation of the fundamental justification for granting any 
exclusive right of enjoyment to an inventor. Out of this have 
arisen three different theories of the justifying purpose of 
the patent laws. These are best denoted by the expression 
generally used in reference to them, viz, : r. The patent is 
a monopoly. 2. It is a reward. 3· It is a contr:1.ct between the 
state and the inventor. 

The theory that a patent is a monopoly and should there
fort: be interpreted most strictly against a patentee and in 
favor of the public, proceeds upon the assumption that there is 
in fact no justification for the patent law~; that they are not 
of economic advantage to the state. This theory is not sup
ported in judicial decision, although there is remarkable con
flict of expression as to whether or not a patent right is in 
name a monopoly. Courts have said with equal posith·eness 
that it is a monopoly20 and that it is not a monopoly. Indeed 
the same judge has said in one case,21 "This (patent) law 
gives a monopoly, but not in an odious sense," and in another 
case22 "Patentees are not monopolists ... the (patent) law 
repudiates a monopoly." This conflict is due not to disagree
ment as to the character of the patent right but to difference in 
understanding of the word monopoly. In its simplest t_nean
ing, monopoly is defined. from its root wonb p.O,•o:;, sole, and 

2o "A true and absolute monor,oly," Heaton-Peninsular, 
Eureka Specialty Co., 77 Fed. 288. 

21 Brooks v. Jenkins, 3 McLean 432 (1844). 
22 Allen v. Hunter, 6 McLean 303 ( IS55). 

• 

• 

etc. Co. v. 

• 

• 
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'll'w>..e"tv, barter, sale, as "an exclusive privilege to carry on a 
traffic.'' It can not be denied .that, in this sense, a patent right 
is a monopoly since it gh·es to _the patentee an exclusive right 
to 1~1ake, use and vend the inYention, and it is in this sense 

• 

that courts spea~ of it as being a monopoly. But in the usage 
of the law, as wei! as of common parlance, the word has ac
quired a certain odium because of the type of privileges with 
which it was customarily connected. Coke says23 "a monopoly 
is an institution or allowance by the king by his grant, com
mission, or otherwise, to any person . ; . for the sole buying, 
selling, making, working, or using of anything whereby any 
person or persons . . . c.a·e sought to be restrained of a~1y 
freedom or liberty that they had before, or hindered in their 
lawful trade.'' Blackstone24 defined it as a grant "whereby the 
subject in general is restrained from that liberty of manufac
turing or trading which he had before." It is to this last 
phrase, this idea of deprivation of what the public already 
actually had, that the hatred of monopolies is due. The right 
of a patentee, however, is in no way a restraint upon the pub
lic in anything which they had before; it simply precludes pub
lic use, for a limited tiine, of that which has just been re
vealed to the public. The courts are thoroughly consistent in 
holding that a patent right is not a monopoly as defined. by 
Coke or Blackstone. The general opinion is well expressed in 
Allen v. Htmter/r. the court saying, "Patentees are not mo-

• 

nopolists. This objection is oftl!n made, and it has its effect 
on society. The imputation is unjust and impolitic. A mo
nopolist is one who, by die exercise of the sovereign power. 
takes from the public that which belongs to it, and gives to the 
grantee and his assigns an exclus1ve use. On this.ground mo
!lopolies are justly odious. It en::tbles a favored individual to 
tax the commuuity for his exclusive benefit, for the use of 
that to which every other person in the community, abstractly, 
has an equal right with himself. 

"Under the patent law this can never be done. No exclusive 
23 3d Institute Cap. 85. 
24 Commentaries Vol. 4·159· 
2:; 6 :'lie Lean 303, 305. 

• 

• 

• 
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right can be granted for any thing which the.patentee has not 
' 

i1wented or di.icoYered. If he claim any thing which was be-
tore known, his.patent is void. So that the law repudiates a 
monopoly. The right of the patentee entirely rests on his in
vention or discoverv of that which is useful, and which was 

• 
not known before. And the law gives him the exclusive use 

' 

of the thing im·ented or disco\'ercd, for a few years, as a com-
pensation for 'his ingenuity, labor and expense in producing 
it.' This, then, in t1o sense partak·~s of the character of mo-

• 

nopoly. 
"It then appears that patentees, so far from being mo

nopolists hanging as dead weights upon the conmn~nity, are 
the benefactors of their coun~ry. " 2

'
1 

• 

The patent is therefore treated either as a reward given to 
the hwentor for his :success in adding to the stock of public 
knowledge/' or as a contract between the in\'entor ai1<l the 
state, whereby the latter assures him the exclush·e right to l1is 
im•e'ntion for a term of Years, in consideration of his reye}a-

• 

tion of it to the public, which thereby acquires the possibility, 
through knowledge, of using it after the time has expired.28 

The courts are not at all definite, however, in their choice of 
~·1 Bloomer v. Stolle, 5 ~!cLean 158; Kcdall v. \Vinsor, 21 How. 322, 

328. 
~• Letters tmtent arc not to ile regarded as monopolies, created by the 

executive authority at the expense and to the prejudice of all the com
munity except the persons therein named as patentees, bnt as public fr.m
chises granteJ to the inventors of new and useful improvements for the 
purpose of securing to them, as such inventors, for. the limited ter:n therein 
mentioned, the ex=lush·e right and liberty to make and use and \"end to 
others W be used their own inventions, as tending to promote the pro
gress of ~cience and the useful arts, and as matter of comptnsation to the· 
lnvt"ntors for their labor, toil, and expense in making the inventions, and 
!"educing the same to practice for the public bendit ..• " 

~~ DeFerranti .v. Lyndmark, 3 D. C. App . . pj. ''While a patent is a 
contract between the government and the patentee ... "; Ransom v. Mayor 
of New York, I Fisher Pat. Cas. 252, ·259, "when the patent is granted; it 
becvmes, to a certain extent, a contract upon the part of the government 
with the party named in the patent. that they will, through their Courts, 
and in the ordinary course of. the administration of justice, prcotect him 
in the exercise of t'1e exclusive privilege which his patent gives tl) 
I . " urn .... • 

• 
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terminology between "reward" and "contract." Thus in 
Grant v. Raymond,2

u one reads, "It (the patent) is the reward 
stipulated for the advantages de:rived by the public from the 
exertions of the individual, and is intended as a stimulus to 
those exertions.'' On the following page the court says, "The 
communication of the discovery to the public ·has been made 
in pursuance of law, with the intent to exercise a privilege 
which is the consideration paid by the public for the future 
use of the machine." Theoretically there should be a differ
ent interpretation and construction, if the intent of the statute 
is to confer a mere rew~rd, than there would be if it conferred 
the patent t:ight as the consider<.tion in a contract. The one 
is a mere gift from the public, to be construed in the giver's 
favor, the other is an inducement for which a quid pro quo is 
recei\red, and to be construed like all fair contracts. Practic
all~· it· is impossible to say in just what respect the courts do 
view it, but a full study of the cases shows clearly the broad 
l'roposition that the statute and the proceedings under it will 
not be construed strictly as against either party, but with so 
absolute impartiality as possible, so as to render the most 
nearly equal measure of justice to both parties.30 This is quite 

29 6 Peters 217, 2.p. 

~0 The patent ''is the reward stipulated for the advantages derived by 
the public for the exertions of the individual, and is intended as a stimu
lus to those exertion•. The laws which are Jla~sed to g.ve effect to this 
purpose ought, we think, to be construed in the spirit in which they have 
been made; and to execute the contract fairly on the part of the United 
States, where the full benefit has been actually received; if this can he 
done without transcending the intention of the statute, or countenancinq 
acts which arc fraudulent. or may prove mischievous. The public yields 
n.:-thing which it has not agreed to yield; it receives all which it has con
trac\ 4 d to receive." Grant v. Raymond, 6 Peters 2I7. Ames v. Howard, 
I Sumner 482; Brooks v. Fiske, IS How. 211, 223; Tannage Patent Co. 
v. Zahn; 66 Fed. 986, 988; Henry v. Dick Co., 224 U. S. I, 26; Bauer v. 
O'Donnell, 229 U. S. I, 10; 0 H. Jewell Filter Co. v. Jackson, 140 Fed. 
340, 343, "A patent is, aft~r all, nothing but a contract by which the gov
ernment secures to the J>atentee the exclusive right to vend and use his 
invention for a few years, in consideration of the fact that he has per
fected and described it and has granted its use to the publiC' for ever 
after. The rules for the construction of contract> apply with equal force 
to the intcrprctat:on of patents." 

• 
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in accord with the expressed idea that the patent is both a re
ward for the stimt'~:~.tion of invention and a contractual con
sideration for the a.·•!velation of the invention to the public. 
The subject of construction comes up in so many ways and 
is so confused with interpretation as between the patentee and 
an individual not representative of the public, that nothing 
more than this can be said as a general proposition . 

• 

• 

• 

• • • 

• 

• 

• 
• 

• 

• 

• 

• 

• 

• 

• 
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CHAPTER II 
• 

WHAT l\L\Y BE PATENTED 

§ 1. SouRcE 

• 

• 

\V t! come now to a discussion of the circ~nustances under 
which one is entitled to a patent. Tpe statute reads31 ".-\ny 
person who has invented or discovered any new and useful 
art ... may ... obtain a patent therefor." \Vhen, then, 
has a person "invented or discovered'' something. This may 
he considered, first, in connection with the source from which 
the innntion or discovery is obtained, disregarding for the 
present the character of the result. 

It may be said broadly that nothing is immtted or disco'i.l
crcd, ·within tlze meaning of the statute, which lzas not found 
its source in tlze mimi of tlze alleged inventor. It must be the 
result of his mental operation upon external stimuli, and not 
a mere representation or recreation of those stimuli in their 
original forms. 

hlPOHTATION. It is probable that there has always been a 
difference in the meaning of the words "inventor'' and "im
porter,'' but the distinction was formerly one in name only. 
The two stood on the same plane of merit and were considered 
together so often and· with so little indication of real differ
entiation that there is at least a little confu~ion in precisely 
allocating their respective meaning. By. the Common Law 
and also by the exception in the Statute. of Monopolies, the 
bringiug into tlze realm of a new trade or device was consid
ered as meritorious as was the e·volution from the mind of a 
new idea for a trade or device. This was, of course, perfectly 
logical in the days when travel and intercourse were difficult 
and "rare, and knowledge percolated from one country to an
other but slowly. The knowledge of one nation was ·not then, 
as it has since come to be, equally the knowledge of any other 

• 
31 ~ 4886. • 

• 
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which chooses to note it. One who imported into England 
knowledge of a trade or a substance from abroad did so, usu
ally, at considerable expense and risk to himself. Conseqttent
ly we find royal patents granting monopolies of such importa
tions consistently respected and enforced by the courts. Fur
thermore it is evidc:nt from the cases that these importations 
were sometimes called "inventions" equally with the produc
tions of one's own mind, and were generally 'not very clearly 
distinguished therefrom.32 

The proper application of the name "inventor" came into 
question so late as 1878 in an English case33 and it was de
cided that it did not include a mere "importer." The court 
sustained the proposition that an importer might be treated 
legally as an inventor, but maintained that he was not nomi-
nally an inventor.H . 

32 Darcy v. Allin, No. 173, 74 Eng. Rep. 13: The Cloth workers of 
Ipswich Case, Godbolt p. 252, No. 351, 78 Eng. Rep. 147, "But if a man 
hath brought in a new invention and a new trade within the kingdom, 
in peril of his life, and consumption of his estate or s,tock, etc., or if a 
man hath made a new .discovery of anything, in such cases the King of his 
grace and favor, in recompense of his costs and tra\·ail, may grant by 
charter unto him, that he only shall use such a trade or traffiq1-1e for a 
certain time, because at first the people of the kingdom are ignorant and 
ha\·e not the knowledge or skill to use it." 

3 3 Marsden v. Sayville Street, etc. Co., L. R. 3 Ex. Div. 203. 
s' "It is difficult to say a priori on what principle a person who did not 

invent anything, buf who merely imported from abroad into this realm 
the invention of another, was treated by the judges as being the first and 
true inventor. I have ne\·er been able to discover the principle, and I 
could never get a satisfactory answer. The only answer was, It has been 
so decided, and you are bound by the decisions .•. The grounds on which 
it is put we do know •.. considering the difficulty which then attended 
communication from abroad, a man who brought in anything from abroad 
did it at the peril of his life and consumption of his estate ant.! stock, 
and it was therefore such a meritorious service done to this kingdom, that 
the king might lawfully grant him a monopoly. That is the ground it is 
put upon. Now, there is some reason in that. It does not make him a 

• 

true and first inventor, but it does show a true and meritorious consider-
ation which warranted an exception from the general rule that monopolies 
could not be granted." ''No doubt it was that use (in the early cases) 
which induced the judges, after the passing of the statute of James, to 
treat the man who brought the invention from beyond the seas as being 

• 

• 

0 

• 
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In the United States the granting of patent monopolies by 
the colonies had been so infrequent that it may be said there 
was no established custom before the privilege of granting 
patents to inventors was conferred upon the federal govern
ment by the framers of the Constitution. By that date the 
facility of communication was such as to have removed com
pletely the reasons because of which patents for importations 
had been sustained by the Common Law.3~ Nothing is said 
expressly in the Constitution, or in the patent acts passed there
under, regarding importation or importers as such, and the 
only possible right to a patent for an importation would have 
to depend, therefore, upon a favorable interpretation of the 
word "invention." The courts have been uniform in holding 
th:tt "information" is not included in "invention."30 

DiscovERY. The statute authorizes the issue of a patent to 
one who has "invented or discovered" certain things. In or
dinary usage the verb "discover'' has a sense of bringing to 
light that which . before existed but was unknown. In such 
sense Columbns "discovered'' America and ~ewton "discov
ered'' the law of gravity. It is defined as meaning to "un
cover" or "disclose." In the Century Dictionary it is said, 

in the same position as the first and true inventor, or as being in an 
equivalent position, and gradually the language seems to have been changed 
and he was treated as the true and first inventor." :Marsden v. Sayville 
St. etc. Co., supra. The court then went on to hold that whether the 
"ordinary or the existing meaning" of the word inventor be used, 
the particular plaintiff, as the facts Jay, did not come within either. In a 
recent English work ·(The Laws of England, by the Earl of Halsbury 
and others, vol. 22, p. 130 ff) it is said '"An inventor is a person who dis
covers or finds out something new, a framer, contriver, or dc:viser of 
what was before unknown. Invention is an act of the mind, and a 
person whose mind performs the act is the true inventor." But almost 
immediately the writer goes on to say "as the Statute of Monopolies was 
construed to intend to preserve all monopolies which would have been 
good at common law, the words "true and first inventor" ha·:e always 
been construed to include "true and first importer." 

a:; There seems to have been some belief even at the time the· Consti-
• 

tution was adopted that a monopoly for new importations would be de-
sirable. See Story's Commentaries on the Constitution, vol. II, § IIS3· 

so McClain v. Ortmeyer, 141 U. S. 419, 427; and cases infra. 

• 

' 



• 

• 

• 
• 

M caning of I wvcntiou IS 

"Discover, I m.:c11 t, agree in signifying h> find out; but we 
discover what already exists, though to us unknown; we invent 
what did not before exist." The conjunction of the two 
words in the statute might seem to imply that one is comple
mentary of the other and that the framers intended to allow 
patenting of both· inventions and discoveries, in the normal 

· .sense of the words, provided only that they were not known 
and used before. The cmtrts have, however, consistently in
terpreted the statutes as being confined to those things which 
come within the meaning of "invention" only, and have treated 
discovery as though it were synonymous therewith instead 
of an addition to it. 

The word "invention'' has never been defined with any de
gree of exactness in delimitation and both courts and writers 
agree that it can not be. ''The truth is," says the Supreme 
Court, "the word can not be defined in such manner as to af
ford any substantial aid in determining whether a particular 

. . 
device involves an exercise of the inventive faculty or not. "37 

But the cases all agree that there can not be invention without 
crea.tiou. ~\Iere revelation of something existing but unknown 
is not st1fficient, there must be something produced by operation 
of the mind. 

A PRINCIPLE OR LA \v OF NATURE, (that is, the fact that 
from certain causes certain different results will "naturally" 
and invariably follow) exists, at least according to many ac
cepted philosophers, whether humanity is aware of it or not.38 

The discovery that a certain result will follow from certain 
relations of matter is not in any way creation of the result, it 
is a mere revelation of the causal relation. It is truly dis
cover)•, :~ its usual sense, and not ill'mmtion. It is therefore 
not patentable. Possibly the statutes are defective economic
ally, and unjust also, in not providing rewards for such reve
lation of important knowledge, but, as interpreted by the 

. 37 McClain v. Ortmeyer, 141 U. S. 419, 426. 
as As to whether principles of nature have been given to us by God 

or by the human beings who first revealed them to us, is entertainingly 
argued by Gerard and the Doctor in Reade's, "The Cloister and the 
Hearth." · 

' 
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courts, ther do not authorize anr reward. The most con-
• • 

spict1ous case of unpatentable disco\·ery of q. law of nature 
i~ that oi ~lorton Y. ::\ew York Eye Int1rmary.3

(' The patentee 
in this case had disco\'ered that the introduction of sulphuric 
ether to the lungs, that is to say, its inhalation, "would pro
duce insensibility to pain, or such a state of quiet nen·ous ac
tion as to render a person or animals incapable. to a great ex
tent, if not entirely. of experiencing pain \\"hile under ~he ac
tion of the kni ie. . .. " This beneficent J!ffecr. the court con
ceded. had ne,·er been known before. It \\"as, ho\\·e,·er, the 

• 

only new thing about the alleged im·ention. the ether itself and 
the apparatus for applying it. being both well known. It was, 
in short. only the discO\·ery of a result naturally arising from 

. a certain relation of matter. As· the court put it, the patent 
presentetl nothing new exeept the effect produced by \Yell 
known agents, administered in well known \\"ays on well known 
~ubjects. 

The c~Jtlrt recognized the ineffable benefit to humanity 
oi this discO\·ery ]Jllt ne\'ertheless hel<l the patent which 
had been issued to be inYalid. saying "At common law an in
Yen tor has no exclusi,·e right to his im·ention or disco,·ery. 
That exdu~h·c ri~·ht is the creatt1re of the statute, and to that 

'· 
we must look to sec if the right dai"Ined in a gh·en case is .. -
within its terms. The act of Congress prod des, 'that any 
per~on or persons haYing discO\·ered or im·ented any new and 
useful art,· machine, manu facture. or composition of matter, 
or any new and useful improvement on ai1y art, machine, 
manufacture, or composition of inatter not known or used by 
others before his or their ciisco\'en• or im·cntion thereof. and 

• 

not, at the time of his application for a patent. in public use, 
or on sale with his consent or allowance as the inventor or dis
coverer.· shall be entitled to receive a patent therefor. The 
true field of inquiry. in the present case, is to ascertain whether 
or not the alleged invention, set forth in this specificati•m, is 
embraced within the scope of the act. Very little light can 
b.e shed on our path by attempting to draw a practical distinc
tion between the legal purport of the word-:; 'discO\·ery' and 

39 5 Blatch. 1 r6. 2 Fisher JZO. 

• 

• 
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'itn-ention.' In its naked ordinan- sense. a disco\'crv is not 
• • 

patentable. A discoYery of a new principle. force, or law 
operating, or which can be made to operate. on matter, will 
not entitle the discoverer to a patent. It is only where the 
explorer has gone beyond the mere domain of discO\·ery, and 
has laid hold of the new principle, force, or law, and connected 
it with some particular medium or mechanical contri,·ance of 
which, or through which, it acts on the material world, that 
he can secure the exclusive control of it under the patent laws. 
He then controls his discoven· through the means b,· which . ~ . 
he has brought it into practical action. or their erJuivalent, and 
only through them. It is then an invention, although it em
braces a discovery. Se,·er the force or principle disco\·ered 
from the means or mechanism through which he has brought 
it into the domain of im·ention, and it immediately falls out 
of that domain and eludes his grasp. It is then a naked dis
co,·en·, and not an invention . 

• 

''A discovery may be brilliant and useful, and not patent-
able. No matter through what long. solitary vigils. or by 
what importunate efforts, the secret may have been wrung 
from the bosom of ?\ature, or to what useful purpose it may 
be applied. Something more is necessary."40 

The result of the case seems hard, but the exnosition of the 
• 

court demonstrates that the patentee crtatcd nothing. He 
could not therefore acquire a reward, because the patent laws 
ha,·e never been construed as rewarding diligence in merely · 
finding out the various possessions with \Yhich the Creator of 
all things has already blessed the world. . 

Another case which is frequently cited as supporting the 
rule that a principle of i1ature can not be patented, e\·en though 
newly discovered, is that oi O'Reilly v. l\Iorse.4

t The patentee . 
Morse, had discO\·ered that electricity, acting through the elec
tro-magnet, could be used for the transmission of intelligible 
signals, and he had devised a particular means for utilizing 
this discovery. The first seven claims of his 1' :ent dealt with 

40 The credit for the discon~ry is attributed to Morton, beyond doubt, . 
in Park's History of Med. 2d ed. p. 312. 

41 15 How. 61. 
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this particular idea of means and were sustained by the Su
preme Court. The eighth claim was broader, and amounted 
in reality to· a claim of the natural principle or force of 
electro-magnetism for transmitting- intelligible signals. It 
read .. I do not propose to limit myself to the specific ma
rhinc:ry or parts of machinery described in the foregoing 
specification and claims: the essence of my itl\"ention being 
the use of the muti\·e power of the electric or galvanic cur
rent, which I call electro-magnetism. however developed, for 
marking or printing intelligible characters, signs, or letters, at 
any distances, being a new application of thrtt power of which 
I claim to be the first im·entor or disco\·erer... This claim the 
court rejected as im·alid saying of it, ''It is impossible to mis
understand the extent of this claim. He claims the exclush·e 
right to e\·ery imprO\·ement where the moti\·e power is the 
cl(•ctric or gah·anic current. and the result is the marking or 
printing intelligible characters, signs, or letters at a distance. 
I i this claim can he maintained, it matters not by what process 
ur machinery the result is accomplished. For aught that we 
now know sume future im·entor·. in the onward march of 
science. may disco\"cr a mode of writing or printing at a dis
tance by means of the electric or galnmic current, without us
ing any part oi the process or combination set forth in the 
plaintiff's speciticatilln. Hi:; itl\"ention may he less compli
~ate<l 1e~.; liable to get uut of order less expensi\·e in con
~tmrtion, and in its operation. But yet if it is co\·ered by 
this patent the im·entor could not use it. nor the public ha\"e 
the benefit oi it without the permission of this patentee. Xo 
one we !'uppt!!"C will maintain that Fulton could haYe taken 
out a patent for his in\"cntion oi propelling vessels hy steam, 
describing- the process and machinery he used, and claimed 
under it the exclnsi\·e right to use the motive power of steam, 
howe\·cr cle,·elope<l, for the purpose of propelling \·esse Is. It 

•-
can hardly be supposed that under such a patent he could have 
prevented the use of the impro\·ed machinery which science 
has since introduced: although the motive power is steam, and 
the result is the propulsion of vessels. Xeither could the man 
who tirst discovered that steam might. by a proper arrange-
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ment of machinery, be used as a motive power to grind corn 
or spin cotton, claim the right to the exclusive use of steam as 
a moth·e power for the purpose of producing such effects."•2 

i2 In a sense this statement was dictum since it affected only the costs 
of the suit and not its merits. Leroy v. Tatham,- 14 How. 156; I d. 22 

How. 132, 136; Foote v. Silsby, 2 Blatch. 26o. An opposite view is set out 
hy ).fr. Justice Nelson in his dissenting opinion in Leroy v. Tatham, 14 

• 

How. 156, 186. "I shall not punue a reference to the authorities on this 
suJ,ject any further. The settled doctrine to be deduced from them, I think, 
is, that a person having discovered the application for the first time of a 
well-known law of nature, or well-known property of matter; by means 
of which a new result in the arts or in manufactures is produced, and 
has pointed out a mode by which it is produced, is entitled to a patent; 
and, if he has not tied himself down in the speeification to the particular 
mode described, he is entitled to be protected against all modes by which 
ihe same result is produced, by an application of the same law of nature or 
property of matter. And a fortiori, ii he has discovered the law of nature 
or property of matter, and applied it, is he entitled to the patent, and afore~ 
said protection. And why should not this be the law. The original con
ception the novel idea in the one case, is the new application of the 
principle or property of matter, and the new product in the arts or manu
factures in the other, in the discovery of the principle or property, and 
application, with like result. The mode or means arc but incidental and 
flowing naturally from' the original conception; and hence of inconsiderable 
merit. But, it is said, this is patenting a principle, or element of nature. 
The authorities to which I have referred, answer the objection. It was ans
wered by Chief Justice Eyre, in the case of \Vatts's patent, in 1795, fifty
s<'ven years ago; and more recently in still more explicit and authoritative 
terms. And what if the principle is incorporated in the invention, and 
the inventor protected in the enjo~·mcnt for the fourtP.en years. He is 
protected only in the enjoyment of the application for the special purpose 
and object to which it has been newly applied hy his genius and skill. For 
c\·cry other purpose and end, the principle is free for all mankin,! to usc. 
And, where it has been di~covered, as well as applied to this one purpose, 
and c.pen to the world as to every other, the ground of complaint is cer
tainly not very obvious. Undoubtedly. within the range of the purpose 
and object for which the principle has been for the first time applied, 
11iracies are interfered with during the fourteen years. But anybqdy may 
take it up and give to it any other application to the enlargement of the 
arts and of manufactures, without restriction. He is only debarred from 
the usc of the new application for the limited time, which the genius of 
(Jthtrs has already invented and put into ~ucccssful practice. The protec
tion does not go beyond th<' thing which, for the first time, has been 
discovered and brought into practical use; and is no broader than that 

• 
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PATE~TS FOR THE MEAN'S OF UTILIZING A NATU!{AL PRIN

CII'LE have been consistently sustained; indeed it would be 
difficult to concei\·e of atl\' mechanical contrivance whose ef-

• 

fcctuation of a given result, static or dynamic, did not make 
use of some "natural principle." The conception of a means · 
of utilizing such a principle does, howe,·er, invoh·e creation; 
the means is something which did not before exist. in the 
ordinary comprehension of existence. and such a concept is 
therefore within the intended protection of the patent laws. 43 

The courts ha \'e experienced considerable difficulty, how
ever, in distinguishing with certainty bet\,·een the use of a 
principle, which is not patentable, and the. means of utilizing 
it, which is patentable. The discO\·ery of a new principle is 
held to entitle the disco\·erer to a wide range of protection in 
the means he de,·ises to utilize it. He is secured not merely it1 

• 

the precise form of means he sets out in his patent but in all 
forms which are essentially similar. The principle itself thus 
becomes a part, at least. of the de\'ice, inasmuch as it is the real 
distinguishing feature of two otherwise similar devices. The 
result is that in a certain sense the principle is actually pat
ented, as part of tile entire dc<.'icc. The ·difficulty of differ
entiating between the patenting of a principle, by itself, and 
the patenting of a device which is distinguished from other 
dedces only by the principle utilized in it, has created much 
confusion. That the principle may be an essential part of a 
patented device is sustained by· many cases which, if the dis
tinction between a principle by itself. and as part of a de\'ice, 

• 
• 

extended to e\·ery other discoverer or inventor of a new art or manu
facture. I own, I am incapable of com[>rehending the detriment to the · 
improvements in the country that may flow from this sort of protection 
to inventors. To hold, in the- case of inventions of this character, that 
the no\·elty m'Jst consist of the mode or means of the new application 
producing the new result, would he holding against the facts of the case, 
as no one can but see, that the original conception reaches far beyond 
these. It would be mistaking the skill of the mechanic for the genius 
of the inventor." 

•a O'Reilly v. l\forse, 15 How. 6I; Neilson v. Harford, I Wehs. Pat. 
Cases. 295· Tilghman v. Proctor, 102 U. S. 707, Leroy \'. T::tham, q How. 
551; Parker v. Hulme, I Fish. Pat. .Cases 44. Fi!d. Cas. No. 10740. 
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be not clearly understood, seem to conflict with the rule that 
a principle can not be patented. The author suggests, though 
far· from stating it as the accepted rule, that the fundamental 
difference between an unpatentable law of nature and one 
which is patentable as part of a concrete contrivance, be it 
"machine·· or "process;· is in the self-operative character of 
the law involved. If it is a principle ·which will produce the 
result automatically when merely given substance to operate 
on it is unpatentable. It is utilized to be sure, but not through 
the assistance of any means of utilization. But a principle 
which produces the desired result only through physical mani
pulation of substances, and as a concomitant of that m<tnipula
tion, not as a sequent to it, is patentable as part of tile ideo. of 
mca11s whereby the result is prodt:ced~ Certainly the cases de
cided recently give credence to the proposition, that while a 
princij)le of nature may not be patented as a means and an end 
in itself, it may be patented as an integral part of an idea of 
means. the substantive part of which, even as an entirety, is 
old.H That is to say, the principle alone could not be patented; 
neither could the substantive contrh·ance by itself be patented, 
for it is already wdl known: but the IIC'<(' combina.tion, of un-

• 

patentable principle and. old mechanical device, can itself be 
patented. · 

An excellent illustration of this is seen in the case 
of Leroy v. Tatham.~" Here the patentee had . discovered 

H This is in exact accord also with the theory on which patents are 
economically justified, if the proposition of ~Ir. Taussig in ").[one~<Makers 
and Inventors" is cor.rect. This proposition is that people will invent and 
make research to the full extent of their abilities of the creative in
stinct, and without the stimulation of a legal reward, hut that the monopoly 
of a patent is necessary to induce capita! to make inventions commercially 
practical. If this be so, no reward is neces~ary to stimulate research and 
discovery of the principles of nature, and, not being necessary, would not 
he justifiable. But a reward is necessary to invessigate the development of 
practical means of utilizing the discovered principle, and such a reward is 
offered by the patent statutes. On this theory, therefore, the fact that 
discovery of an important principle of nature is not patentable, but con
ception of a means by which that principle may be put to practical use is 
patentable, even though the material part of that means be already well 
known. is not a defect in the patent law, hut a virtue . • 

·~'· q How. rsii. For the facts see Tatham v. Leroy, 2 Blatch. 474 . 

• 

• 
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the principle that lead in a s8!i,i condition would re
unite after separ<>.tion, if heated under great pressure. He 
devised a method of utilizing this principle in the making of 
lead pipes, and claimed, as his invention, this particular device 
when used for such a purpose. Similar ma::hines, on a lighter 
scale, haci been used before this for other purposes such as the 
making of clay pipes and macaroni. The court in this case 

·confined him to the device as set forth, without considering 
!ts connection with a new principle. and held that evidence of 
other similar devices for other purposes, utilizing other prin
ciples, might be admitted to prove that the patentee's device 

• 

was not new. But this same case came before the Supreme 
Court again, in equity,4

" and a conflicting decision wa:. reached. 
The court in the second case held that the device patented was 
not deprived of novelty by the existence of other maclziues 
similar tc it, but smaller and intended for other purposes. The 
novelty of the patentee's device lay, it would appear, in the 
fact that it was used in combination with the new principle!7 

The patentee's concept was the new combination of the old 
machine with the novel principle: clearly a new concept. 

It can not therefore be correct to say broadly either that a 
principle of nature can not be patented or that it can be pat
ented. Either statement results in confusion. It must be 
understood, before any st~tement is definite, in just what 
sense the terms are used. 

"Fl'NCTION,'' "RESUI,T," "PRINCIPLE OF OPERATION," ETC. 

What has just been said in regard to a principle of nature ap-
• 

40 22 How. 132. 

H In Foote v. Silsby, 2 Blatch. 26o, the court held, broadly that a patent 
might be granted for any means, old 0r new, of utilizing a newly dis
ccvered principle. Po ilion v. Schmidt, 6 Blatch. 209: Tilghman v. Proctor, 
102 U.S. iOi. See also The Telephone Cases, 126 U.S. r. The patent sus
tained in ~Iinerals Se'paration Co. v. Hyde, 242 U. S. 26r, seemed to be 
practically a patent for a principle, the means by which it might be utilized 
are so general. At an)' rate, the court of Appeals declared the patent in
valid because the appreciable means used was so nearly identical with 
means long known. The Supreme Court reversed this, and held the patent · 
valid beca•Jse the difference from the known means, slight as it Wl\5, 

boought an entirely different principle into play. 

• 
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plies equally to the patentability of such abstractions. as the 
function of a machine, or its principle of operation, etc. These 
are qualities or characteristics of a device, and have no con
ceivable existence except as appertaining to something else. 
In no sense can they be created in and of themselves: if they 
are created, it is because something else of which they are an 
inherent quality or cl1aracteristic has been created. Not being 
themselves created they can not themselves be patented. 

But the function which a device performs, the principle on 
which it operates, or the result which it accomplishes may be 
the particular characteristic which distinguishes it from other 
device!;. This function, etc., is an intrinsic part of the con
cept which is the im·ention. Indeed, the result accomplished, 
the purpose, the -principle of operation, or the like, may, like 
the principle of nature utilized, be the only characteristic which 
distinguishes the device, that is, the concept, from the concept 
of other devices. Just as the natural principle used in Tat
ham's machine for ma:king lead pipe was the only thing which 
distinguished his invention from the. old machines for making 
macaroni, so the result which a device accomplishes may serve 
as its only distinction from known devices. If this difference 

· is sufficient to con\'ince the courts that the later conce1~t. as 
characterized bv its functton, etc., was the result of inventive • 

genius, it may be patented. Thus it may happen that a device 
is recognizedly patentable \vhose only distinguishing feature 
is its principle of operation, its function, or the like. One 
tends, therefore, to think of the function or principle of oper
ation as having itself been patented, and is apt to say loosely 
that it has been. This leads to a deal of confuskm in the ex
pressions of the cases. For instance, Mr. Justice Brown ap
pears guilty of contradicting himself by saying, in one and the 
same opinion.48

. first that a function can not l~e patented, and 
then, that a "pioneer patent," which gives the patentee an 
especial breadth of protection "is commonly understood to 
denote a patent covering a function ne\•er before performed." 
But owing to the fact that these abstract qualities have them-

4' Westinghouse v. Boyden Power Brake Co., 170 U. S. 537 . 

• 

• 



• 

Patents and 1 m·.·n t ions 
• 

:;eh·es no separate existence, it is only the devices character
_ized by them that are patented, and the case~ demonst:·ate in
duhitabh· that devices differentiated from others bv these char-

• • 

a(teristics only may be validly patented, if it required inventive 
genius to conceiYe that difference . 

• 

~ 2. CI-I:\1{:\CTER 

Thus far we ha\'e considered the 
,·entions in respt!ct to their source. 
necessan· character . 

• 

nature of patentable in
\Ve now take up their 

:\:-.; I:>;\'E~Trox 1:-; A coxcEI'T. Of first importance is the 
proposition that an in,·ention is not tangible. It is a concept; 
a thing e\·oh·ed by the mind. It is not a tangible thing pro
duced hv manual effort. The statute does refer, to be sure, 

• 

to one who has im·ented am· new "art. machinP, manufacture, 
' 

or composition oi matter." These things are tangible. But it 
does not say, one who has "made" a machine, etc.; it says "in
,·cnted" such thing·s. .·\nd the act of in\'ention is unilcniedlv ·- . 
and tmdeniahly a mental and not a manual act. The phra:'e 
"art. machine, manu iacture, or composition of matter" merely 
refers to anti limits the subject matter of the concept. 

' 
.llac/1 int, .1/a nufact 11 rc, Composition of malta. Sinr:e pat-

entable im·entions are limited to concepts of a new art, ma
chine. manuiacture or composition of matter, it i~ essential to 
know just what those terms include. There is a most rem«rk-

• 

able con fu:'inn of definition and judicial explanation of the 
meaning of each term. A .frequent subject of dispute is 
whether or t~ot the prh·ilege of patenting a "machine" includes 
that of patent111g a "tool.'' In other words is a "tool" a ''ma
chine?" Variant definitions are to be found in the cases ;~!I 
text writers are ecjttally indecisi,·e oi the meaning of machine. 
~lr. Hopkin~ accepts~'" the definition that "the term 'machine' 
includes e\'ery mechanical de\"ice or combination of mechani
cal powers to produce some function and to produce a certain 

• 

w Corning v. Burden, 15 How . ..152: Durr v. Duryee, I \Vall. 531; 
Coupe v. Weatherhead, 16 Fed. 673. 

"''Hopkin~ on Patents, I. p. 53 ff. 
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cti"ert or result." l\laccJtnher~' 1 says, \'aguely. ":\ machine con
sists in imposiug· upon mechanical elcment5 the mind of the 
im·l·ntur. \\"orkiug- in harmony with the laws of mechanics tu 
effect a result." l{olJinson'·~ insists ihat a distinctio11 between 
machines and other instrttments is necessarv for harmom· in 

• • 

the law a111l for its ptc•per application. Nevertheless he rec-
ognizes that whether or not a de\'ice _is a machine or a tu11l has 
nothing- whaten~r to do with its inlll'rent patentability. The 
name bv which the in\·entor himscl f c.:alls the de\·icc is imma-

• 

terial tn the \'ali<lity of the patent; and if the de\'ice be 11ot, 
in fact. a "marhiuc," it is equally as patentable as a "manu
facture.'' 

So far as thl.'rc is any harmony of usag·l: of the tl'rms, the 
d:stiuc.:tiun appc:trs to tum. gl·nerally speaking. upon whether 
the. desired result is acc.:omplislH:cl hy a dynamic means or a 
static one. .\n inn:ntin·ly shapl'<l c.:ollar buttun, for "instance, 
illllding a collar i11 place by its mere presence, or acromplish:
ing- the result of its own position with no\'1:1 case because· of 
its mere shape. would probably he a "manufacture.'' A thing 
of wheels amllc\·ers accomplishing the result of producing an 
old iorm of collar button fru111 !lat. unfonne<lmah!rial would 
undoubtedly he a machine. :\ typewriter would probably 1Je 
a machine; lmt \\'nuhl a pair of pinrers, which accomplishes a 
rnmlt hy transmitti11g· dynamic l'llergy, l1e a machinl.'; or would 
a hammer. or cohl chisel? The question has never been set
tled and it is iortunatc that it docs not nee<l to be. 

The term "composition of matkr'' is generally applied to 
those embodiments <·· the iu\·ention whose peculiarity docs 
not dcpcml upon external, visible shape, but upon internal re-

• 

lations. • 

:\s l\1 r. Ho!Jinson himself sa\'s, the name "manufacture'' in-
• 

eludes "every article <lc\'ised by man except machinery upon 
the one side, alHl compositinm of matter and designs upon the 
other.'' The name In· \\'hich the im·cntor characterizes his 

• 

concept is immah:rial. The terms machine, manu facture, com
position of matter ami design cu"er e\'erything tangiLle which 

'.c Fixed Law of Patents, p. 61. 
'·~Hob. on Patents, Vol. I, Ch. H. 
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man could conceivably contrh·e. It seems clear therefore that 
a concept of anything to be given tangible form by man is, so 
far as its subject-matter is concerned, patentable. It is quite 
unnecessary to decide into what class of tangible things it falls. 
So far as the writer is 'aware, in no case has this ever been a 
material issue!'3 

Art. The Century Dictionary defines an art as, "the com
bination or modification of things to adapt them to a given 
end; the employment of a given means to effect a purpose; 
... a system of rules ami traditional methods for facilitating 
the performance of certain actions." Despite the provision 
that an im·ention whose subject matter is an ''art" may be 
patented.- the early cases had some doubt as to whether an 
idea of accomplishing a gh·en result by a novel series of steps, 
or sequence of operations, could be patented. Such a sequet1ce 
of actions is usually called, in the patent law. a ''process.'' 

Of the cases which declare a process not to be patentable, 
that of Risdon Iron & Locomoti\'e \Vorks v. l\Iedart50 is typi
cal. The invention was a method of manufacturing helt pulleys. 
It appeared that pulleys as theretofore made had heen more or 

. . 
less out of balance, owing to the fact that the distance from 
the axis of revolution to the inside of the rim was not uniform 
along all radii. In cons\:quence, when the outside of the rim 
was ground to a perfect surface everywhere equidistant from 

r.a A uniq11c statcnll'nt is found in J acubs \., Baker, 7 \Vall. 295 which 
appears to he in conflict with the proposition that everything tangible is 
included in the terms machim•, manufacture or cum:tosition of matter. 
The device patented was a jail having ;•a secret passage, or guard cham
her," around the outsitlc of an iron-plate enclosure. Thl• purpnse was 
In allow the keeper to hear the prisOJll'rs and oversee them without their 
hdng l'<lnscious of his presence. The court held the patent to he invalid, 
and in the course of its opinion said, "Now a jail can hardly come under 
the denomination of a 'machine'; nor, though made hv hands, can it well 
he classed with 'manufactures'; nor, although compounded of matter, 
can it he termed a 'composition of matter', in the meaning of the 11atent 
act." This statement is, however, the merest dictum and the court, "waiv
ing all these difficulties as hypercritical," fonnd that there was no novelty 
whatever in the jail described but that it had been in use long before the 
alleged invention. 

~~~ l;i8 u. s. 68, 

• 
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the axis. the thickness of the ·rim necessarily varied at differ
ent radial points. The patentee proposed to obviate this in
equality by grinding the ends of the radial arms to an equality 
from the center before the rim itself was attached. 

In a very confusing opinion the court says, "That the 
patent is for a process in manufacture, and not for the mechan
ism employed, nor for the finished product of some manu~ 
facture, is undeniable, and is so expressed upon the face of the 
specification. That certain processes of manufacture are pat
entable is as clear as that certain others are not, but nowhere 
is the distinction between them accurately defined. There is 
somewhat of the same obscurity in the line of demarcation as 
in that between mechanical skill and invention, or in that be
tween a new article of manufacture, which is unh·ersatly held 
to be patentable, and the function of a machine, which it is 
equally clear is not. It may be said in general that processes 
of manufacture which involve chemical or other similar de
mental action are patentable, though mechanism may be nec
essary in the application or carrying out of such process, while 
those which consist solely in the operation of a machine arc 
not. 1\lost processes \Vhich have been held to be patentable 
require the aid of mechanism in their practical application, 
but where such mechanism is subsidiary to the chemical action, 
the fact that the patentee may be entitled to a patent upon his 
mechanism does not impair his right to a patent for the pro
cess: since he would lose the benefit of his real discovcn·, 

• 
which might he applied in a dozen different ways, if he were 
not entitled to such patent. But, if the operation of his de
vice be purely mechanical, no such considerations apply, since 
the function of the machine is entirely independent of any 
chemical or other similar action." The court therefore came 
to the stated conclusion that "all that he invented in fact was 
a machine for the more perfect manufacture of such pulleys. 
and the operation or function of such machine, however, is 
not patentable as a process." The relation of this statement 
to the first statement, that the patent \\'a£ not for a machine, 
is decidedly obscure. The real reason for the decision is ob-
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v in us (•nough, however, a ftcr the confusion of other state
ment is stripped niT, in the express finding- that "in short. this 
is a patent only fur superior workmanship, and within all the 
authorities is invali<l. "~'7 

Of the cases holding- that a "process" is patentable, the 
strong·est is that of Cochran v. Deener.~'" The purpose 1Jf the 
im·entor was "to increase the production of the !Jest quality of 
11om." ami the invention "consisted in separating from the 
meal first the superfine flour, and then the puh·erulent impuri
ties mingled with the flour producing portions nf the mi<l
dlings-mcal, which when reground and rciJo!tcd, would yield 
pure white tlour" thus increasing- the total amount of such 
white flour. The method described consistell "in passing the 
ground meal through a series of !JOlting-reels dotlw<l with 
duth of prugre~;sivdy finer meshes. which pass the superfine 
!lour and retard the escape of the liner an<l lighter impurities; 
and, at the same time, subjecting- the meal· to blasts or currents 
<•i air introduced by hollow perforated shafts furnished with 
pipes so dispuserl that the force of the blast may act clos<~ to 
the surface of the bolting-doth; the !Jolting-chest having an 
opening- at the top for the escape of the air, and of the liner 
and lighter particles therewith, through a chamber where the 
particles arc arrested, whilst the tloor and sides of each com
rarlmcnt of the chest arc m:uJe dose, .SO as to prC\'ent the 
escape of the air in any other direction than throu~h the said 
openin~. By this means, the suj1crfinc Hour is separated, and 
the fine and light specks awl impurities, which ordinarily ad~ 
here to the middlin~s and degrade the tlour produced there~ 
from, arc ~ot rid of: and when the middlings arc now sepa
rated from the other portions of the meal, they are white ami 
dean, and capable of hein~ rc~roun<l and rcholt<~d. so as· to 
produce superfine tlour equal in quality and even superior to 
the first instalment. This is the process described; hut the 
patentee claims that it is not limited to any s·pedal arrange-

:;; For other cast·s in which it has been held that the alleged invt·ntiou 
rcn•aled only superiority of workmanship ami was therefore not invcn
tiori, sec infra, 

:;' !.J-1 U. S. iRo. 
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ment of machinc.:ry. He admits the prior usc of currents of 
air in the interior of the reels, introduced hy means of hollow, 

·perforated shafts, for the purpose of keeping hack the speck, 
and increasing the quantity of superfine Hour; hut not for puri
fying the middlings preparatory to regrinding. His imprm·e
mcnt, therefore, docs not consist in using drafts and currents 
of air, but in the process as a whole, comprising the applica
tion of the blast, and the carrying off of the line impurities, 
whereby the middlings arc purified preparatory to regrinding 
after IJcing separated from the other parts.'' The defendoants 
used a formally tli ffercnt mechanical device, but the same pro
cess of manufacture. 

0 

It was admitted that the new method had produced a revo-
lution in the manufacture of flour. The fact that the mechani-
cal devices actually used were old did not alrcct the \'ali<lity of 
the patent, the court held, because they were not themselves 
the invention. This, the court said, was a process, and ''That 
a process may he patentable, irrespective of the particular 
form· of the instnnncntalities used, cannot he disputed. If 
one of the steps of a process he that a certain substance is tJ 
he reduced to a powder, it may not he at all material what 
instrument or machinery is usc1l to effect that ohjcct, whether 
a hammer, a pestle and mortar, or a mill. Either may he 
pointed out: hut if the patent is not confined to that particular 
tool or machine, the usc of the others \\'onl<l he an infringe
ment, the general process being the same. A process is a morlc 
of treatment of certain materials to produce a gi \'en result. 
It is an act, or a series of acts, performed upon the subject
matter ·to he transformed and reduced to a dilrerent state or 
thing. l f new and useful, it is just as patentable as is a piece 
of machinery. Tn the language of the patent law, it is an art. 
The machinery pointed out as suitable to Jlerform the process 
may or may not be new or patcntnhle: \\'hilst the process it
self may he altogether new, atHl produce an entirely new result. 
The process requires that certain things shout(! he done with 
certain suhstances, and in a certain order: but the tools to be 

• 

used in doing this may be of secondary consequence.'' 
• 

0 

0 

0 

0 

0 
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A more recent statement is found in Expanded l\.Jetal Co. v. 
Bradford.r.u The suit im·olved defendant's right to use a cer
tain machine for making "expanded" sheet metal. Before 
complainant's patent, such metal had been made either by 
cutting properly placed slits in the plates and then opening 
the metal by bending the se\·ered portions, as two operations, 
or by cutting and opening, in a ditTerent way, simultaneously. 
Both these methods had the objection of distorting the ex
ternal dimensions of the plate from which it was made. Gold
ing conceived the idea of simultaneously cutting and opening 
the metal by both bending and stretching the severed portions 
and of foiJowing this up with a like operation in which the 
location of the cuts was changed in a longitudinal as weJJ as 
a transverse direction. This method resulted in substantial 
advantages. It was the coordination of these two operations 
to produce the result, which in the opinion of the court con-
stituted the invention. · 

The mechanism by which the work was perfected could 
have been produced on demand by any competent mechanic. 

· Furthermore, no mechanism for doing it was described in the 
specifiwtion, though enough was suggested to indicate to a 
skiJJed mechanic what to construct for the purpose. It thus 
appears that the invention could have been nothing more than · 
the method of procedure for accomplishing the result. The 
real itwention was a concept of procedure, although to be 
carried out by substantial machinery. The court held the 
patent valid. In discussing the meaning of this "process," it -
quoted with approva)110 "A machine is a thing. A process is an 
act or a mode of acting. The one is visible to the eve an 

• 

object of perpetual observation. The other is a conception of 
the mind, seen only by its effects when being executed or per
formed. Either may be the means of prOllucing a useful re
sult.'' "\Ve therefore," said the court, "reach the conclusion 
that an invention or discovery of a process or method im·olv
ing mechanical operations, and producing a new and useful 

r.s 214 U. S. 366. • 

vo Tilghman v. Proctor, 10.2 U. S. 707 . 
• 

• 
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result, may be \\"ithin the protection of the Federal Statute, 
and entitle the inventor to a patent for his discovery."61 

It now seems settled that the concept of a series of steps, 
or a method of operation, to produce a stated result is patent- · 
able, so far as its subject matter is concerned. It will be noted, 
however, that in atl the cases cited on this point, the art, or 
process, has heen carried out through the manipulation of 
substance and the use of tangible instrumentalities. 

Mental process. It is a pertinent inquiry, therefore, whether 
a method of accomplishing a given. result which does not re
quire the use of tangible instrumentalities; in other words, 
whether a purely mental process, not itwolving the manipula
tion of substance, can be protected by patent as an "art." If, 
ior instance, a mathematician should evolve, as the result 
of real inventive genius, a new method of determining 
the cube root of numbers; or if a stage "magician" should 
hit upon a novel method of conveying secret informa
tion by means of apparently commonplace speech, would 
not these methods of accomplishing the ends desired come 
within the statutory meaning of an "art"? There is no 
direct authority upon the question, but the writer fully be
lieves that !'uch a process of accomplishing a result is an "art," 
and as such is patentable. The reason is negative: that is, 
there is nn sound reason why it shoul1l not be patentable as an 
art. 

Atl the authority opposed to the proposition appears to be 

Ill Lawther \', Hamilton, 124 U. S. I. The court upheld the patent in 
this case although all the instrumentalities were well known, because "the 
mode of using and applying these old instrumentalities" was new. "And 
what is that but a new process? This process consists of a series of acts 
llonc to the flax-seed. It is a mode of treatment." Cf. Gage v. Herring. 
107 U. S. 6-to; Cf. Crescent flrewing Co. v. Gottfried 128 U. S. 1:;8; 
Fuller v. Yentzer, 94 U. S. 288. "That the means, and the only means, 
of applying the process, arc strictly mechanical, is a matter of no mo
ment, so far as patcntahility is concerned. If the process when distin
guishe'l from the means of performing it, is new, useful, anll intellectu
ally rises to the dignity of inv<:ntiun, it is patentable if it falls within 
the meaning of the won! 'art' as uso:u in the statute." Buffalo Forge Co. 
\'. City of Buffalo, 255 Fed. 83. 

• 
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in the iorm ui dicta onh·. The case oi 1-lotcl Sccuritr Check-, . 
ing Co. vs. Lorraine Co!"' is typiral oi all tlw:-;c nwst 
nearly in point. The daim of the patent was ior a "means 
i11r sl·ruring hutcl or restaurant proprietors or others irom 
lo,..ses by the peculations oi \\":liters, ra:-;hiers or other L'm
ployees, which consists oi a shl~ct prO\·ided with separate 
spares. ha ,·ing· suitable headings. substantia II y as described, 
said he;uling llt.'ing designatory ui the se\·cral waiters to whom 
the sen·ral spares on the sheet arc indi,·idually appropriated, 
in ronjunrtion with !-ieparate slips, each so marked as to indi
cate the waiter using it. whereby the selling price oi all the 
articles sold may be L'tltL·red in duplicate, once upon the slip 
oi the \\'aiter making the sale, and once upon his allotted space 
upon the main sheet. substantially as and fur t1 1e purpose speci
fied." Jt will he ohsen·ed that the claim n·all\· made was not 

• 

in the least ior a mental process. 1111r even fur a series oi lm-
man actions, or other form oi art, lmt for a wholly tangible 
!-iheet oi paper, to be used in conjunction with other sheets of 
paper. all appropriately marke<l alHI designed. Oi this tangible 
means the court said !Jrielh·. "It can not he maintained that 

• 

tlw physical nH:ans described by II icks, the sheet and the 
slip apart in •m their manner oi ttse, present any new and 
n~l'inl ieature." Tht• court then proceeded to discuss the case 
on the seemingly tmwarrantcd assttmpt ion that the patentee 
had daimL·d an intangible thing. It said. "It is manifest that 
the subject matter oi tht• daim is not a machine. manuiaeture 
or composition of matter. I i within the language of the 
statute at all. it must he as a 'ne\\" and useinl art.'" It then 
\Hilt on t•• say, "In thL· sense of the patent law, an art is not 
a men· altstral'lion. .\ systl·m ui transacting lntsinc~s discon
ncrted irnm the nwans ior carrying out the system is n••t. 
within the mo~t liberal interpretation of the term. an art. .\d
\'irc is not patentable." This expression, awl more oi like 
tenor, is p••intcdly to the effel't that an intangiltll· mean..; of 
cfiel'tllating· a result is not patl·ntabk. The actual derision oi 
the rase did not require any such statcnwnt awl is, in fad, 
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placed on the g-rnntHI that the iun<lamental principle of the 
~.ystem is "as old as the art of hook-keeping-'' an <I the patentee 
ha<i "nw<lified and ;u\aptt·<l it to lit the ephemeral character of 
the business in hand, hut it reqnire<i no exercise of the inven
ti\·c faculties to do this." The case thus clearly turns on the 
lark of novelty of the allege1\ invention and the statements in 
reg-ard· to the character oi patentable invention arc merely 
dicta/'" · 

Lest this discussion mav ha\'e somewhat overshadowed the 
• 

original proposition. it may well he said again. that although 
an invention is an illea, not a tangihlc thing, not en·ry idea 
is patcntahlc as an invention. It must he an i<lca u f the classes 
named in the statute, nanwly the idea of a Ill'\\' art, machine, 

.. • • 4 

manutacturc or composthon ol matter. 

r.:. In a case more nearly in JH•int (Fowll•r \',City of ::\. Y. 121 Fed. i-Ii) 
the patl·nt was dl·scril>l'd hy the court as "a new plan for hatulling the 
large number of passl·ngl·rs who patronize the public \'l'hiclc~ prodded 
fur rapid transit in large l'ities." It consisted in an arrangemeitt of tracks 
atHI stations st~ch that passl·ngers cnulcl !Jl' pickrcl 1111 at local stations, ami 
transft•rrt·d to l'xprcss trains at l'XtJrcss stops, without necessitating an 
int<:rfcring u~e of the same trat·ks by both l'Xtlress ami local trains. It 
was in ~uhstance the tto\\' wdl known system of "island stations," or plat· 
forms, local~ .I he I Wl'l'n the local :mel express tracks so that 11assengers 
ran hl· rt'ceinel at one side ami trans~hipJH:d from the other. It was 
argueel that tl!is sy,.;ll•m mnstitnteel a "machittl'," Thc court appears to 
han· dntthtcel the proposition hnt to haw cnncedctl it for lhc sake of 
argunwnt, an.l ott ~uch conn•ssinn, held lhe dt•\'icc unpalt•ntable hecau,.;l' 
any compell':ll l'ttgitwer coulel han' clcvis(•cl the same plan whctte\'Cr it 
should hecomc prat·tkally u,;ahle. The only justification for interpreting 
the rase as authurily for lt"leling an intangil•le means of accomplishing 
a n·sult unpatt·ntahll' i,; tht• fact that the ('ottrt cliel cnnn·tle, for the sake 
of arglll11l'ttl, that the t'oltlrivalll'l' in Cjtll''tiott was tangihlt•. Another rase' 
in which the n·al anel l'XprcS>l'cl grnttnel fur the holelin~ hclit•s the loo;;c 
~tall'mc·nt,.; of patentahility is Riselott l.ol'o, \\'k~. , .. ~leclart. t:;i'\ U. S. (,'\, 
A da~s of c:t~l'S apt to he con fu,.;ecl with the dtaractcr of t•all·tttahlt· in
vention is that in which tlw means cmplnyt•el to the t•nel is the rc·sult of 
;;(·ll•rtion :mel 1-:•H>cl juclgnwnt. Tlw courts have lwlel this excellence of 
judgment ttnt to constitute im·l•tttiott. This is l'<ttti\'alt'nt only to holclittl-:" 
that this typl' nf nwans is unpall'ttlahh· for lack of invc·ntiott :mel is quite 
cliiTcrc•ttt fro•n holcling that no intangihle means can he paknll•cl. Heier
ence,.; tn particular cases arc :10tctl infra. Sec a further discussion in 
15 ).I ichigan Law l~ev. 66o. 
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INVENTIVE QUALITY. \Vc have already discussed inven
tion in respect to the creative clement which is necessary. But 
while nothing is patentable as invention which is not the re
sult of creation, not everything that has been created by a 
person is patentable. One may actually create something by 
the labor of his own mind so that, in respect to himself, it 
comes within all the definitions of itl\'ention. But the purpose 
of the patent laws is to promote the progress of science and 
the useful arts, not merely to reward mental effort as such . 

• 

Therefore nothing is patentable which is not "new." The fact 
that a production is new to the producer does not bring it 
"·ithin the statute; it must he new to the public, to the science 
and arts which the statutes intend to promote.ll3 

113 An interesting illustration of this proposition is found in New De
parture Bell Co. v. Bevin Bros. Mfg., Co., i3 Fed. 469. The patent in issu•! 
was for a bicycle bell. It had gone into wide usc, but the evidence in 
the case revealed that a \"cry similar mechanism had been described in 
an English ·patent for door-bells and call bells issued to one Bennett some 
fourteen years previous to that of the complainant. I£ this English 
mechanism had been utilized in this country, the court said, the fact 
that it had not been utilized for bicycle bells until complainant's patent 
would strongly have indicated the presence of ill\"ention. But, went on 
the court, "this argument ... is not applicable to the case at har. There 
is no reason to supJlOSe that Bennett or his bell was ever heard of hy any 
bell manufact•urer in this country until his patent was unearthed by a 
search for anticipating devices." "So well adapted is that mechanism 
to bicycle bells that it is almost inconceivable that it could have been 
known to bell makers here during the 14 years in which they were try
ing to improve such bells, and yet was not availed of. No doubt, Rock
well devised the striking mechanism set out in his patent independently, 
and with no knowledge of what Bennett had done; and, since that mechan
ism was better. adapted to meet the requirements of a bicycle bell than 
an_rtT1ing which rival manufacturers had 'uccceded in producing, it may 
be accepted as the fruit of an inventive concetltion, but its novelty is 
negatived by the British patent. The statutes authorize the granting of 
patents only for such inventions as ha\·e not been patented or described 
in any printed publication in this or any foreign country before the ap
plicant's embodiment of his own conception. It may he a hardship to 
meritorious inventors, who, at the expenditure of much time and thought, 
have hit upon some ingenious combination of mechanical devices, which, 
for aught they know, is entirely no\·el, to find that, in some remote time 
and place, some one else, of whom they never heard, ha' published to the 

• 
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This question of novelty does not come up at the time of 
~pplication and issue of a patent, except as prior knowledge 
il'; shown by other applications and already issued patents. 
These are all that is of record in the Patent Office. New ap
plications are compared with this record, and if anticipation 
is clear a patent may be refused. But the office can not go 
outside of this record to look for prior knowledge. The patent 
when issued indicates, therefore, nothing whatever as to the 
patentable novelty of the invention, except in respect to other 
patents issued in this country. Even in this respect it indi
cates but little since the benefit of the doubt is given to an . 
applicant when his device is at least superficially different from 
anything theretofore patented. 

Whether a production which is new to the creator himself 
is properly to be called "invention" need not be here discussed. 
It is possible that in correct definition, "invention" includes 
the element of no\·elty as to all human knowledge. If this he 
true, to speak of a new invention is redundant, and an inven
tion which is lacking in novelty is not an invention. But in 
ordinary parlance both of courts and of laymen, invention is 
applied to those productions which the producer thinks are 
new, whether they are actually of such novelty as to be 
patentable or not. The statute itself is either unreasonably re
dundant or else is framed upon this usage; it reads "one who 
has invented . . . any new . . . art, machine . . . not known 
or used by others." The reports are replete with references 
to "inventions" which are not patentable for lack of novelty.04 

The fact that a device can not be patented unless it is ne\\' 
to the public, being accepted, the question at once arises, in 
each case, whether the particular de,·ice is new or old. 

world, in a patent or a printed publication, a full description of the very 
combination over which they have been puzzling; hut in such cases the 
act, none the less, refuses them a patent." 

•H Reed v. Cutter, r Story 590. 2 Rohb. Pat. Cas. 81, Fed. Cas. No. 
11,6-tS; "Under our patent laws," says Judge Story. "No person, who is 
not at once the first, as well as the orig:nal, inventor, hy whom the in
vention has heen perfected and put into actual use, is entitled to a patent. 
A subsequent inventor, although an original inventor, is not entitled to 
any patent." Reckendorfer \'. Faber, 92 U. S. 347, 350. 

• 



Patents tllld lm•cnlions 

The great hulk of litigation under the patent l:nv has 
arisen out of this question. ln mere terminology the question 
sometimes takes the form of whether there is "novelty'' in the 
"im·ention," and sometimes whether the concept under con
sideration is reaily an "im·ention" or not. Properly speak
ing, whether it is "invention" should relate only to whether 
or not it is such a creation of the mind as comes within the 
legal meaning of ''im·ention.'' \Vhether it is so new to the 
public as to he patentable should come under the question of 
"noveltv." Nc\·crthelcss, hoth text-writers and ·courts often 

• 

1liscuss the matter of novelty of the idea as though it were 
a matter of "invention.'' In a sense this is logical and arises 
thus; the courts have consistently held that an allege1l in
ventor must he presumed, legally, to have had knowledge of 
everything similar to his own production, whether he actually 
had such knowledge or nut.11

'' This being the case, a produc
tion which is not new to the public is not new, in legal con
struction, even to the producer, and therefore can not be "in
\'ention" even as to him. It is absolutely impossible to allo
cate, upon a reasonable basis of distinction, those cases which 
say that a particular device is not patentable hecause it is "not 
Ill'\\'." anti those which ref usc patentability on the ground that 
it is "not im·ention'' because not sufficicntlv unlike contriv~ 

• 

ances already kno\\'n to society. Except for the form of ex-
pression used. ho~revcr, the inquiry is precisely th~ same in 
either class of cases, and the methods of solution arc sub
stantially identical. In this analysis therefore, the. issue will 
he considered, for the sake of simplicity and clarity, as one 
of inn·ntion or non-inventitJI1, on the principle that the alleged 
inventor is presumed to han: had knowledge of all existing 
il!uts and then·fnre a production which is not "new" could 
not ha\'e been created by the mind of the persfln subsequently 
claiming- it."'1 

'· 

11 " Daylight Gla,:s Mfg. Co. \'. Amt•rican Prismatic Glass Co., 142 Fed. 
454; Foot v. Silsby, 2 Blatch. :.?(jo, 268. 

•m The precision and extent of knowledge which will sul1icc to Jlrc
dude a production from being an im·cntion and the amount of proof of 
~uch knowledge which is nect•ssary art! discussed later. 
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It should 1Je repeated here. however, that there is a real dis
tinction between the act uf "invention" and certain other acts 
such as "discovery" ur "importatiun," and that the latter are 
not patentable howen~r "novel" they may be. It is only novel 
inventions that the patent statute protects, and therefore it 
seems more satisfactory to discuss the matter of novelty under 

• • 

the term "inHntion" than t11Hier "novelty." There is less -
chance for forg-etfulness that "nm·clty" alone is not suliicient. 

If the fact of invention depembl upon the mere visible form 
or manifestation of an art, machine, manufacture or com
position of matter. the inquiry as to whether a production were 
i1wention wouhl involve simply the determination of identity 
or non-identity of its ·form with the form of anything which 
had already existed. But i11vention, as interpreh~tl by the 
courts, requires a creation by mental act, a new idea as well 
as a new substantial ~.mt perceptible form. It follows there
iore that the substantial form of two devices may be prac
ticallv identical, vet the later one may he invention because it - . . 
involves a new concept, idea, principle, or whatsoe,·er it may 
l1e called. There is something new actually pre~ented to the 
public although tangibly embodied in an old form. Thus,. a 
de,·ice may he a new idea of means, because the purpose is 
new, although the physical means is old."7 

On the other hantl a device may l•e. in tangible form, eli f
fcrcnt from anything- which had ever cxi .. tcd, hut yet not be an 
invention because its production involved Ito nc·w co11ccpt or 
idea of means snfliciently different from that of the first de
dec to constitute invention.'17

• 'vVe shall discuss this latter 
condition first. 

• 

117 Such was the invention involved in Leroy v. Tatham, :!2 How." 132. 

The patent was snstainc1l althouv;h the aetna! tangihlc form of the :!::~·icc 
had existed in other usages before. Putts v. Creager, 155 U. S. 597. 
Sec also cases under new usc for old device. 

n;• The determination of this question is oLvi~'usly a mental conclusion; 
in a sense, it is a qncstion o£ fact. As a rule, however, it is nut ldt to 
jouries to <'.ctcrminc hut is decided by the court itself. Courts sitting in 
equitv, may, of course, decide questions of fact themselves, hut there is 

• • 

no lack o£ judicial statement to the effect that when the trial is at law the 
qne~tion should he submitted to the jury. Winans v. N. Y., etc. R. R. 

• 
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Assuming, then, ~hat the tangible form of a concept is un~ 
like any form already known, is the concept itself sufficiently 
di ffcrcnt from anything else to be an invention? The answer 
is not the ascertainment of a sensible fact; it is wholly a mental 
conclusion, deduced from the perceptible facts. 

\ Vhether this new idea, this novelty of concept, is present or 
not, depends upon all the circumstances of each particular case. 
There arc no rules for determining it. in the sense that there 
are rules for deciding issues in the common law. Such pre
cision as is necessary to a rule is precluded by the fact that in 
the nature of the subject no case can arise wherein the facts 
arc the same as those of a precedent case. 

In ordinary processes of society and of individuals, the es
sential circumstances are recurrently similar in many in
stances. A man buying a suit of clothes on credit from a de
partment store is very apt to do it under precisely the same 
overt circumstances as the ten or the hundred men preceding 
him have done. And, in consqucnce, it may fairly be said that, 
he and his salesman· had the same constructive intent in re
gard to the passing of title as did the buyers and sellers pre
ceding. Proceeding to wider analogies, it is not illogical to 
say that the huyer of clothes on credit has the sam~ presump
tive intent as to the passing of title as the buyer of furniture. 
Ther\! Js in all such cases a usual similarity of observable ex-

• 

tcrnal circumstances. It is possible, also, by a long line of de-
cisions to give to words that may be commonly used a perfect
ly definite legal meaning. 

But where patents arc concerned. the very nature of the 
subject itself precludes similarity, and consequently eliminates 
any possibility of definite standards. When a device whose 
patentability is asserted is physically like a preceding device; 
there is usually no case for the court. The fact of exact iden
tity, whkh is in such case apparent to any observer, obviates 
any pretense of invention. On the other hand, a mere visible 
difference between two devices does not ipso facto denote the 

Co., 21 How. 88, "There was in fact but one question to be decided by 
the court, viz.: the construction of the patent; the question of novelty 
being the fact to be passed on by the jury." Jackson v. Allen, 120 Mass. 64 . 

• 
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presence of invention. \Vhether it does actually denote inven
tion is the issue to he decided. Broadly speaking, this issue, 
and others of the patent law, can not ht> determined by a mere 
comparison of those facts which are cognizable by the senses. 
The decision must come from the operation of the mind upon 
these observed facts. -It is the conclusion of the particular 
judge, in each case, whether the alleged invention is really a 
new creation or merely a natural and normal modification of 
existing ideas. · 

Sometimes where the observed facts are essentially the same 
in many instances, the operation of a normal mind upon them 
will produce the same conclusion that precedit•g normal minds 
reached. Consequently, the conclusion which other minds 
have arrived at, from approximately the same external facts 
which now face a judge, may properly he con-.;idered by him in 
reaching his own judicial conclusion. So it is possible to com
pile a line of court decisions whose weight is of controlling 
influence in a later case where a judicial conclusion is to be 
reached upon facts that are essentially siti1ilar to those in the 
collected precedents. . 

But in patent law there can not he this requisite similarity 
of external facts. The facts appreciable by the senses are the 
concrete, and usually material, elements of the concept. Al
ways they must be essentially <liiTerent from the elements of 
the devices which have preceded them or there is no case at 
all. The abstract similarity or dissimilarity of the \vhole to 
something else, the legal likeness or difference, is purely a 
conclusion of the mind from these always variant external 
stimuli. As the visible, sensible, facts are always different it 
follows that the ~onclnsion of anothl!r mind in another case 
can furnish no logical influence upon the decision to be made 
and it is not only impossible to lay down rules for decision, as 
in other branches of the law, but absurd to try.68 As Mr. 
Justice Story said long ago,00 "The doctrine of patents may 
truly he said to constitute the metaphysics of the law." 

0 " Marshall v. Wirt, 232 Fed. UoJ, each decision is a question of fact, and 
stands on its own bottom. 

r.9 Barrett v. Hall, I Mason 447. 471. 

• 

• 

• 
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.fO f'atculs and ln<'Cillions 

To some ~I ight ad vantage, ho\\'ever, decisicms in regard to 
the presence or ahsence of invention can he groupetl according 
to the particular tangible fcatt1re \\'hich distinguishes the de
vice involved from other devices. :\ nd to the extent that the 
judicialupiniuns repeatedly refer to some characteristk circum
stance as strongly indicating inventitm, or as ncgati\'ing it, it 
can be hroadlv laid du\\'11 as a rule. though not an invariable 

• • 
one. that the presence of such feature indicates invention, or 
other\\'ise. It ma\' be said, ho\\'cver, that these "rules" have 

• 

heen customarily restricted to the ucgative position that such 
ur such a feature does nut indicate im·entiun. 

The great disad\·antage of thus attempting to group decis
ions into even the least forceful or oblig-atory of "rules" is 
that it tends to perpetuate the pernicious idea that certain con
cepts can not intrinsically be invention, regardless of their 
novcltv. \Vc have seen that some things which arc novel, 

• 

such as discoveries ami importations, arc not inventions, and 
can i10t he patentable, as such, but that is because those things 
are not creations of the mind. )'his proposition seems to con
fuse itself at times with the so called rules that certain char-

• 

acteristics do n•Jt usually denote suAlcient mental genius to he 
worth the name of invention. and the result is the anomalous 
and vicious proposition that certain characteristic mental con
Cl'pts can 110i he properly called inventions. Thus it is one 
thing to say that the aggregation into a unit of static cle
ments (e.g. the placing- of an eraser in one end of a wooden 
sheathed lead pencil) is not usually the product of inventive 
g<?nil!s anti is therefore 1111t usually invention. Hut it is quite 
another thing- to say that such ag-greg-ation docs not ever indi
cate inventi\'e gl~nil!s, and, as a matter of law, can 11ot he 
invention. Thi~ latter idea is found in the decisions much less 
oiten than it used to be, lmt it is sometimes found, most oh
noxiously. in the Patent Ollicc itscl f. ami among young prac
titioners. trained bv text-hooks and lectures in which it has • 
been laid down as a real rule, that certain mental creations, 
such as the concept of a particular aggregation, or of a suh
stituted material. call not he considered as inventions. lt is 
therefore repeated most emphatically that the cases here 



• 

' 

• 

g-roupccl clo not stand for rules that rcrtain ronccpts arc not 
invention, hut only illustrate concepts whirh cuurts hm·e sail!, 
in· a mtmher of particular and striking- instunces, clid not iu 
1/zost• cases reveal invention. 

The mtmher of these groups or rules depends upun the 
jurlg-mcnt of the particular classifier. One text-hook of cnn-
siderahle note'" refers to tweh-e rules, ani,thcr71 tn thirtv-two . 

• 

The difference lies in the number of instances which each 
author considered necessary hefnre a rule cnttl«l he dc«lttce«l. 
Of the thirty-two "rules'' of Hopkins' text, some arc cl\.·«luce«l 
a~ rules from the existence of hut a single decision in which the 
particular distinguishing. feature was held not to indicate in
vention. The only authority apparently needed for citi11g such a 
decision as a "rule" is, to sonic mit1ds, the fact that a court has 
declared as its own g-eneralization that the jmrtictilar feature 
involved docs not constitute im·ention. If the mere statement 

• 

of the court that a particular feature never inilicates, or gen
erally cannot indicate, invention, may he taken as a "rule'', 
the number of ruks possihle ·is naturally greater than if they 
he deduced from a : cimsistcncy of actual decisioiis. Only· the 
more generally accepted "rules" will he gh•cn l)erc. · 

B.rccllcucc of 'tc•orlmumslzip has heen held· not to denote 
sufficient mental creation to constitute invention. · Therefore 
a particular manufacture, as such, is -not patentably distin
guished from others of the same type merely hecausc it is bet
ter made. The art of making it, or the ltiachincry hy which 
it is made might he patented under proper· circumstitnces, hut' 
the manufacture itself, if considered apart from the way it is· 
ma«le is not patentable. It mig-ht he said, that the fact of bet
ter workmanship is notin it~elf patentable.'~ But it is not im-

7" Walker. 
• 

7 t HoJikins. 
7 ~ Risdon Locomoth·c \Vks. v. 1\fedart, 15X ll. S. (k't, 8o. "In short this 

is a patent only for superior workmanship, and within all the authnt·itil'S 
is invalid. This court has repeatedly stake! that all imprO\'('Illcnt is not 
invention. If a certain de\'icc clitTers from what prccl:des it only in su-· 

• • 

pcriurity of finish or in ~,:n·ater accuracy of detail, it is but the carn·in).{ 
forwar,\ of an old idea and clues not amount to invention. ThtL-;, if it 

• 

has IJecn customary to makl! an article of unpolished metal, it docs nut 

• 

• 

• 

• 

• 

• 
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possible that the fact of better workmanship migl!t come from 
some underlying idea that is itself ail invention. 

Clu:mge arising from. the use of better or more desirable ma-. 
tcria/s is not normally treated as showing invention. Tints in 
Hicks v. Kelsey,73 the validity of a patent for a particular form 
uf "wagon reach," (the shaft connecting the front and rear 
axles of a wagon), was in question. Ordinarily this shaft is 
curved in such a way as to allow the front wheel to pass under 
it when cramped for a turn.· Before the patentee's change, 
reaches had been made of wood with a strap, or straps, of iron 
fastened along either side of the curved part. The patentee 
conceived the idea of omitting the wood at the curve and bolt
ing the iron straps together. By this means the shaft became · 
less bulky at the cnrve though in all other respects and pur
poses it remained the same. The court held the patent invalid, 
saying, "T~e question is whether the mer~ change of material 
-making the curve of iron instead of wood and iron was a 
sufficient change to constitute invention; the purpose being the 
same, the means of accomplishing it being the same, and the 
form of the reach and mode of operation being the same. Jt 

0 0 

is certainly difficult to bring the case within any recognized 
rule of novelty by which the patent can be sustained. The use 
of one material instead of another in constructing a known 

involve invention to polish it. If a telescope has been made with a 
certain degree of ilower, it involves no invention to make one which dif
fers from the other only in its having greater power. If boards had 
heretofore been planed by hand, a board better planed by machinery 
would not be patentable, although in all these cases the machinery itscl f 
would be patentable." (It should be noted, however, that a manufacture is 

• 
often identified not by its physical appearance but by its method of manu-
facture). International Tooth Crown Co. v. Gaylord, I.JO U. S. 55, 64. 
"It is hardly necessary to say that it is no invention, within the meaning 

0 

of the law, to perform with increased speed a series of surgh:al oper-
ations old in themselves, and in the order in which they were before per
formed. With what celerity these successive operations shall be per
formed depends entirely upon the judgment and skill of the operator, and 
does not involve any question of novelty which would 'entitle him to a 

• 

patent therefor." Smith v. Nichols, 21 Wall. 112, II!); Edison v. Ameri-
can Mutoscopc Co., 114 Fed. 926, 935· 

73 J8 Wall. 670 . 

• 

0 

• 

• 

0 
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machine is, in most cases, so obviously a matter of mere me
chanical judgment, and not .of invention, that it cannot be 
called an invention, unless some new and useful result, an in-

• 

crease of efficiency, or a decided saving in the operation, is 
clearly attained. Some evidence was given to show that the 
wagon-reach of the plaintiff is 'a better reach, requiring less 
repair, and having greater sol"idity than the wooden reach. 
But it is not sufficient to bring the case out of the category of 
more or less excellence of construction. The machine is the 
same. Axe-helves made of hickory may be more durable and 
more cheap in the end than those made of beech or pine, but 
the first application of hickory to the purpose would not be, 
therefore, patentablc."74 

· 

Mere c1llargcment has been held not to indicate the mental 
creation necessary to invention.75 

HIt should he noted that express exception is made if by the sub
stitution of materials ".some new and useful result" is produced. Hotch
kiss v. Greenwood, 11 How. 248. In this case it was urged that it should 
have been left to the jury to say whether or not the change of materials 
amounted to invention, but the court held as a matter of law that if the 
change required no more skill than .was required by an ordinary mechanic 
there was no invention involved in making it. "The difference is formal, 

. and destitute of ingenuity or invention. It m;,.y afford evidence of judg
ment and skill in the selection and adaptation of the materials in the 
manufacture of the instrument for the purposes intended, but nothing 
more." New York Belting & .l?. Co. v. Sierer, 149 Fed. 756; Crouch v. 
Roemer, IOJ U. S. 797; Guidet v. Brooklyn, 105 U. S. 550; Cf. Smith v. 
Goodyear Dental Vulcanite Cp., 93 U. S. 486. 

75 Phillips v. Page, 24 How. 164; Planing Machine Co. v. Keith, 101 

U. S. 479; "The appellant contends that the Anson machine fails to he 
an anticipation of the Woodbury invention, because, as they say, it has no 
solid bed. It plainly ha!t, however, a solid bed, adequate for the pur
poses for which the machine was intended and uscd,-for cutting, and 
planing light material, sash, and blinds, and the bed is sufficiently solid 
for such uses. It may be admitted it would be too weak for general 
planing work upon boards or plank. It is comparatively a small machine. 
It would not cease to be the same machine, in principle, if any one or 
all of its constituents were enlarged or strengthened, so that it might 
perform heavier work. True, the hrd is divided by a slit running long
itudinally from one end to the other; hut the two parts arc arranged so 
as to constitute one bed, and is is not prrccived why, if enlarged, it 
would not answer all the purposes of the \Voodbury mach:ne. :\lere en-

• 

-

• 
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:llcrc dutficalion of /'arts has not normally sho\\'n inn~n
tion. In one casc'n involving a p~itcnt for the combination, in 
a tobacco ntrer, of l\\'o sets of fumaccs oi dil'ferenl capacitit:s 
the court said, ··nut smclv there can he no im·cntion in this! 

• 

\Vhcre nne sto\·c is found to he unequal to the heating of a 
roDlll, to put another beside it, even thuugh smaller, requires 
no invention. An< I if at the time of the issue of plaintil'f's 
patent there was in usc for curing tobacco, or anything elsL·, 
single f umaces. with tlues entering a common llue \\'ith a n·
tum llue to the chinnll'y, it is not a patentable combination to 
put two fumaces side by side to accomplish the same purpose, 
e\·en though one be smaller than the other. The plaintiff's 
rom bin at ion produces no nc\\' rcsu It. It works in no < 1 iff L'ren t 
manner. 1 t is a mere colorable variation from the old method 
of )Jttilding furnaces. requiretl no exercise nf the inventi,·e 
faculty, an<l is not patentable. "H 

But this rule like all the others is not absolute: it docs not 

largcment is not invention. The simplest mechanic can make such a 
llll)(lilication. \Voculhnry's Jlall·nt claims no particular form of a ht:tl. 
It dm:s not n·quire the llctllo he of any sta•ciliccl thickness, or constructed 
iu one pit·cc. Its purpose is to furnish a linn and unyiclclin~ SUJlport to 
tlw material when passing- unclcr the cutter, and that may he done as . 
well hy eon,tructin;.: the hccl of two parts as of one. An anvil cumtu>secl 
of I wo pieces is nut th1• lc,; an anvil, a solid hlock to resist the blows of 
a hammtT, A solicl foundation of a house may be compo~ed of morl' than 
IIIH' stollt'. \\'c cannot hut thi11k this ohjl·ction to the Anson machine as 
an anticipating ckvicc is cntitlccl tu no weight." Am. J{o:ul r-.tachinc Co . 

• 
\', l'cn11nrk & Co., 164 U. S. ;::6; Anwrican \Veil \Vorks v. Austin .Mfg. 
Co .. <JR Ft•cl. 1)')2. dictum. 

'":\I illner v. Voss & Co., 4 Hughes 2(j.f. 

" In Dunhar v. ::\lycrs, 9·1 U. S. I87, it was held that the llsl.", on a 
circular saw, .,f two dcflccling pl,ltt·s was not im·t•ntion because of the 
fact that the m;c of one hacl !on;.: hl'l'll known. "(;rant that 2 such plates 
arc in l'l'rtain ca,cs ht•ttcr than one \lSctl alone, still the question arises 
whl'lhcr it im·oln·s any inVl'ntinn to add the sccnncl plate to a machine al
rt·acly constructed with one plate. llcyoml doubt, cvt•ry operator who 
ha•l usccl a machine having om· deflectin;.: plate knl'W full wl'll what the 
function was that the dcllecting plate was cksigned h~ accomplish, an<J 
the n·asons for placing it at the side of the saw arc obvious to the un
rlcrstancling ,,f every one who c\'cr witnessed the operation of a circu
lar saw. Ordinary mechanics know how to usc holt~. rivl'ls, ancl ~crews, 

ami it is obvious that any one knowing· lww to usc such devices woulcl 
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mean that duplication can not he the result of im·ention.;s In 
one case where the de\"icc was actually only a duplication of 
existing- 11nes the court held the patent cm·cring it to l1e \"alid, 
saying.;u "It is contended the changes made hy Firm were 
merely mechanical. and that in reality he hut took the presses 
which he found standing siclc hy side, and banked them one 
upon another, that the chang-e im·oh·ed was mere reconstruc
tion, rearrang-cmL·nt, duplication. .It is to be noted, howeYer, 
that printing-press construction is mechanically a highly
deYcluped industry. The complex and intricate details of these 
g-reat pn·sscs: the calls upon them fur speed, strength, and 
product: the constant demand upon hnilders ior improyement: 
and the keen riYalry existing among surh huilders and the 
users of the presses, arc factors whirh brought the art to 
this high mechanical standanl. Till' y{:ry fact that, with all 
these st inmlat ing c• msi• lerat i• ms, insuring the n11 •st rapid strides 
in mechanical ad\"ance, no such step as Firm's was taken in 
duplex presses, shows that Finn's chang-e was not in the line 
of mechanical progress, llllt in the original, in\"Cnti\·c sphere. 
(;ranted the chang·e wnsistcd in banking one press upon an
other, yet the 1\\"( •, when so rom hi ned, and in their new relation, 

• 

so co-artcd as tu clispL'IISe with ang·)e-hars, with a weh-de-

know how to arrange a •kllecting plate at nne side of a circular saw 
which had surh a <ll"l'icc ]lroperly arrangl·•l on the other si•lt·, it being 
conn·•kcl that both <lefkrting plate-; are l"on;;tntcl<'<l and arrangt•<l pre· 
cisely alike, exl'l'Jlt that one i-; plac<"<l on ont· sicle of the saw ;ttul the other 
on the "Pfl""ite si•lc. Both arc attaclll'cl to the frame in the same man· 
tll'r; nor is it slwwn. l'ither in the Sfll'rification ur <Ira wings, that then· 
is ;mything- pccnliar in the means employe<! for arranging the cleflt·cting 
plates at th .. sitles of the saw, or in attaching thl' sanw to thl' framl', 
Both arc alike. l'XI'l'Jlt that tlw oull'r l'tHI of till' one on the same side as 
the strengtht•ning plait' prnjt·ct' farth~r fro>m the ~aw than the inner !'ntl, 
and that the other is rather smaller in diameter, an•l that tlw t•tttls pro
ject about an l'IIUal distance from the saw." Slawson \'. c;raml St. 1<. 1<. 
Co., 107 U. S. 6~1); Ferguson \', l~oos ~I fg-, Co., 71 F•·•l. .JI(•; New De· 
partnn· Ball Co. v. llel'in llws. ~I fg. Co .. 7.1 Fl·cl. 4tic1. 

;, Duplication may constitnt<' in\'ention, Parker \". Hulnw. 1 Fi,;lt, Pat. 
Cases 44 Fe<l. Cas. !'\o. 107~0. 

;v Goss l'rinting Pre% Cn. \". Senti, 108 Ft·cl. 2.'i.~. 25'). 

• 
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tkctecl course, and made possible a straig-ht-line duplex press. 
:\ single straig·ht-line press in itsd i was no novelty, so far as 
the straight-line printing of an indi,·idnal weh is concernetl: 
hut. when the protlnl't oi two such prcsst·s were united, it was 
only through anglc-har ag-l·ncy. Firm's tlcvicc, hy placing- the 
tw" in new relations. eliminated the angle-har, did away with 
the tang·t·nt-turning wehs, and thus secured \'aluahle results. 
The test in such cases is not whether duplication exists, hut 
whether duplication produces, not mere duplication of pro
duct or iunction, hut a Ill'\\' unitan·, additional result, awl not 

• 

the mere ag-gn·gate of prior, separate mechanism. The mere 
clcm~nts oi the combination arc immaterial. In their indi\'id
ual relations they may he oltl, may he inerc duplicates; hut the 
test is not the character of the cnmhining clements, hut the 
result tlowing irom their heing- cnmhinccl." Duplication pro
clueing a Ill'\\' and a useful result, as it was here produced, may 
he patentable. It renders useful what \\'as pre\'iously useless . 

• ·lggr.·galion. :\lercly tn g-ather static clements into juxta
position with each other has ht•cn hcltl not to indicate invention. 
:\ case often cited upon this point is that of Reckcndorfer \', 
Faber.".. The patent in this case \\'as for the no\\' common 
\\'noden sheathed lead pencil, ha\'ing an eraser somewhat 
larger in diameter than the ll·ad. set into a cylindrical hole 
in one en<!. The court, three justices dissenting. held the 
t,atent to he invalid, saying, "The cnmhinatinn, to he patenta
ble. must produce a tlitTerent force or effect, or result in the 
wmhincd forces or processes, from that gi\'en hy their sepa
rate parts. There must he a new result produced hy their 
union: if not so, it is only an aggregation of separate cle
ments. An instance and an illustration arc fount! in the <lis-

• 

cm·ery. that, hy the usc of sulphur mixed with india-rubber, 
the rnhher could he n:lcanized. and that without this agent 
the rubber could not he vttlcanizccl. The combination of the 

•" ').! U. S. 34i· It has always Sl'erned to the writer that this case w:.~ 
wrongly d~cidcd that the mllocation into nnt· instrument of these \'arinus 
clements shnwc:d m•1ch mort• im·t·ntin• genius than many another collection 
nf inh'racting dements which has been upheld as in\'ention. The whole 
tenor of the case suggl·sts the \'isinn theory, heretofore referred to, that 
certain concepts, such as aggregation, can not be co1•sidered im·ention . 

• 

• 
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• 

two produced a result or an article entirely different from that 
before in usc. Another illustration may be found in the frame 
in a saw-mill which advances the log regularly to meet the 
saw, and the saw which saws the log; the two co-operate and 
rore simultaneous in carrying on a continuous sawing. A stem
winding watch-key is another instance. The office of the stem 
is to hold the watch, or hang the chain to the watch: the office 
of the key is to wind it. When the stem is made the key, the 
joint duty of holding the chain and winding the watch is per
formed by the same instrument. A double effect is produced 
or a double duty performed hy the combined result. In these 
and numerous like cases the parts co-operate in producing the 
tina! effect sometimes simultaneously, sometimes successively. 
The result comes from the combined effect of the several parts, 
uot simply from the separate action of each, and is, therefore, 
patentable. In the case we are considering, the parts claimed 
to make a combination are distinct and disconnected. Not 
only is there no new result, but no joint operation. \Vhen the 
lead is used, it performs the same operation and in the same 
manner as it would do if there were no rubber at the other 
end of the pencil; when the rubber is used, it is in the same 
manner and performs the same duty as if the lead were not in 
the same pencil. A pencil is laid down and a rubber is taken 
up, the one to write, the other to erase: a pencil is turned over 
to erase with, or an eraser is turned over to write with. The 
principle is the same in both instances. It may he more con
venient to have the two instnunents on one rod than on two. 
There may be a security against the absence of the tools of an 
artist or mechanic from the fact, that, the greater the number, 
the greater the danger of Joss. It may be more cotl\'enient to 
turn over the different ends of the same stick than to lay down 
one stick and take up another. This, however, is not itl\'en
tion within the patent law, as the authorities cited fully show. 
There is no relation between the instruments in the perform
ance of their se\·eral functions. and no reciprocal action, no 
parts used in common. " 81 

~• Ace. Thacker Heating Co. \', Burtis, 121 U. S. 286. Here the patentee 
had combined a fuel reservoir which was well known with a particular 

• 
• 

• 



• 

Palcnls and Im•CIIIions 
• 

But, after all, practically every device invoh·es juxtapositilin 
of clements. ;\ machine is an aggregation of' wheels, shafts, 
lc\·crs, etc. A patentable wash hoard is a juxtaposition of 
wo()(l ai1d zinc parts; and so the list might nm unendingly. 
The statement that juxtaposition docs not constitute invention 
is therefore only possible of those groupings in which, as in 
'the Rccl.;:cndtirfcr pencil, each clement remains individual, in 
proxiniity and connection with other clements which also re
tain their identity. This is called ag·gregatiun, as distinct from 
tho~c coml1inations of clements which form a patentahic de
vice.'~ The distinction is often expressed by saying·, as in the 
Reckct1dorfcr case, "The coti1hination to he patentable must 
produce a different force or etTcct, or result in the comhine1l 
forces or processes. from that given by their separate parts. 
There must he a new result pro,lm:ed hy their union; if not so, 
it is only :u1 aggregation of separate clements." The same 
idea i~ expressed in llailes v. Van \Vormcr,"1 where the cottrt 
says: ''It must he conceded that a new combination, if it pro
duces tiew and uscf nl results, is patentable, though all the con-

• • 

stituents of the combination were well known and in common 
• • 

usc· before the combination was matle. But the results must 
• • 

he a product of the combination, and not a mere aggregate of 
sc\·eral results each the complete pro1luct of one of the com
hi ned clements. Combined results arc not necessarily a novel 
result, nor arc they an old result obtained in a new and im
proved manner. :l\r erely bringing old devices into juxtaposi
form of stovt• which was also well known. They had not, however, been 
ust·d togdher before. The court held the patent void hccanst• invention 
\\·as ahsent. The cnnfnsc,J reasoning of this case is an illustration of the 

• 

ditlicultics encotmtt•red in t•xplaining absence of ill\'cntion by some rule 
of thumh. 

llailes v. Van \Vormcr, :.'0 \Vall. 353, Stephenson v. Brooklyn Cross
Town Ry. Co., 114 U. S. J41), Pickering v. }.JcCnllough, 104 U. S. 310, 

• 

Palmer v. Corning, 15(• U. S. 3-12· Hichanls v. Chase Ele\•ator Co., 159 
U. S. -177. Crinnt:ll \Vashing-~lachinc Co. v. E. E. John>nn Co., 24i' U. S. 
42fi, National Tnbe v. Aiken, 163 Fed. 25-1, James Spear Stove Co. v. 
KcJq~y II eating Co., 15H Fed. ll22; Fort Pitt ~upply Co. v. Ireland & 
Mattlwws ;\lfg. Co., 2,~2 F!'cl. R71. 

· '"Loom Co. v. I Iiggins, 105 U. S. 5~0. 

•a 20 Wall. 353· 
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tion, and there allowing each to work out its own ciT ect with
out the production uf something novel, is not in\·ention. ?\o 
one by bringing together se\·eral old devices without produc
ing a new ·and useful result the joint product of the clements of 
the comhination an<l something more than an aggregate of old 
results, can acquire a right tl.) pre\'ent others from using the 
same devices, either singly or in other comhinations, or, even 
if a new an<l useful result is obtained, can pre\'ent others irom 
using some of the devices, omitting others, in comhination." 

The real difficulty is in determining just when the juxta-
• 

position of parts does produce a cooperati\'c result such that 
the presence of itwention is not prima fade absent. If the 
parts actively co-operate sn that there is mutual or reciprocal 
action and interaction of some kind, the device is then ipso 
facto a combination instead of aggregation and has possibili
ties of patentahility.k~ 

But while this is the thought frequently expressed, it is a 

84 Pickering v. McCullough, 104 U. S. 310, 318. "In Nimmo's appara
tus, it is I•erfl•ctly clear that all the elements uf the combination arc old, 
and that each operates only in the oiU way. Beyond the !'eparate and 
well-known results produced hy them severally, no one of them con
tributes to the combined result any itcw feature: no one of them adds to 
the combination anything more than its separate independent effect; no 
one of them gives any additional elliciency to the others, or changes in 
:my way the mode or result of its action. In a Jlatentahle combination 
of old elements, all the constituents must so enter into it as that each 
qualifies every other; to draw an illustration from another branch of the 
law, they must he joint tenants of the domain of the invention, sdzcd 

• 

each of every part prr .lllj' 1'1 prr tout, and not mere tenants in common, 
with separate interests and estates. It must form either a new machine 
of a distinct character and function, or produce a result due to the joint 
and co-oi•crating action of all the elements, and which is not the mere 
adding together of separate contributions. Otherwise it is only .a me
chanical juxtaposition, and not a vital unim:. In the case of this appara
tus the 111oUid was known, and a rib or former was known, and their 
usc in comhination· was known. Salvetat described a rib, so arranged 
that, after it had Jlerforme.l its function in shaping the interior of the 
vessel, it cnuld be. withdrawn, through the top of the vessel, so as not to 

• 
produce injury hy striking against its side. This rib Nimmo substituted 
for the old one in the same combination. And this is the whole of the 
invention. Upon the principle stated, there is no invention in it." 

• 
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fact that mere static juxtaposition has been held so to co-oper
ate in proclucing a new result as to be indicative of invention, 
and therefore patentable. In Hailes v. Van \Vormer, just 
quote1l from, the court assumed the validity of a patent cov
ering the simple juxtaposition in a sto\'e of a fire-pot, coal 
magazine, re\'ertible flues, etc., all of which by themselves were 
old, but had never been so grouped together. In the case of 
The Barbed \ Vire Patent"5 the court sustained the patent, 
which was directly attacked, despite the fact that the device 
was nothing more than the collocation aggregation, in its 
non-technical sense of fence wires twisted together and a 
short transverse wire coiled at its central portion about one of 
the twisted strands, so that its ends would project theref.rom 
to form the we11 known barb. The court called it a combina
tion, without discussing its differentiation from unpatentable 
aggregation. 86 

Combination. The word "combination" ordinarily means 
any grouping of parts, as for instance, the combining of parts 
of a stove into one whole or the placing together of wheels, 
shafts, etc., in combination to form a single machine. It is 
so used generally in the patent law, and in this seme we have 
just discussed it. Bm it has also a technical use in patent Jaw. 
In this technical sense "combination" is used of a colJection or 
arrangement of parts which do not themselves entirely sub
merge their identity in the new device. In a machine, for in
stance, the identity of the individual wheels and other parts is 
tntirely lost; they go to make up the machine which is itself 

• 

looked upon as the only entity. The well known Seldon pat-
ent,"7 however, is an illustration of a "combination" in the 
technical usage. It covered the collection in an automobile, of 
engine, driving mechanism, and carriage. While these parts 
all went to make up the whole, yet their.individual identity was 
not lost as in the case of the parts of a single machine. 88 Out 

~ 5 143 u. s. 275· 
80 Juxtaposition of old elements in a rubber tire held invention, Dia-

• 
rnond Rubber Tire Co. v. Consolidated R. T. Co., 220 U. S. 428; Rubber 
Tire Co. v. Goodyear Co., 232 U. S. 413. 

s7 Col. 1\iotor Car Co. v. Duerr, 184 Fed. 893. 
88 Gould v. Rees, 15 Wall. 187. Barrett v. Hall, 1 Mason 447, 474 . 

• 
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of this use of combination grow such rules as that "the sub
stitution of equivalents is not such invention· as will sustain a 
patent,"89 and others having to do especially with changes in 
a combination.110 The fact that the combination consists of old • 

and well known elements does not necessarily deprive it of 
• 

patentability. 01 

Mere change of form. Another holding, frequently ex
pressed as a rule, is that mere change of form does not con
~titute invention. The difficulty with this as a "rule" is that 
it is even more indefinite than the generalities just discussed. 
It leaves still open the question, what is mere change of form. 
Practically all invention involves change of form in· some 
way, if only the change, for instance, from bulk steel to that 
of a finished tool. Even if the rule be confined to change of 
t:hysical appearance without change of use or purpose there is 

· conflict. In harmony with the "rule" are such cases as Glue 
Co. v. Upton.02 Here the invention alleged was that "of glue 
comminuted to small particles of practically uniform size, as 
distinguished from the glue in angular flakes hitherto known." 
It was claimed for this form of glue, which was called "instan
taneous and comminuted glue," that less preparation for use 
was required, that it could he more readily put up in packages 
as there were no large sharp edged Hakes to cut the container, 
and that it had a more pleasing appearance. "It thus appears," 
said the court, "that the invention claimed is not any new 
wmLination of ingredients, creating a different product, or 
any new mechanical means by which a desirable change in the 
form of a common article of commerce is obtained; but it con
sists only of the ordinary flake glue reduced to small particles 
by mechanical division. The ad\·antages from such division 
consist in its more ready and rapid solution, its greater con-

~~~ Smith v. Nichols, 21 Wall. u2. 

!Hl Burt v. E\"ory, 133 U. S. 3-49, McClain v. Ortmeyer, 1.p U. S. 419. 
~Ioody v. Fiske, 2 Mason 112. 

111 Loom Co. v. Higgins, 105 U. S. 58o, Expanrled Metal Co. v. Brad
ford, 2q U. S 366; Rubber Tjre C~ v. Goodyear Co., 232 U. S. 413; Seim 
v. Hurd, 232 U. S. 420. Hay v. Heath Cycle Co., 71 Fed. 411, Steiner v. 
Voegtly Hardware Co., 178 Fed. 831. 
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venicnce for liacking and retailing, an.l its whiter appearance 
and enhanced salahleness. The \\'hole claim is to an old article 
of commerce in a state u f mechanical division greater than 
previuusiy used, hut unchanged in collliH>sitiun and proper
tics; and the benefits arising from the increased dh~ision arc 
~uch as ap1>crtain !o every soluble suhstam·c \\'hen divided into 
minute particles. 1\ distinction must he ohserred bet \\'een a 
new article of commerce a111l a new article which, as such, is 
patentable. 1\ny change in f, •rm from a prc\·iuus coiHiition 
may rendl·r the article lll'\\' in commerce: as powdered sugar is 
a different article in cotnmerce from loaf sugar, ami g·routHI 
coffee is a diiTerent articl_. in connnercc from coffee in the 
berry. Uut to render till' article new in the sense of the patent 
law. it ·must he more or less enicacious, or possess new prop
crt ies hy a combination \\'ith other ingredil·nts: not from a 
mere change of form pr()(lnced hy a mechanical division. "!o:: 

The itll'xactncss of stating the result of such holding·s as :t 
rttlt' is. howe\·er. sho\\'n br the case of \Vinans v. l>enme:ul.n' 

• 
This concerned the ,·alidity of a patent for a h(l(ly fur railroad 
f reig·ht cars. The bodies in use he fore the patent had been 
H·l'tang·ular. Transpor!ation of such freight as coal and ore in 
thesl' cars can sed a great latL·ral pressure npon the hody of the 
car and a consequent tendency to distortion. To "'·ercome 
this, so much bracing and stiffening was ncl'cssary that the 
cars were cap:thle of transporting a load of not more than 
1 heir own weight. The paten tee had concei n~d the idea o i 
building the hocly in the form oi a frustrum of a cone, in
verted. This so far did away wirh the teJHiency to distortion 

n:c King- v. Gallurn, IOIJ U. S. (II). Validity was dt•nied to a patent for till· 
idt•a of putting plastering hair into smaller hales than h;ul hetn ht•rrto
fcore known. The cnurt tlid not refer to "change of form" at all. The 
Patent Art of Fch. 21, li/)3, *2, provided ~pecifically, "It is hrn·hy enacted 
and declared, that simply changing- the form or propositions of any ma
chint•, or composition of matter in any tkgrre, shall not J,e tll'l'llll'ol a 
discovery." Belding hi fg. Co. v. Corn l'lantt·r Cn., 152 U. S. 100. I "well 
v. Lewis, I 1\-la~on 1~2. 1R9; "I say substantially the same irl\'cntion, loe
t•ause a mere change of form or proportions cof any machine o.:annot, foo·r 

sr, hr deemed a new irll"ention." 
!14 15 Huw. 330 . 

• 
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as to permit elimination of a great deal of lateral bracing. 
The cars could, in consequence, carry a load of considerably 
more than their own weight, :ui1l they had other advantages 
over the ohl rectangular ones. In its decision the court rec
,,gnizcll that ''under our law a patent can not he granted 
merely for a change of form." Dttt it hcl1l that the production 
ll f the patentee in\'ol vcd more than a change of f urm a111l was, 
in fact. a11 im·cntion. The reasoning hy which the decision is 
1 cachl'll is, at kast, nut quite logically dear. on account of the 
asstllned necessity for holding that the change from a rec
tangular container to a conical one was nut merely a change 
c£ form. The truth is. it 7~·as mereh· a change of form, hut it 

.. ! ·-

required, acconling to the decision. the mental act of invention 
to conceh-e of that change. 

Application of old dc·<'icc to I!C'<l' purpose. It often occurs 
that patentability is claimed for an im·ention. e\'cn when the 
substantial embodiment of the means concci\'ed docs not differ 

• 

at all, in form. from other known cmhn1liments of means. 
The quality of in\'cntion is alleged to lie in the conception of 
using surh ·known substantial means for a new purpose; to 
accomplish sume result not before reached hy that means. 

Just wllL'n this application of an old and known device to the 
;1ccomplishment of an end for which it has not before been 
used amounts to invention, is a question which has greatly 
troul,Jc,l the courts. They arc reasonably agreed that if the 
tic\y usc is ''analogous'' to the old one, no itH'cntiun is in\'olvcd, 
Lut that there may he in\'cntion in the application of an old 
device to a new and ''non-analogous" encl. The issue there~ 
fore, when the us~ only is chang-ed and not the device, is 
whether the purpose or usc is so like the knowti usc that no 
invcnti\'e g-enius was required for its conception. One of the 
clearest cases of ''analogous" usc is that considered in Penn
syh·ania l~y. Co. v. Locomotive, etc. Co.H:; I [ere the patentee 
claimed to have invented the usc of a certain swivel truck, 
which allowed a slight amount nf lateral motion, under rail
ro:ul engines. Exactly the same form uf truck, which was well 

~~~ 110 u. s. 490· 

' 
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known. had alreadv been used under railroad cars. for the 
• 

same purpose, hut it had never been placed under an engine 
until the patentee conceived the idea. The patent was held in
valid on the ground that its subject matter had required no 
invention. The court said, "It is settled by many decisions of 
this court, which it is unnecessary to quote from or refer to 

• 

in detail, that the application of an old process or machine to 
a similar or analogous subject, with no change in the manner 
of application, and no result substantially distinct in its na
ture, will not sustain a patent, even if the new form of result 
l1as not before been contemplated." 

In Grant v. \Valter00 the patentee had discovered that silk 
wound in a peculiar form of skein could be dyed in the skein. 
Theretofore it had been dyed while in much smaller skeins 
and then re-wound. The patentee's discovery effectuated con
:,iderable sadng in time and efTort. What he claimed was his 
particular form of skein when made up of silk ready for dye
ing. PraCtically the same form of skein was already used for 
silk from which the gum was to be boiled off, and which was 
1~ot, therefore, ready for the dye. The courl was in much 
doubt as to just for what the patent purported to he but finally 
decided apparently that it was for the skein. It therefore held 
that, "The most that can be said of this Grant patent is that it 
is a discovery of a new usc for an old device which does not 
involve patentability. However useful the nature of the new 
use to .which the skein is sought to be confined by the dis
claimer, compared with the former uses to which the old skein 
was applied at the date of the improvement, it forms only an 
analogous or double use, or one so cognate and similar to the 
uses and purposes of the former cross-reeled and laced skein 
as not to involve anything more than mechanical skill, and 
does not constitu!e invention, as is well settled by authorities 
already referred to. "97 

Dtl 148 U. s. 547· 
nr Jones v. Cyphers, 126 Fed. i53. Bowman v. DeGrauw, 6o Fed. 90i. 

Brown v. Crane Co., 133 Fed 235. l\Iellon v. W m. C. Gregg & Co., 137 
Fed. 68, 77. "It is only when the llf?W use is so recondite and remote from 
that to which the old device has been applied, or for which it was con-

• 

• 

• 
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On the other hand, in Bary v. Harpoon Castor Mfg. Co.,08 a. 

device consisting of a spherically convex piece of metal, having 
sharp projections vertical to its plane, on the concave side, and 
intended to be fastened to the ends of table legs, etc., by driv
ing the projections into the wood, the whole being to supply 
the place of a "castor," was held jJatentable despite the fact 

• 

that an almost precisely similar article had previously been 
used for ornamentation of Mexican saddles. The court said, 
"In order to test the question let us assume that the exact 
structure shown in the patent to Alleyn was taken from the 
~hield of a Scottish Highlander or the war bonnet of a North 
American Indian 300 years ago, and \vas on exhibition in some 
museum here. Would it not involve invention to put it to use 
as a substitute for the elaborate, clumsy and expensive castors 
now in use? \Ve think it would. " 99 

These cases represent extremes on either side of the line. 
Between them is the debatable ground. \Vhether the new use 
is analogous, mere unpatentable "double use," or is a new 
and novel one involving invention can not be determined by 
any rule of thumb. All that is possible is, "as a result of the 
authorities upon this subject, it may be said that, if the new 
use be so nearly analogous to the former one, that the applica
bility of the device to its new use would occur to a person of 
ordinary mechanical skill, it is only a case of double use, but 
if the relations behvecn them be remote, and especially if the 
use of the old device produce a new result, it may at least in
volve an exercise of the inventive faculty. Much, however, 
must still depend upon the nature of the changes required to 
adapt the device to its new use.'' 

M eclzanical skill. All of these decisions and "rules," and 
many others, may be summed up in the propo~ition that 1to 

• 

ceived, that its application tu the new usc would not occur to the mind 
of the ordinary mechank, ~killed in the art, seeking to devise means to 
perform the desired function, with the old machine or combination present 
before him, that its conception rises to the dignity of invention." 

" 8 209 Fed. 207. 
oo Ace. DuBois v. Kirk, 158 U. S. 58; Here the presence of innntive 

genius was determined by the theretofore unsatisfied need. Western Elec. 
Co. v, La Rue, 139 U. S. WI, 

• 

• 
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~·hang-c. from what already is known, amounts 'tn im;e11Lion, 
unless it is something- more than any capable mechanic would 
have accomplishetl when faced by the need for it.JCJo It is just 
the difficulty of determining whether a production has pro
ceeded out of something more than mechanical skill which 

•• 

makes patent law so inexact as a science. "The tas.k of dis-
tinguishing between in\'ention and the power of adaptation 
possessc1l by a skillful mechanic is not always an easy one, 
nor have the courts apparently sttcceetled in 'formulating a 
proposition to co\'er all cases. While the statutes require that 
a patent, to he valid. must disclose invention and novelty, yet 
the degree or amount of invention rectuired is not prescribed, 
a11d. from the nature of the case, can not he."10

L The various 
so called rules above referred to arc merely the attempts of 
t:ourts to formulate something hy which the ditliculty of this 
<lccis:on can be lessened. But it arises afresh in each case, 
and can be helped hy precedents only to the most meagre 
extent. 

In the great hulk of cases in which a patent has heen held 
\'oid for want of the quality of in\'cntion in the de\'icc set 
forth, the court has not e\'cn attempkcl to gi\'e reasons for its 
finding. It has simply saitl something to the ciT ect that '' [ n 
view of the prior art ... it can not he claimed that the com-

• 
1111'liollister \'. Benedict :\1 fg. Co., II.l u. s. s•J, Smith v. !'\ichols. 21 

\Vall .. 112, II8, i{cckendorfer v. Fahrr, 92 U. S. J-17. Blandy v. Griflith, 
Fetl. Cas. Nn. 1529, 3 Fi~her (JO!). lllakc v. Stafford, 6 Blatl'11. IIJ5, 205. 

llolli~ter ''· Benedict :\lfg. Co., supra, "As soon as the mischief hccainc 
apparent, and the rrmcdy was seriously and systematically studied by 
those compctrnt tn deal with the subjccJ, the Jlresent n·gulation was 
promptly suggested and adoJJted, just as a skilled mechanic, witnessing 
the performance of a machim•, inadcqtlate, by reason of some defect, to 
accomplish the ohject for which it had l1een desig•1e1l, hy the :IJ>Piication 
of his common knowledge ami expcricncr, Jlerceivcs the reason of the 
failure, and supplies what is obviously wanting. It is hut the display of 
the expected skill of the calling, and involvl'S only the exercise of the 
ordinary faculties of reasoning upon the materials supplied hy a special 
knowledge, and the facility of maniimlation which results from its hahit
ual and intrlligt•nt practice; :ond is in no scmc the crl•ath·c work of that 
inventh·e faculty which it is the purpose of the Constitution and the patent 
laws to encourage and reward." 

101 Hill born v. Hale, etc. l\[ fg. Co., 69 Fed. 958, 963 . 
• 

• 
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hination in question exhibits such novelty as amounts to in
vention. " 102 

The question of ability .of a mechanic to make a device on 
first call is never involved when the device is not a mere de
velopment of existing forms, but is essentially unique. In 
such case, the idea of means is indubitably a creation of the 
mind and could not be a mere skillful change of something 

• • • • • extstmg. 
To understand fully the difference between mere mechanical 

skill and invention, and to reconcile many seemingly adverse 
holdings, one must remember the existence of the "idea" as 
well as the substantial "means" in invention. Many a device 
covered by a valid patent, could have been produced by any 
~killful mechanic who had been told what was wanted. Often, 
as is evident in the range of equivalents against which an in
vention is protetted, other deyices, totally unlike in substantial 
form would be quite as efficient means. The thing that is pro
tected, that is really patented, and hence is really the invention, 
is the idea of accomplishing the result by the described means 
or its equivalent. It is only when this idea of means could 
have been thought of by a skillful mechanic that the concept 
is lacking in inventive genius, not when the substantially oper
ating part, that is, the means itself, could have been devised 
by one informed of the idea.103 

102 Fougeres v. Jones, 66 Fed. 316. 
1oa The foregoing discussion has been concerned chiefly with the fact 

that mere physical difference does not indicate invention, but the con
verse is equally true and mere physical similarity does not preclude it. 
This is apparent from the cases involving the new use of an old device. 
In Brown v. Puget Sound Reduction· Co., no Fed. 383, the court said, 
"The Holthoff-Wethey furnace, according to the description of it .in the 
specifications of the patent and the model exhibited to the court, is 
double decked, like the Brown furnace, and closely resembles it in other 
particulars, to such an extent that in a mere casual observer would prob
ably create an impression that the chief difference between the two is in 
the superior construction of the Holthoff-Wethey furnace; but to reach 
a just determination of the rights of the parties a close examination of 
the two patents is necessary." They found such actual difference ·as 
to warrant a decision of non-infringement. . 

Neither does similarity of name preclude invention.· Machine Co •. v. 
Murphy, 97 U. S. 120, 125. · 

• • 

• 
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Various matters, wholly extraneous to the substance of the 
contrivance itself, have been declared. recurrently, to have in
fluenced the court in its finding upon the question of inven
tion. Theoretically perhaps, the character of an alleged in
vention should be predicated solely upon the peculiarities 
Ly which the idea is manifested. But inasmuch as the de
termination is not directed by any definite limits, and there 
can be no scientific exactness, it is inevitable that the opinion. 
on which the determination ·actually rests, should be more or 
kss affected by other matters than simple contemplation of the 
concept itself. The most obvious and recurrent of these ex
traneous influences are here set out. 

The lcngtlz of time rt?quired in C<•obing tire alleged in-ven
tion. it mav·be said at once, does not indicate whether it is in 

• 

fact invention or not. "Originality is the test of invention. 
If that is successfully exercised, its product is protected: and 
it is as immaterial whether it is displayed in greater or less 
degree. or whether the new idea revealed itself to the inventor 
J..y a sudden flash of thought, or slowly dawned on his mind 
after groping his way through many and dubious experi
ments."104 The production of the housewife who in a flash of 
inspiration sees a simpler way of performing a daily task, and 
ti1at of an Edison who definitely strives and experiments for 
the means of accomplishing a certain result, may be equally 
entitled to the protection of a patent. 10~ 

104 Blake v. Stafford, 6 Blatch. 195, 205; Bowman v. DeGrauw, 6o Fed. 
907. "Nor does it detract from its merit that it is the result of experi-

•• 

ment and not the instant and perfect product of inventive power." Dia-
mond Rubber Co. v. Consolidated Tire Co., 220 U. S. 438. 

105 O'Reilly v. Morse, 15 How. 62. 
The invention was a "flash of genius." O'Rourke Engineering Co. 

v. M'Mullen, 160 Fed. 933, 937· The Goodyear patent for the composi
tion of matter, which alone makes rubber usable for such purposes as 
tires, has been upheld many times and has been enormously capitalized. 
The invention was the result of mere accident, however. The inn·ntor 
in an apparently hopeless search for a composition that would effectuate 
the purpose accidentally spilled some of a mixture on a hot stove, and the 
discovery was made. 

The patent upheld in Minerals Separation Co. v. Hyde, 242 U. S. 261, 

• 

• 
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Long existing demand. The fact, however, that others have 
been searching for a long time for a means of accomplishing 
a certain result, does affect the question of whether invention 
is present in the final revelation of such a means. The fact 
that others engaged in the search were unable to evolve a 
means, \"cry clearly indicates that its production was beyond 
the power of mere mechanical skill. This is illustrated in the 
case of Brunswick-Balke-Collender Co. v. Thum.108 The 
patent here involved was for "a bowling alley runway, com
prising a descending or downwardly sloped portion, beginning 
at the pit end of the alley, and returning towards the players' 
end, and an ascending or up-grade portion connected therewith, 
and located near the playing end of the alley, which merges 
into the ball receiving and retaining terminal of the runway, 
all in such manner, as hereinbefore described, that the balls 
put into the receiving end of the runway will roll downwardly 
toward the playing end of the alley, and then, ascending the 
up grade, or ascen4ing portion of the runway, will pass thence 
onto the terminal or ball receptacle of the player's end of the 
return way without much shock or concussion." The court 
said, "The improvement consists in an extremely simple, and, 
it would seem, perfectly obvious, application of common knowl
edge as to the law of gravitation. Were there nothing in the 
record but the bare statement of facts above set forth, we 
would be inclined to concur with the court below in the propo
sition that: 'Had any skilled mechanic been asked to perfect 
a structure that should gradually arrest the momentum of the 
returning ball, an ascent would obviously have been the struc
ture needed.' But in this case, as in the Singer Case, the evi
dence shows conclusively, and, indeed, without contradiction, 

followed from an unexpected discovery. The im•entors were searching 
for the minimum amount of oil that could be used in a certain process 
for separating minerals from the undesirable quartz, or rocky material, 
when crushed. They observed that when this apparent minimum had been 
reached and the separation had ceased, a further reduction in the amount 
of oily substances caused separation to begin again. Investigation of this 
startling result disclosed the reason and the patent subsequently obtained 
for it was upheld. 

tos I II Fed. 904· 

• 
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~hat this very demand for an arrester of the returning ball was 
l;efore skilled mechanics for many years, and yet no one before 
Reisky hit upon the device which now seems so ob\·ious. The 
defects of the old system were serious. The time required for 
the return of the ball was not uniform, and in its entirety was 
slow. If started with a shove, it came more quickly, but, if 
merely placed in the trough, it made but slow time at the be
ginning; and the player, desirous often of using a particular 
ball already played became impatient. Whether started with a 
~hove or not, its velocity steadily increased, and it was running 
at its highest speed when it came home against the post or 
other ball at rest at the player's end. ~loreo\·er, this speed 
was generally so high that the surfaces of the balls were 
broken or chipped, particularly at the vicinity of the finger 
holes, and thus soon became unfit for use. This damage put 
the alley keeper to considerable expense in keeping the balls 
in fair condition, or in getting new balls, and also resulted in 
great dissatisfaction among the players at the damaged con
dition of the balls. There was also constant danger of an in
cautious player having his hand among the homed balls when 
the returning ball smashed in. The evidence shows that this 
condition of affairs had lasted for a long time; the old style 
of runway persisted for 40 years, during this period there was 
a constant demand for an improvement which would remedy 
the difficulty, and to that demancl the skilled mechanic who put 
up bowling alleys responded. Various devices were contrh·ed, 
-all of them, save one, independent of the trough itself. Sus
pended shot bags of various shapes, some with appendages in 
the shape of patches or belts, weighted sections of hose pipe, 
pieces of stiff leather attached shutter-wise across the trough, 
t>ivoted levers having a piston entering a dashpot, are among 
the devices independent of the trough. It was also sought to 
retard the ball by successive transverse pieces of rope at the 
sides or bottom of the trough. So many of these devices are 
shown that it is apparent that the skilled mechanics were for 
years trying to find some way to properly retard the ball, and 
the proof conclusively shows that all of them were unsatis-
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factory. Kot one of them secured retardation by a change of 
grade of the trough itself, until the patentee disclosed his 
simple method, which has so commended itself, that now, 
within three years after the issuance of the patent, 90 per
cent of the existing bowling alleys ha,·e the new style, or 
Reisky, returnways. In the face of this evidence, we can
not hold that his impro\·ement . is devoid of patentable in
vention." 

Precisely this same doctrine has been declared by the Su
preme Court in the case of Krementz v. Cottle Co. 10a It had 
been claimed that the patent, which was for an impro\·ed 
collar button, formed out of a single piece of sheet metal, 
was anticipated by other devices to the extent that, as the 
lower court said. "any competent mechanic, versed in the 
manufacture of hollow sheet-metal articles, ha,·ing before 
him the patents of Stokes and Keats, could ha\·e made these 
impro,·ements and modifications, without exercising inven
tion, and by applying the ordinary skill of the calling." But 
the upper court responded that, "The view of the court be
low, that Krementz's step in the art was one ob\'ious to any 
skilled mechanic. is negatived by the conduct of Cottle, the 
president of the defendant company. He was himself a pat
entee under letters granted April 16, ISiS, for an impro\·e
ment in the construction of collar and slee\·e buttons, and 
put in evidence in this case. In his specifications he speaks 
of the disadvantages of what he calls 'the common practice 
to make the head, back and post of collar and sleeve buttons 
separate, and to unite them by solder.' His improvement was 
to form a button of two pieces: the post and base forming one 
piece, and then soldering to the post the head of the button as 
the other piece. Yet. skilled as he was, and with his attention 
specially turned to the subject, he failed to see, what Kre
mentz afterwards s~iw, that a button might be made of one 
continuous sheet of metal. wholly dispensing with solder, of 
an improved shape, of increased strength. and requiring less 

100 !48 u. s. ssu. 
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material. " 111 The court therefore held the device to be the 
product of invention rather than mere mechanical skill. · 

Immediate acceptatzce by public. Another circumstance 
closely akin to the fact that a device has been long sought for, 
i:. the fact that when the alleged invention was offered to the 
public it was immediately accepted and welcomed. The 
theory on which this influence is based is that immediate ac
ceptance indicates an existing demand on the part of the pub
lic, which was unsatisfied until the advent of the device in 
question. If the device might have been produced by mere 
mechanical skill, the public need would. in the foregoing 
theory, have called it forth at once instead of remaining un
satisfied. This has shown marked and admitted influence 
ttpon the courts in inducing them to find the presence of in
vention in the device. So closely allied is it to the circum
stance of long search that reference to both is usually found 
conjoined. and indeed, confused.112 In the Krementz case 
just quoted from. the court in reasoning to its conclusion of 
J,atentability, further said, "It was also made to appear that 
the advantages of the new button were at once recognized 
by the trade and by the public, and that very large quantities 
have been sold. 

"The argument drawn from the commercial success of a 
111 Dads v. Parkman 71 Fed. 96r. A claim of invention in turning the 

foot-rest of a row-boat upward at an angle of 45° was upheld on the 
ground that "various rude and unsatisfactory expedients had been used 
by many persons for the purpose of accomplishing what Davis accomp
lished by the simple expedient of turning up the foot-board, that this -occurred to none of them, and that after it had been suggested by him 
it came into general use." American Gramophone Co. v. Universal, 151 
Fed. 595· l\IcFarland v. Spencer, 23 Fed. 150. O'Rourke Engineering Co. 
v. M'Mullen, 16o Fed. 933, ''Where the court has to deal with a device 
which has achieved undisputed success and accomplished a result never 
attained before, which is new, useful and in large demand it is generally 
safe to conclude that the man who made it is an inventor." In one case, 
at least, the fact of a long existing desire for a device was held tn be 
evidence of stupidity on the part of the public concerned, rather than of 
genius on the part of him who answered the call. Butler v. Steckel, 
27 Feel. 219. 

112 Consol. Car Heating Co. v. American, etc. Corp. 82 Fed. 993 . 
• 
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IJatented article is not always to be relied on. Other causes, 
such as the enterprise of the vendors, and lhe resort to lavish 

• 

expenditures in advertising, may cooperate to promote a large 
marketable demand. Yet, as was well said by Mr. Justice 
Brown, in the case of Consolidated Brake-Shoe Co. v. Detroit 
Co., 47 Fed. Rep. 894, 'When the other facts in the case leave 
the question of invention in doubt, the fact that the device 
has gone into general use and has displaced other devices 
which had previously been employed for analogous uses, is 
sufficient to turn the scale in favor of the existence of inven
tion.' 

"Loom Co. v. Higgins, 105 U. S. 580, 591, was a case 
where the patented device consisted in a slight modification of 
existing mechanism, and it was contended that this slight 
change did not constitute a patentable invention; but this view 
did not prevail, the court saying: 'It is further argued, how
tver, that supposing the devices to be sufficiently described, 
they do not show any invention; and that the combination 
set forth in the fifth claim is a mere aggregation of old de
\'ices already well known; and therefore it is not patentable. 
This argument would be sound if the combination claimed 
by '\Vebster was an obvious one for attaining the advantages 
proposed, one which would occur to any mechanic skilled 
in the art. But it is plain from the evidence, and from the 
very. fact that it was not sooner adopted and used, that it did 
not for years occur in this light to even the most skilful per
sons. It may have been under their very eyes; they may al
most be said to have stumbled over it; but they certainly 
failed to see it, to estimate its value, and to bring it into 
notice. \Vho was the first to see it, to understand its value, 
to give it shape and form, to bring it into notice and urge its 
adoption, is a question to which we shall shortly give our 
a~~ention. At this point we are constrained to say that we 
cannot yield our assent to the argument, that the combination 
vf the different parts or elements for attaining the object in 
view was so obvious as to merit no title to invention. Now 
that it has succeeded, it may seem very plain to any one that 
he could have done it as well. This is often the case with 

• 

• 
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inventions of the greatest merit. It may be laid down as a 
general rule, though perhaps not an invariable one, that if a 
new combination and arrangement of known elements pro
duce a new and beneficial resuit never attained before. it is 
evidence of invention. It was certainh· a new and useful re-

• 

sult to make a loom produce fifty yards a day when it never 
before had produced more than forty; and we think that the 
combination of elements by which this was effected, even if 
those elements were separately known before, was invention 
~ufficient to form the basis of a patent.' "113 

But the utility of a device can not be relied on absolutely 
as indicative of invention. It may not at all indicate a need • 
that was unsatisfied. The demand mav ha,·e arisen out of • 

recent changes in conditions, and have been at once supplied. 
An illustration of this is seen in the case of Falk 1\Hg. Co. 

113 Hollister v. Benedict :Mfg. Co., II3 U. S. 59, 72. ''Such an increased 
utility, Leyond what had heen attained by devices previously in use, in 
cases of doubt, is usuatly regarded as determining the questiott of inven· 
tion." Barbed \Vire Patent, 143 U. S. 275, "There are many instances in 
the reported decisions of this court where a monopoly has been sustained 
in fa\·or of the last of a series of inventors att of whom were groping to 
attain a certain result, which only the last one of the number seemed able 
to grasp." Expanded Metal Co. \', Bradford, 214 U. S. 366, 381 ; Adams 
v. Howard, 19 Fed. 317, 318, "The defense that the patent is anticipated 
by the lantern described in the prior application for a patent by Anthony 
M. Duburn is not tenable, because there is no evidence, except his appli
cation for a patent, that he ever invented such a lantern. It was con
ceded by his solicitors upon the application that the model accompanying 
his application would not answer for use. as a lantern, although it was 
sufficient to illustrate the construction of the device; and the examiner in 
charge condemned the model as inoperative. As there is no evidence in 
the case to show that such a lantern as was described in the application 
and itlustrated by the model was ever actuatty constructed by Duburn, 
sufficient docs not appear to defeat the no\·elty of Irwin's invention." 
American Caramel Co. v. Thos. :\!ills & Bro., J.l9 Fed. 743; Carnegie Steel 
Co. v. Cambria Iron Company, r8s U. S: 403, 429; Magow:m v. New York 
Belting Co., 141 U. S. 332; Diamond Rubber Co. v. Consolidated Tire lo., 
220 U. S. 428, "It (the law) regards a change as evidence of novelty, 
the acceptance and utility of a change as a further e\·idence, even as 
demonstration." "Litigation shows and measures the existence of the 
public demand for its use." 

• 
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v. Missouri R. R. Co. 114 The device here involved was for 
welding steel rail-joints, and it varied but little from other 
well-known devices. It was argued that the patent wa~ valid, 
despite this resemblance, because the extent to which the de
vice was used, especially for welding electric streetcar rails. 
proved its character as an invention. The court held how
t ver, that the utility was due to the hct that electric street 
car rails had come into general use only 1·ecently, and was 
not due to the fact that the device filled a long-felt want.m 

A warning against the overvaluation of utility as an indi
cation of im·ention, has been issuecl by the Supr~me Court, 
·which says,110 "Counsel for the plaintiff in the case under con
~ideration has argued most earnestly that the only practical 
test of im·ention is the effect of the cle\"ice upon the useful 
arts in other words, that utility is the sole test of invention. 
and, inferentially at least, that the utility of a device is con-• • 

elusively proven by the extent to which it has gone into gen-
t·ral use. He cited in this connection certain English cases 
which go far to support his contention. These cases, how
tver, must not be construed in such way as to control the 
language of our statute, which limits the benefits of patent 
laws to things which are new a~ well as useful. By the com
mon law of England, an importer the person who intro-

• duced into the kingdom from any foreign country any useful 
·manufacture was as much entitled to a monopoly as if he 

1 u 103 Fed. 295. 
ur. The court said, of the general topic, "The utility of a machine, article 

of manufacture, process, or an improvement thereof, is only allowed to 
turn the scale in favor of its patentability in those instances where the 
question whether the inventive faculty has been exercised is balanced 
with doubt and uncertainty. In such cases the conceded utility of a 
patented machine or process, or an improvement thereof, may well be 
allowed to sustain the patent; but conceded utility can not be permitted 
to have that effect in a case like the one in hand, where the process which 
is described and claimed as new is clearly old." Duer v. Corbin Lock Co., 
149 U. S. 216, "The mere fact tlw.t a patented article is popular and meets 
with large and increasing sales is unimportant when thP. alleged invention 
is clearly without pateniable novelty." 

w; McClain v. Ortmaycr, 141 U. S. 419, 427· 
• 

• 

• 
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had invented it. It is evident that these principles have no 
applicaticn to the patent system of the United States, whose 
beneficence is strictly limited to the invention of what is new 
and u~eful, and that the English cases con.;truing e\·en their 
more recent acts, must be received with some qualification. 
That the extent to which a patented device has gone into 
use is an unsafe criterion even of its actual utility, is evident 
from the fact that the general intr~.duction uf mamtfa::tmetl 
articles is as often effected by extensive and judicious ad
vutising, activity in putting the goods upon the market and 
large commissions to dealers, as by the intrinsic merit of the 
articles themselves. The popularity of a proprietary medi
cine. for instance, would be an unsafe criterion of its real 
Yalue, since it is a notorious fact that the extent to which such 
preparations are sold is very largely dependent upon the Iib
eralitv with which thev are advertised, and the attractive man-

• • 

ner in which they are put up and exposed to the eye of the pur-
chaser. If the generality of sales were made the test of patent
ability, it would result that a person by securing a patent upon 
some trifling variation from previously known methods might, 
by energy in pushing sales or by superiority in finishing or 
decorating his goods, drive ~ompetitors out of the market ami 
secure a practical monopoly, without in fact having made the 
slightest contrilmtion of value to the useful arts. The very · 
case under consideration is not barren of testimony that the 
great success of the McClain pads and clasping hooks, a large 
demand for which seems to have arisen and increased year by 
year, is due, partly at least, to the fact that he was the only 
une who made the manufacture of sweat pads a specialty, that 
he made them of a superior quality, advertised them in the 
most extensive and attractive manner, and adopted means of 
pushing them upon the market, and thereby largely increased 
the extent of their sales. Indeed it is impossible from this tes
timony to say how far the large sales of these pads is due to 
their superiority to others, or to the energy with which they 
were forced upon the market. ·while this court has held in 
a number of cases, even so late as Magowan v. The New York 
Belting and Packing Co., ante, 332, decided at the present term, 
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that in a doubtful case the fact that a patented article had gone 
into general use is evidence of its utility, it is not conclusive 
even of that much less of its patentable novelty." 

The weight of such a factor is therefore absolutely inde
terminate. Indeed, it is not altogether possible to delimit the 
extent to which utility and public appreciation of a device ac~ 
tually influence the courts to declare the device an invention, 
from a mere judicial use of such matters to bolster up an inde
pendent conclusion of patentability. A recent case well in
dicates the difference in effect of such a factor. 117 The Circuit 
Court of Appealsm held the device to be lacking in inven"tive 
novelty and reversed the decision of the District Court, which 
had sustained the patent. This court in deciding invention to 
be lacking, said, "The decision of the court below appears to 
have been largely influenced by the consideration that the 
appellees' patent had gone into extensive and successful use. 
The fact that a patented device or process has gone into ex
tensive and successful use is often of value in determining the 
question of invention and ilatentability. It is referred to for 
the purpose of turning the scales in cases of grave doubt. It 
is of no value whatever where the question of the invention or 
t•atentability is free from doubt, and in any case its value de
pends largely upon the causes which produced it. It is often 
due to business ability in manufacturing, exploiting, and ad
vertising, and to the fact that prior conditions ha\·e not stimu
lated development. The appellees' process, originally patented 
in Great Britain, has been installed in Australia. Sweden, Fin
land, Chile. and \Vales, and it is in the process of installation in 
Cuba. It is not improbable that in those countries the prior 
art may have been stibstantially unknown, and it is possible 
that the appellees' success there is referable to the fact alleged 
in the bill." The Supreme Court in turn reversed the Circuit 
Court of appeals, and as one reason for so doing said, the pro
cess ''promptly came into extensive use for the concentration 

· of ores in most if not all of the principal mining countries of 
the world, notablv in the United States, Australia, Sweden, 

• 

117 Hyde v. ).finerals Separation Co., 242 U. S. 261. 
118 214 F. JOO • 

• 
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Chile and Cuba and ... because of its economy and simplic
ity it has largely replaced all earlier processes. This of itself 
is persuasive evidence of that invention which it is the purpose 
of the patent laws to reward and protect."' 110 Thus we find 
the ::.arne fact disregarded by one court and given considerable 
influence by another, because the reason 'li.'lzy the device had 
been so 6enerally adopted was not made clear by counsel but 
was left to the court's own guess. 

Tlze opinion of experts is supposed to ha\·e considerable 
weight in the courfs conclusion. Their testimony may he 
heard by the court and usually is heard as a matter of course. 
The expert's trne function is to explain ancl interpret techni
cal matters, and generally to elucidate the principles of the 
patented contrh·ance, and their difference from or resemblance 
to those of other contrivances. But the expert may also be 
asked his opinion upon the ultimate issue as to whether tl-ie 
!;articular device differs from others in such a way as to have 
resulted from inventin genius. 110

" 

11u Doig v. Morgan Mach. Co., 59 C. C. A. 616; Grant v. Walter, 148 
• 

U. S. 547; Keystone Mfg. Co. \', Adams, 151 U. S. 139. "The argument 
drawn from the commercial success of a patented article is not always to 
be relied upon. Other caus~s such as the enterprise of the vendors and 
the resort to large expenditures in advertising, may cooperate to promote 
a large marketable demand." Apple v. Am. Shoe Mach. Co. 232 Fed. 6o3. 

110• If it be true that the presence or absence of "invention" is a ques
tion of "law" for the court, rather than of fact for the jury, a mere wit
ness ought not to be permitted to give his ot>inion in regard to it. It is 
a conclusion for the judicial mind alone, based on all the evidentiary facts 
of the case. Even if the question of invention be treated as one of fact 
rather than of law, it is nevertheless the ultimate issue in the case. An 
answer to it is not a basis for the decision; it is the decision itself. To 
ask a witness his opinion as to the presence or absence of invention in 
the concept in question, would he to ask him his opinion as to how the 
court should decide the case, or what verdict the jury should bring in. 
There is some conflict of authority, in cases relating to other branches 
of law, as to whether such a question, whose answer "usurps the function 
of the jury" is permissible. On the whole, it seems to be proper. Clzam
berlayne, Evidence sec. 1820; lYi!lmore on Evidcua, sec. 1921. 

The point seems never to have been passed upon precisely in relation 
to inventions, but it is clear that courts do in fact admit the opinions of 
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The personality aud meutal ·equipment of the particular 
judge by whom the issue is decided undoubtedly has influence 
upon the answer. A judge who can not drive a nail, to whom · 
a mechanical toy is an inexplicable mystery, and chemistry in
comprehensible, will naturally tend to find invention in that 
which a more technically trained judge would recognize as 
mere mechanical skill. The reports show that certain judges 

experts in regard to the presence or absence of invention. Ideal Stopper 
Co. v. Crowu Cork, etc. Co. 131 Fed. 244· 

The opinion of experts in regard to the facts from which the ultimate 
conclusion of invention or non-invention is to be derived may of course 
be given. Thus, witnesses may point out and explain the features and 
characteristics of the device which is described in the patent, and may 
state the extent to which any or all of these were already known before 
the alleged invention. They may also point out to the court or jury the 
essential as well as formal similarity and difference between an alleged 
invention and the already known art, or between two particular devices. 
"Experts may be examined to explain terms of art, and the state of the 
art, at any given time. They may explain to the court and jury the 
machines, models, or drawings, exhibited. They may point out the dif
ference or identity of the mechanical devices involved in their construc
tion. The maxim cf 'cuiq11c i11 s11a arte credwn' permits them to be ex
amined to questions of art or science peculiar to their trade or profes
sion; but professors or mechanics can not be received to prove to the 
court or jury what is the proper or legal construction of any instrument 
of writing." Wi11a11s v. New York & E. R. Co. 21 How. 88, 100. Com
mercial Mfg. Co. v. Fairba11k Co., 135 U. S. 176, 187. In Natio11al Cash 
Reg. Co. v. Lcla11d, 94 Fed. 502, objection was raised because an expert 
was asked to say whether a certain part of one machine was an "equiva
lent" of a part of another machine. The court held the question proper, 
saying, "The mechanism .•. was complicated, and an ordinary man un
skilled in mechanics, might well have failed to understand it completely. 
It was proper, therefore, that a witness skilled in mechanics and under
standing the term 'mechanical equivalent,' should be allowed to express 
to the jury his opinion of the relation of one machine to the other, subject 
to further direct examination and to cross examination, in order to bring 
out more clearly the grounds of his opinion." But compare Osgood 
Dredge Co. v. MetroPolitan etc. Co., 75 Fed. 670; Jacksou v. Alleu, 120 

Mass. 64. 
So, also, experts may be asked whether or not the patent does reveal 

anything definite and, if so, just what it is. As stated in the text a patent 
which does not describe some real, comprehensible concept is a nullity, but 
the description need not be such as is clear to an untrained person. If it 

• 
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have more often decided in favor of the presence of invention 
than against it, while others have the more often decided ad-

. versely to invention. One judge by whom many decisions 
have been rendered is well known among his friends to be lack
ing in any mechanical ability, and to hit the nail on the thumb 
more often than on the head. To one who has read many of 

conveys a clear idea to persons skilled in the particular subject matter, 
that is sufficient. It follows therefore that experts may be asked whether 
the description is clear to them, and to translate it, as it were. See Loom 
Co. v. Higgins, 105 U. S. 58o. . . 

It is not only permissible for experts to give their opinion on these 
matters, but it is expressly desired by courts in abstruse and technical 
matters. Thus the court in Den·co Co. v. George E. Gilchrist Co., 125 

Fed. 293, 2g6, said, "There may be, and there probably is, an underlying 
suggestion applicable to both Mann and the present inventors which is 
fundamental, and which was first put to use in this art by the former. 
\Ve are lacking, in this case, any explanation of the operation of either 
device by any scientific person, capable of applying and making clear the 
laws of pneumatics and hydraulics, «.>ach of whic:1 sciences are here in
volved in an occult manner .... In the absence of the scientific explana
tion which we say is not in the record, we are unable to find this propo
sition proved. "Expert testimony should be introduced when difficult tech
nical questions are involved. Fay v. Masou, 127 Fed. 325; Gree11e v. 
Buckley, 135 Fed. 520. 

But courts arc, of course, not in any way bound h the testimony and 
opinions of experts. "The admission of an expert witness is, of course, 
entitled to weight in the interpretation of technical terms employed in a 

• 
patent. But the court is not necessarily concluded by such interpretation 
when other satisfactory evidence is available." Pan:/ .v. Battle, etc. Co., 
138 Fed. 48. "Opinions of experts generall~, though given under oath, are 
but arguments in behalf of the side calling· them." Ideal StoPPer Co. v. 
Crou•u Cork, etc. Co., IJI Fed. 244, 249; Winans v. New York & E. R. R. 
Co., 21 How. 88. Indeed there is occasional judicial suggestion of a 
feeling of general unreliability in expert testimony. "Unhappily we can
not accept without reservation the opinions of the experts who have been 
examined as witnesses, for they are necessarily partizans of the side call
ing them, and essentially advocates, and their opinions are contradictory, 
and tend to perplex, instead of elucidating, although t~ey appear to be 
gentlemen of great ability and deserved eminence." Ideal Stopper Co 
v. Crou•n Cork, etc. Co., 131 Fed. 244. 

One can find in the opinions suggestions of possible value to witnesses. 
For instance, "If the expert who is called to testify in such cases would 
only appreciate that he is not addressing electrical engineers, but laymen, 

• 
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his decisions it is apparent that he tends to find invention in 
anything mechanically ingenious, and to be loath to see in
fringement where there is great material change. On the other 
hand, another judge whose opinions indicate a •highly tech· 
nical education, is obviously conservative about dignifying a 
production with the name of invention and very ready in hold
ing an invention to have been infringed. It is, of course, per· 
fectly reasonable that what might seem to an untrained mind 
impossible of conception by any one but an inspired genius, 

and if, when undertaking to describe what some particular patent showed 
to a man skilled in the art, he would take the specifications and drawings 
of the patent as his text, instead of some conventional paraphrase of his 
own devising with its lettering entirely changed, he would materially 
lighten the labor of the court." Westem Elec. Co. v. Rochester Tel. Co., 
145 Fed. 41. Again there is pertinent suggestion, in Bh1<: v. Jeantet, 129 
U. S. 683, in the fact that although one witness testified as a matter of 
theory that a certain alleged anticipation could not work, the court decided 
against his proposition because an opposiug witness testified that he had 
made a device according to the description of the alleged anticipation 
which did actually work. 

One frequent fault of expert testimony is its prolixity and volume. In 
Columbia .Motor Car Co. v. Duerr, 184 Fed. 893, .where the only question 
involved was whether the modern Otto type of compression gas engine 
was essentially identical with the old Brayton type, the record of the 
case filled 36 large volumes. In Am. Stove Co. v. Cleveland F01mdry 
Co .. 158 Fed. 9i8, the court, in commenting upon another long record of 
expert testimony, said, "As a contest between gentlemen learned in the 
science of the subject, it might be interesting if one had leisure, though 
it seems sometimes to run into very attenuated points. This prolixity 
seems not so much the fault of the witnesses as a mistake of the counsel. 
It is not the province of witnesses to advocate the cause of the party who 
calls him, nor to pass upon the questions of law and facts presented by 
the controversy. Frequently, an expert witness may be of much aid to 
the court in explaining matters which can only be appreciated and un
derstood by lear~ing higher than the ordinary; but his province is to in
struct and not to decide; and even the instruction is of uncertain value 
when it is colored from standing in the place of a partisan for one of the 
parties." 

The last sentences of this opinion are quite worth noting: "Usually the 
testimony of one competent witness on each side is enough to insure a 
full and fair elucidation of what is recondite in the case. The voice of 
a single teacher is worth more than a confusion of many tongues. And 
the expense is worse than useless." 

• 
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would be to a mind skilled in the art, nothing but the mechani
cal answer to recent call. The reality of the influence of the 
human factor upon the result is indubitably demonstrated by 
the very many flatly conflicting decisions upon the same state 
of facts in different circuits. A number of illustrations of 
such divergence of personal conclusion are noted in a later sec
tion. This influence of the unusual upon the result is sug
gested by the words of Mr. Justice :\lcKenna, in giving very 
favorable interpretation to a recent patent. The device cov
ered by it was a gas check for large breech-loading guns. It 
bad to withstand en6rmous pressure and great heat, yet it was 
made of tallO\v and asbestos. ''If our purpose was specula
tive," said he, ''not practical, we might pause to wonder how 
such substances could produce such results under the conditions 
to \vhich they are subjected, and by wondering we express in 
a way the quality of the invention. "120 This intrusion of di
verse personalities into the decisions in patent cases can nqt 
help but make for even greater uncertainty of rights than is 
inherent in other subjects depending upon opinion. It fur
nishes at least one argument in favor of a special court for the 
adjudication of controversies arising under the patent laws. 

Tlzc opinion of otlzcr courts of concurrent or lower jurisdic
tion, even upon the same facts, is not of any compulsory effect 
upon the court which is trying a case.' The statutes contain 
nothing upon the matter and the courts themselves have never 
recognized any obligation to follow the decisions of their co
adjudicators.121 Neither are the decisions of other courts of 

• 
120 U. S. v. Anciens Etablissements, 224 U. S. 309, 323. As indicative 

of the effect of personality on the result, compare the different decisions 
of an United States court and an F.;.,.;lish one upon the same facts, in 
Haskell Golf Ball Co. v. Perfect, etc. Co., 143 Fed. 128. and 25 R. P. C. 
I!J-t. The decision in the Selden Patent case, Columbia, etc. v. Duerr, 184 
Fed. 893 is often said to have been affected by the court's disapproval of 
the patentee's unconscionably long delay in procuring his patent. 

For discussions of the proposal to establish a special court to try patent 
cases. see The Report of the Committee on Pat. Law, Am. Bar Assn., 
1910, 43 Chi. Legal News, 63; Editorials, 20 Green Bag 203, 22 I d. 4o8; 
H. K. Wagner, in 21 Case & Comment 265. 

121 Elec. Mfg. Cci. v. Edison Elec. Lt. Co., 61 Fed. 834; Rubber Tire 
Wheel Co. v. Milwaukee Rubber Works Co., 154 Fed 358. 
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any appreciable practical influence upon the opinion of later 
judges. There is an occasional dictum to the effect that the 
decision of other courts, especially of the lower courts which 
:1re being reviewed, ought not to be overtumed except upon 
strong evidence.122 But even these remarks arc seldom found, 
<md there is a distressing frequency of patents which have been 
held valid in one or more jurisdictions and invalid in others, 
and the number of times a lower court is reversed upon its 
opinion of the validity or scope of a patent is astonishing. 123 

The opinion of a superior court, howe\'er, has at least a lit
tle weight when another suit on the same patent comes before 
the lower court. 124 

. 

122 Elec. :t\Hg. Co. v. Edison Elec. Lt. Co., 6r Fed. 83-t; Xat'l Fold'g Box 
& Paper Co. v. Elsos, 65 Fed. 1001. 

12:1 As examples see, Am. Stove Co. v. Cleveland Foundry Co., 158 Fed. 
978; Consolidated Rubber Tire Co. v. Firestone Tire & Rubber Co., 151 
Fed. 237. The patent involved in this case was held valid in four circuits, 
(91 Fed. 978; n6 Fed. 629; 147 Fed. 739; and one unreported). Two of 
these decisions were reversed and the patent held invalid by the Circuit 
Court of Appeals, (Goodyear Tire & Rubber Co. v. Rubber Tire .\Vheel 
Co., u6 Fed. 363; Ruhher Tire Wheel Co. v. Victor Rubber Tire C., 123 
Fed. 85) ; and a writ of certiorari to review one of these decisions was re
fused by the Sup. Ct. (Rubber Tire Wheel Co. v. Goodyear Tire & Rub
ber Co., r87 U. S. 6.tr). The circuit court of appeals in the principal case 
sustained the validity of the patent. Its validity was declared by the Su
preme Court in Diamond Rubber Co. v. Consolidated Rubber Tire Co., 220 

U. S. 428, Approved, Rubber Tire Co. v. Goodyear Co., 232 U. S. 413; 
:!\layor of N. Y. v. American Cable Ry. Co., 6o Fed. 1016; Fireball Gas Co. 
v. Commercial Acetylene Co., 239 u. s. I 56; 168. Compare also the con
flicting opinions as to who was the real inventor, in 229 Fed. i.30 and 234 

• 

Fed. 343. 
12~ Anderson Foundry & :!\lac h. Co. v. Potts, roB Fed. 379; Rawson v. 

Western Sand Blast Co., u8 Fed. 575; Rubber Tire Wheel Co. v. Victor 
Rubber Tire Co., 123 Fed. 85; Cramer v. Singer :Mfg. Co., 147 Fed. 917. 

\Vhen the issue concerns not the validity of a patent or its infringement 
hut merely the propriety of a temporary injunction it would seem that 
final adjudications of other courts ought to have considerable influence. 
That they do so, is stated in Elec. 1\Hg. Co. v. Edison Elec. Lt. Co., 61 
Fed. 834, 836, "It may be difficult to formulate a rule that will comprehend 
all the conditions which could he presented, but we think it safe to say 
that in general, where the validity of a patent has been sustained by· prior 
adjudication upon final hearing, and af:er bona fide and strenuous con-
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The \\"eakness of influence of other adjudications is shown 
in the statement and proceedings of the Supreme Court in Ruh-

te>t, the mattt·r of its validity upon motion for preliminary injunction is 
no longer at issue, all defense, except that of infringement, being re
served to the final hearing; subject, however, to the single exception that, 
where a new defense is interposed, the evidence to ·;upport it must be so 
cogent and persuasive as to imprells the court with the conviction that, 
if it had been presented and considered in the former case, it would 
probably have availed to a contrary conclusion. In the consideration of 
such new defense of anticipation, regard should be had to the rule that 
such a defense is an affirmative one; that the burden of proof is upon 
him who asserts it; and that the grant of letters patent is prima facir evi
dence that the patentee is the first inventor of the device described there
in, and of its novelty. Coffin \', Ogden, 18 \Vall. 120; Smith v. Vulcanite 
Co., 93 U. S. 486; Lehnbeuter v. Holthaus, 105 U. S. 9~; Cantrell v. 
\Vallick, IIi U. S. 689, 6 Sup. Ct., 9i0; Barbed-Wire Patent, 143 U. S. 
2i5· 12 Sup. St. 443, 450. The propriety of this rule is enforced by the 
consideration that an adjudication in the case of a patent is not only a 
judgment inter partes, but is a judicial construction of a grant hy the 
government, and in a broad sense deals with and determines the rights 
of the public. A patent is sui gcneris. By it the public, through its 
authorized representatives, grants a monopoly for a term of years in 
consideration of the surrender of the invention to public use upon ex
piration of the term. \Vhen, upon judicial contest, a competent court 
has sanctioned the grant, and determined the right thereunder, the mo
nopoly hereby granted ought not to be permitted to be invaded except 
upon a clear showing that the decis:on invoked in its favor was wrong. 
It is true that the t>rior adjudication does not deal with the sut>posed new 
defense, and docs not affect the merits of that defense upon final hear
ing; hut the fact that it was not prese:tted, especially where the existence 
of the cla:m was known to and considered by counsrl, is a circumstance 
to be considered by the court in passing.. judgment upon the merits upon 
the hearing for an interlocutory injunction. We arc of opinion that the 
rule was correctly interpreted by the court below, and properly applied 
to the case in hand. We are asked to determine the extent to which this 
court should go in review of an exercise of discretion by the court below 
in granting a preliminary injunction. There would seem to be some di
vergence of opinion in the circuit courts of appeals upon this question. 
The cases of Dudley E. Jones Co. v. Munger, etc., Manuf'g Co., 2 U. S. 
App. 188, 1 C. C. A. 668, and so Fed. 7~5. in the fifth circuit; Watch Co. 
v. Robbins, 6 U. S. App. 275, 3 C. C. A. 103. and 52 Fed. 337, and Blount 
v. Societe Anonyme du Filtre Chamherland Systeme Pasteur, 6 U. S. App. 
337, 3 C. C. A. 455, and 53 Fed. <J<'l, in the sixth circuit; Consol:dated 
Electric Storage Co. v. Accumulator Co., 3 U. S. App. 579, 5 C. C. A. 202, 

• 
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ber Co. \'. Goodyear. 1 ~ 11 Referring to the patent in suit, they 
said, "The ,·alidit\· of the claim of the testator was never • 
~haken by any adjudication. It has been uniformly affirmed. 
and sustained. If the subject was ne\·er brought here before, 
it was doubtless because those who were defeated elsewhere 
saw no ground for the hupe of a more fa\·orable result in this 
court. These considerations are very persuasi\'e to the pre
sumptio~ that the claim of Chas. Goodyear, the elder. that he 
\\as the original and first inventor is impregnable. If it were 
not so we can not doubt that it would ha\·e been o\'erthrown 
in the numerous and several assaults would ha\'e been made 
upon it. \Ve have, however, examined the question by the light 
of the e\'idence .... " The uniformity of opinion of other 
courts upon the same matter did not, it appears, so satisfy the 
last court as to ob\'iate its independent examination of the 
evidence. 

and 55 Fed. 485, in the third circuit; American Paper Pail & Box Cu. v. 
National Folding Box & Paper Co., r U. S. App. 283, 2 C. C. A. 165, and 
sr Fed. 229, in the second circuit; and Davis Electrical Works v. Edison 
Light Co., 5 U. S. App, 6rr, 6o Fed. 276, in the first circuit, arc perhaps 
in antagonism, leading the court of the sixth circuit to certify the ques· 
tion to the Supreme Court. That court, howe\·er, in \Vatch Co. v. Robbins, 
148 U. S. 266, 13 Sup. Ct. 594. held that the fact that courts had reached 
contradictory results did not under the statute warrant the submission 

• • 

of the question or its decision, but might furnish ground for a certiorari 
upon proper application. We do not deem it needful at this time to enter 
that field of discussion, because, assuming the right of the appellate court 
to review to the fullest extent the decision of the court below, we are 
satisfied with the correctness of the conclusion reached upon the merits 
with respect to the issuance of the preliminary injunction." Approved in 
Breshnaham v. Tripp Giant Leveller Co., 7 Fed. 920. In National Cash 
Reg. Co. v. Am. Cash Reg. Co., 178 Fed. 79 the influence r.ppears to have 
been limited to adjudication;; of appellate courts. 

12 11 9 Wall. 788, 793· The fact that a patent has been judicially declared 
to be valid does not obligate another court even to grant a preliminary 
injunction against infringement. "While it is a rule of comity, conven
ience. and expediency that deference shall be paid to the judgment of a 
co-ordinate tribunal sustaining the validity of a patent, its obligation is 
ot imperative." Vulcan Soot Co. v. Amoskea.g Mfg. Co., 255 Fed, 88. 
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0RIGI~ALITY-PJUOR K~OWLEDGE 

ANTJCJPATIO~ AXD )JovELTY. The foregoing has been a 
.discussion of the general proposition that nothing amounts to 
invention, within the meaning of the patent la\vs, which is not 
hO differet!t from prior existing actualities as to have necessi
tated a certain degree of uncommon mental operation. If the 
new product does not sufficiently differ from the existing 
knowledge as to be invention it is, technically, said to. be ''an
ticipatell" by such knowledge. It is also said to lack novelty. 
The expressions are practically synonymous; "anticipated" and 
''lacking in novelty" are used interchangeably.127 As has been 
already said, the phrase "lacking in invention" is also syn
onymous \vith the others, being merely a different way of say-

• 

ing that a device has been anticipated and is lacking in novelty. 
Some writers treat "invention'' and "novelty'' as distinct, but 
it will be observed, that the same cases or type of cases are 
used by them to show when im·ention is present, and when not, 
a8 are used to illustrate the presence or absence of novelty. A 
production can not be an invention, when knowledge of all the 
r-rior art is conclusively presumed to be possessed by the in
ventor, unless it does possess novelty. It is only when inven
tion is used in the \:ery broad sense of something actually new 
to the producer himself that it can be dissociated from novelty. 
For the sake of connnience it is often usec.I in this sense, but 
there is no need for further discussion of the determination of 
the presence of patentable im·ention under this head. The con
text usually shows clearly with which meaning the word in-
vention is employed. • 

We come now to a discussion of the c.rtcnt to which knowl
cdge must exist to constitute anticipation, and the degree of 
proof of its existence which is necessary. 

FoREIGN USE. The one exception to the requirement that 
a production must be new, to be a patentable invention, is in the 
fact that mere usc in a foreign country does not preclude pat.:. 
cntability of a device in this country. 

127 But see the apparent distinction made in Crandall v. Richards, 8 
Fed. 8o8. 
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If the applicant for a patent appears to have been ignorant 
of such use, and therefore to be more than a mere importer, 
he is entitled to a patent despite the use. The statute of 1836 
and those following authorize issue of a patent for an inven
tion "not known or used by others in this country . . . and 
not patented or described in any printed publication in this or 
any foreign country." In the earlier statutes the words "in 
this country," following "not known· or used'' were absent. 
Under this phraseology it was held that use even in a foreign 
country deprived an inventor of his right to a patent monopo
ly.120 But since the act of 1836 the Supreme Court has said 
that a patent issued to one who believed himself the true and 
first inventor is not avoided by evidence of mere prior use in a 
foreign country.130 In such case "the party who invents is not 
strictly speaking the first and original inventor. The law as
sumes that the improvement may have been known and used 
before his discovery. Yet his patent is valid if he discovered 
it by the efforts of his own genius, and belie,·ed himself to be 
the original invento1 The clause in question qualifies the 
words before used, and shows that by knowledge and use the 
legislature meant knowledge and use existing in a manner ac
cessible to the public. If the foreign invention had been printed 
or patented, it was already given to the world and open to the 
people of this country, as well as of others, upon reasonable 
inquiry. They would therefore derive no ad\'antage from the 
invention here. It would confer no benefit upon the com
munit\·, and the inventor therefore is not considered to be 

• 

entitled to the reward. But if the foreign discovery is not 
patented nor described in any printed publication it might be 
known and used in remote places for ages, and the people of 
this country be unable to profit by it. The means of obtaining 
knowledge would not be within their reach; and, as far as their 
interest is concerned, it would he the same thing as if the im
provement had never been discovered. It is the im·entor here 
that brings it to them, and places it in their possession. And 
as he does this by the effort of his own genius, the law regards 

12u Whitney v. Emmet, Baldwin 303. 
tao Gayler v. Wilder, 10 How. 476. 4¢ . 

• 

• 



• 

Patents and hn•c1rl ions 

him as the first and original inventor, and protects his patent, 
although the improvement had in fact been invented before, 
and used bv others. ··tal 

• 

It is to be noted that these cases, even though they sustain 
ratt:nts for devices already known abroad, do not conflict with 
the rule that an importer is not entitled to a patent. They 
merely hold that one who has truly created something by his 
own mental action, and therefore believes himself to be not 
only a true inventor but also the first inventor. shall not lose 
his right to a patent because the same thing was known but 
not published in a foreign country. Proof that the alleged in
\·entor had acquired his own knowledge from abroad, and 
therefore could not believe himself the im·entor, but was merely 
an importer, would undoubtedly deprive him of his right to a 
patent.132 

The publication of knowledge, or the actual patenting of the 
de,·ice, e\·en in a foreign country will, as said in Gayle~ v. 
Wilder, supra, be sufficient to deprive a device of patentability 
here. 

But if the foreign patent was taken out by the same inventor 
who is seeking a patent in this country the statute prO\·ides an 
exception, in ~ ..J.88i. "?\o person othenvise entitled thereto 
shall be debarred from receiving a patent ft•r his invention or 
disco\·ery by reason of its having been first patented or caused 
to be patented by the inventor or his legal representatives or 
assigns in a foreign country. unless the application for said 
foreign patent was filed more than twelve months prior to the 
filing of the application in this country, in which case no patent 
~hall be granted in this country. 

"An application for patent filed in this country by any per
son who has pre,·iously regularly filed an application for a 
patent for the same invention or discovery in a foreign coun-

tat O'Reilly v. ~Iorse, 15 How. 6.2, IIO. Roemer v. Simon, 95 U. S. 214. 

Cornely v. ::\farckwald, 17 Fed. 83, Schillinger v. Greenway Brcw'g Co. 
17 Fed. 244; \Vorswick :Mfg. Co. v. Steiger, 17 Fed. 250, Doyle v. Spauld
ing, 19 Fed. 74-1. ::\lcFarland v. Spencer, 23 Fed. 150. Vacuum Engineer
ing Co. v. Dunn. 209 Fed. 219 • 

• 

ta 2 Roemer v. Simon, 95 U. S. 214 and cases supra . 

• 
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try which, by treaty, convention, or law, affords similar privi
leges to citizens of the United States shall have the same force 
<1nd effect as the same application would have if filed in this 
country on the date on which the application for patent for the 
san.1e invention or discovery was first filed in such foreign 
country, provided the application in this country is filed within 
twelve months from the earliest date on which any such for
eign application was filed; but no patent shall be granted upon 
such application if the im·ention or discovery has been patented 
or described in a printed publication in this or any foreign 
country, or has been in public use or on sale in this country, 
for more than two years prior to the date of filing in this 
country." 

ExTENT OF PRIOR KNOWLEDGE. Knowledge or use in this 
country, or desr.ription in a printed publication anywhere, con
stitute sufficient knO\vledge, by the very words of the statute, 
to deprive a production of novelty. The prior knowledge 
need not have been widespread to constitute anticipation; it is 
sufficient if it was general enough to be satisfactorily proved. 
In a case as early as 1817, this particular point came before the 
court, 133 which said ''The law never could intend, that the 
greater or less use, in which it might be, or the more or less 
widely the knowledge of its existence might circulate, should 
constitute the criterion by which to decide upon the validity of 
any subsequent patent for the same invention. I hold it, there
fore, to be the true interpretation of this part of the Statute, 
that any patent may be defeated by showing, that the thing 
secured by the patent had been discovered and put in actual 
use prior to the discovery of the patentee, however limited the 
use or the knowledge of the prior discovery might have been.'' 

The Supreme Court itself has said/34 "The prior knowledge 
<tnd use by a single person is sufficient. The number is imma
terial." In this particular case the prior knowledge appears to 
have been held by at least five persons. ·while this dictum is 

1sa Bedford v. Hunt, I Mason 302. 

134 Coffin v. Ogden, r8 Wall. 120. Twentieth Century Co. v. Loew Mfg. 
Co., 243 Fed. 373, 378, "Prior knowledge and use by a single person would 
have been sufficient to require denial of the patent." 
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undoubtedly sound as a matter of law, it is obvious that the 
actuality could seldom arise. I i the knowledge were truly con
fined to one person, it is clear that the proof of such knowledge 
wouid, almost as a corollary, be confined to the same one per
son. In view of the tendency of the courts to scrutinize most 
carefully the evidence of alleged prior knowledge where, as 
they say, the incentive to perjury is extreme, it is decidedly im
probable that the te:;timony of one individual, that he, alone, 
possessed knowledge e>f the device before the time of the dis
puted im·ention, would be <hXepted as sufficient to show antici
pation. But it is not impossible; as is clear from the case of 
Bannerman v. Sanford.m In this case the prior knowledge 
was actually embodied in a woodm model. Although this 
model was known to but one individual and no use of the de
vice had ever been made, the court held that it constituted an· 
ticipation; and quoted as authority the dictum of Coffin v. 
Ogden.13r . 

Some confusion as to this proposition, that the extent of th~ 
prior knowledge is immaterial, is caused by the expression of 
courts which have failed to distinguish clearly between knowl
edge and the proof of knowledge. As we have said, the fact 
that but one or two persons testify as to the existence of the 
prior knowledge may well leave effe.:Live doubt as to its actu
<l.lity. If a court being unsatisfied, for some such reason, as 
to its existence, puts its d~cision upon the ground merely of 
"absence of prior knowledge," there may be confusion as to 
whether the court disbelieved the e. !dence, or believing· it, did 
not consider the knowledge proved to be sufficient. An excel
lent illustration of this looseness of thoug!1t and expression is 
found in the case of Lincoln Iron \Vorks v. M'Whirter Co.139 

The statement is dcfinit·.dy made in this case that, "It is not 
enough to defeat the patent that some one other than Gilmour 
(the patentee) had conceived the invention before he did, or 
had e\·en perfected it, so long as it had not been in public use 
or described in some patent or publication."· This is in flat 

135 9Y Fed. 294· 
13i 18 \Vall. 120. 
139 142 Fed. 967. 

• 
• 

• 

• 
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conflict with the cases just referred to and contrary to the 
statute itself. But on examination of the particular case, it 
appears clearly that the matter of prior knowledge, as antici
pation, was not invoked in the statement quoted at all. The 
question was whether the patentee, Gilmour, had obtained the 
idea of the device which he patented from one Brown, to whom 
it was claimed the credit for the invention really belonged, and 
the court held that Gilmour had not obtained from Brown any
thing new or patentable. The court then did adjudge the 
patent void, in view of prior l.;:nowledge, for lack of novelty. 
This case stands as ittustration also of the fudlity and positive 
harm of relying for the law upon statements excerpted frem 
cases, instead of upon the facts and actual holdings thereof. 

PROOF OF PRIOR KNOWLEDGE. But although the prior knowl
edge need not have been general, its actual existence must be 
conclusively proved. This proof takes what may he consid
ered as two distinct forms, which howe\·er are incapable of 
exact differentiation. There must first be proved the existence 
of some knowledge as alleged; and then it must be demon
strated to the satisfaction of the court that this knowledge, as 
proved to have existed, is in truth enough like the subsequent 
alleged invention to constitute <.a anticipation of it. \Vhen the 
alleged prior knowledge exists in some tangible or substantial 
form, as in published works, or well known machines or pr~.· · 
cesses, the first proof is comparatively simple: the real issue 
arises out of the attempt to identify this earlier knowledge with 
that of the patent in suit. . On the other hand, ii the prior 
knowledge is not· embodied in any visible form, hut rests only 
in the memory of witnesses, there is a decided issue of fact, 
arising from the necessity of proving· the actual existence of 
this alleged knowledge, ~efore the issue of similarity can arise 
at all. This is equally true where the alleged prior knowledge 
is embodied in substantial form, in drawings, or in written de
scription but the authent!c date of these embodiments is dis
putable. In Gttch lei~~ the same· issue of existence of the al
ltged knuwledge arises before that of idrutity can be con
sidered. There are so many correlations, however, between 

• 

• 

• 

• 



• 

• 

• 

Patents and lm•clllions 
• 

th~ existence and the identity of knowledge, that the issues and 
the proof can not well he separately treated. The whole mat-

• 

ter must be considered as one issue, namely, that of the c.r."st-
t'llCe of idcntia:l knowledge. 

The uncertainty of oral testimony is commented on by the 
Supreme Court. forcefully. in saying, 14 ~ "\ Ve have now to deal 
with certain unp::J.tented devices, claimed to be complete antici
pations of this patent, the existence and use of which are 
proven only by oral testimony. In dew of the unsatisfactory 
character of such testimony, arising from the forgetfulness of 
witnesses, their liability to mistakes, their proneness to recol
lect things as the party calling them would have them recol
lect them. aside from the temptation to actual perjury, courts 
have' not only imposed upon defendants th'! burden of proving 
such devices, lmt have required that the proof shall be clear, 
satisfactory and bevond a reasonable doubt. \Vitnesses whose 

• • 

memories are procded by the eagerness of interested parties 
to elicit testimony favorable to themseh·es are not usually to 
be depended upon for accurate information. The very fact, 
'' hich courts as well as the public have net failed to recognize, 
that almost every important patent, from the cotton gin of 
\Vhitney to the one under consideration, has been attacked by 
the testimony of witnesses wh::> imagined they had made simi
lar discoveries long before the patentee had claimed to have 

• 

invented his device, has tended to throw a c~rtain amount of 
discredit upon all that class of evidence, and to demand that it 
be subjected to the closest scrutiny~ Indeed, the frequency 
with which testimony is tortured, or fabricated outright, to 
build ~1p the defence of a prior use of the thing patented, goes 
i ar to justify the popular impression that the inventor may be 
treated as the lawful prey of the infringer."143 

Tlzc Patent as E·ddcllcc. The issuing of the patent itself 
gives rise to a presumption that the device covered thereby is 
novel. 

142 The Barbed Wire Patent, 143 U. S. 275, .284. 
H3 Mere testimony of a ~ingle witness as to the prior e:.dstence of a 

device held too uncertain to show anticipatkn. Pet~rs v. Univn Biscuit. 
Co., 1.20 Fed. 679. 

• 

• 

-



• 

• 

Prior K nm.vlcdgc 

The burden of proving the invalitlity of a patent is thus 
thrown upon the party asserting it. ·'The burden of proof 
rests upon him, and every reasonable doubt should be resolved 
against him.''uo "Evidence of doubtful probative force will 

• 

uot overthrow the Fresumption of novelty and originality 
arising from the grant of letters patent for an invention. It 
has been frequently held that the defense of want of no,·elty or 
uriginality must be made out by proof so clear and satisfac
tory as to remove all reasonable doubt.''141 In the case quoted 
from, to overthrow the presumption that the patentee, Bell, 
was . the first inventur, the other party introduced the testi
mony of nearly 200 witnesses to prove the priority of a device 
quite sufficiently identical with the patented one to deprive it 
of no\·elty. Despite this overwhelming abundance of corrobo
rative testimony. the court upheld the patent, questioning the 
validity of the testimony very largely on the ground that i i 
such prior device had actually existed it would have been put 
into use or, at least, patented. 

SDIILAIUTY OF THE PRIOR KNOWLEDGE AS PROVED. \Vhen, 
however. the existence of the prior knowledge has been proved, 
the issue then becomes not one of evidence and credibilitv, but 

• 

(;ne of mere conclusion as to its similarity with the patented 
device. This may be treated by the courts as a question of 
fact, to be proved by expert testimony, or as a mere conclusion 
to he reached in some intu:tive or logical way. 

But in either aspect, it is not a matter to he determined by 
rules of law, and could not be. Precedents may influence to 
v certain extent, as in other findings on the matter of inven-

• 

tion, hut each case must, in the very nature of the subject, be 
determined solely on its own peculiar circumstances. The 
expression of individual findings as rules of law is not un
common in the reports, but it is wholly inaccurate, misleading, 

UG Coffin v. Ogden, 18 Wall. 120, 124. Parks , .. Booth, 102 U. S. !)6, 
Cond:t v. Bru~h. 132 U. S. 39, Am. Ca.ramcl Co. v. ~lills & Bro., 149 
Fed. 743· 

141 Am. Bell Telephone Co. , .. People's Telephone Co., 22 Fed. 309, 313, 
• 

citing authority. Underwood Typewriter Co. v. Elliott-Fisher Co., 165 
Fed. 927. 

• 

• 
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and a source of much confusion when other courts come to a 
<!ifferent conclusion upon similar superficial facts. 

Usc. The fact of usc of a prior device has great influence 
upon the decision in each of these qu~stions. As is obvious 
from the cases just referred to, actual use or absence of t13e, 
may be a determinant factor in the credibility to be given to 
evidence of the existence of the alleged prior knowledge.144 

So, also, as will be seen, it plays a very great part in determin
ing the identity of the prior knowledge with that of the patent. 
The proposition is that an already existing idea. of means 
which was never in fact put into use, was probably not essen
tially identical with the later one which was actually put into 
use. "In determining a question of this character (anticipa
tion) it is a pertinent and reasonable inquiry, if it be true that 
the disclosure of an earlier· patent was substantially that of 

IH Deering v. \\'inona Harvester \Vm·ks, ISS U. S. 286, 301, "Granting 
the witnesses to be of the highest character, and never so .conscientious 
in their desire to tell only the truth, the possibility of their being mistaken 
as to the exact device used, which, though bearing a general resemblance 
to the one patented, may differ from it in the very particular which makes 
it patentable, arc such as to render oral testimony peculiarly untrust
worthy; particularly so if the testimony be taken after the lapse of years 
from the time the alleged anticipating device was used. If there be add
ed to this a personal bias, or an incentive to color the testimony in the 
interest of the party calling the witness, to say nothing of downright 
peri ury, its value is, of course, still more seriously impaired. U, as he 
says, in x8;8, he tried a rigid extension and found it unserviceable, and 
subsequently, in the same season, he invented a pivoted extension, and it 
worked well, it is improbable that he would- have cast it aside altogether 
at the end of the season, and taken up again the theory of a rigid ex
tension, and applied it not only to his own, but to a number of other 
machines. His excuse that the binder was incapable of doing satisfactory 
work during the season of 1879, by reason of the shortness of the grain 
that season, is evidence that it was inoperative. If it had been a success, 
he would hardly have thrown it aside permanently. Doubtless he did use 
a rigid extension of some sort: but if he ever used a pivoted device at all 
· of which we have considerablo doubt his efforts in that direction must 
be relega~ed to the class of unsuccessful and abandoned experiments, 
which, as we have repeatedly held, do. not affect th~ validity of a subse
quent patent." Gamewell Fire Alarm Telegraph Co. v. Municipal Signal 
Co., 61 Fed. 948. 

• 

• 

• 
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Jones, why during a period of many years was it not practically 
applied to the same use ?"145 

The statute does tiot provide that the prior knowledge shall 
have been put into actual use to constitute anticipation. It is 
~ufficient to deprive an alleged invention of patentability if n. 
wet e used or lmmf.'ll before. In many instances, there is prac
tical reason why use should be required before a finding of 
anticipation will be reached. Actual use often is necessary, 
as has been said, to show that the prior knowledge was identi
cal with the alleged invention; but, except as regards proof, if 
the identity of the knowledge is otherwise clear, the prior 

• 

knowledge ned not have been placed in use. 14
'
1 

Even in cases where actual use has been held requisite to 
show. the real similarity of the prior device to the usable one in 
question, only enough use to demonstrate this has been de
manded. Thus in Brush v. Condit147 only one embodiment of 
the earlier known device had ever been made. It had been used 
a very short time only, and then discarded. XeYertheless the 
court said, ''With a strong disinclination to permit the re
mains of old experiments to destroy the pecuniary value of a 

HS Carnegie Steel Co. v. Cambria Iron Co., 89 Fed. 721, 738. 
un Sayles v. Chi. & N. W. R. R. Co., 4 Fisher Pat. Cases. Hoe v. Michie 

Printing Press Co, 141 Fed. II2. It must, however, be noted that in at least 
one case, very positive prior knowledge was held not to constitute anticipa
tion because it had never gone into practical use. T!lis was so held even 
though the identity of knowledge was undisputed. Carnegie Steel Co. 
v. Cambria Iron Co., 89 Fed. 721. The case involved a patent for the 
process of mixing molten iron so as to produce uniformity by emptying 
the contents of severai converters into a central basin, from which the 
combined contents were drawn off as desired. This was held not antici
pated by an earlier publication in which it was said, "Uniform results 
.•• can hardly be expected unless a number of blast furnace charges are 
mixed. This would seem to be the theoretical solution of the problem." 
Gayler v. 'Wilder 10 How. 476, 409, "The case was thus made to turn 
not on the priority of invention only, but upon that a11d the fact of its 
having bcm tc.ftcd by c.rpcrimcuts. This introduces a new principle into 

• 
the patent law. The right under the law depends upon the time of the 
in\'ention. An experimental test may show the value of the thing invented, 
but it is no part of the invention." Stitt v. Eastern R. R. Co., 22 Fed. 
649; Crown Cork & Seal Co. v. Aluminum Stopper Co., 1o8 Ftd. 8.~5-

147 132 u. s. 39· 

• 

• 
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patent for a useful and successful invention. and remembering 
that the defendants must assume a weighty burden of proof, 
I am of the opinion that the patentee's im·ention is dearly 
eroved to have heen anticipated hy that of Hayes. " 14

" 

.-I bancloncd E.r,'•crimcnts. \ Vhether or not abandoned ex
periments arc sufficient to anticipate a later production, is a 
question of evidence rather than of substanth·e Ia w. It is 
occasionally said that ''abandoned experiments do n:)t antici
pate,'' as though it were a matter of law that they could not.uu 
This, however, is not correct. Abandoned experiments not 
only can anticipate. theoretically. but have been held to do 
so. tr.o The ahanrlonment of experunents may result not from 
the inutility and unsuccessfulness of the device as developed, 
btt from wholly extraneous causes, such as lack of capital to 
Luild machinery. If the essential identity of the prior device, 
concerning which the experiments were being made, with the 
particular de,·ice in issue is clear, no further showing is neces
san-.1~1 

• 

But if the alleged anticipated device was different in formal 
structure from the later one, the difficulty of proving that it 
was essentiallv identical with the later one is exfreme. It is 

• 
perfectly obvious that a device which will not work is not the 
same in form or construction as a de,·ice which \Viii work. 

If the prior device has been actually built, so that its formal 
characteristics are clearly demonstrated, the question of an
ticipation becomes merely the usual issue, already discussed, 
of whether the change which made tpe latter device successful 
required invention or was merely mechanical. 

• 

If the earlier device has not been formally embodied, there 
is then a complication arising from the difficulty of determin
ing exactly what the "experimental'' device was, or purported 
to be, either in form or essence. With this in view, there are 
two possibilities in respect to an alleged anticipated device 

• 

148 Hall v, :\fcNealc, 107 U. S. 90; Bedford v. Hunt, I Mason JOI. 
140 The Corn Planter Pat. 23 Wall. 181, 21 r. Deering v. 'Vinona Har

vester Works, ISS U. S. 286, 302. 
Ir.o Crown Cork & Seal Co. v. Aluminum Stopper Co., ro8 Fed. 845. 
m Sayles v. Chi. & N. W. R. R. Co., 4 Fish. sS.t . 
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which has never been put into practical use. It may ha\'e been 
comple~ed on paper, so that a device made according to the 
rlans and description would work, but no device may have 
ever been made according to those plans. Or it may never 
have been completely de\·eloped, either substantially or on 
paper, to the extent that it would quite work. 

In the former case, it certainly amounts to a prior descrip
tion of the later dcdce, and the only possible question is 
whether this alleged description was in reality so clear that 
an expert would, in following it, produce the later device. In 

· the latter case, the fact that it did not v·ork, and could not be 
made to work, so far as the experimenter had proceeded, is 
generally treated as rather conclusive evidence that the knowl
l.dge represented by it was not sufficiently like the knowledge 
represented by a workable device to constitute anticipation. 

It .is obvious, that the mere fact of prior knowledge not 
having been put to actual use, can not be absolutely relied on 
as negative invention. If the prior knowledge is clearly quite 
identical with the patented device, as for instance if it were 
shown in a published statement word for word and completely 
descriptive of the device, the anticipation could not logically 
be avoided. by the fact that the utility of the device had not 
been generally recognized or that it had never been constructed. 
Even if the prior knowledge were only substantially similar to 
the patented device, the failure to use it might be due not to 
essential and inventive difference from the later device, but 
wholly to extraneous circumstances.152 

· 

Dra•wings, models, etc. Where the prior knowledge exists 
in the form of a published description, or in the specification of 

• 

m Crown Cork & Seal Co. v. Aluminum Stopper Co., 108 Fed. 845. 
Crandall v. Richardson, 8 Fed. 8o8. "In a defence of prior use it is 
often a controlling circumstance, where there is doubt in the proof, that, 
considering the success of the later device, if it had been made previously 
it would have attracted the attention of the trade and immediately have 
gone into use; but it often happens that from various fortuitous circum
stances a complete invention, in a branch of business where much depends 
on r.nergy and facilities and capital, fails to attract that attention which, 
under different and better auspices, it receives when independently pro
duced at a later day." 

• 

• 

• 
• 

• 
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c: patent, or in the existence of a mere model, the question of 
anticipation is, in the first inquiry, one of evidence only. Is 
prior knowledge surely proved? Docs the publication, the 
11atent, or the model clearly show the same device as the one 
in question? If it does, the device in question is anticipated. 

One text writer has taken a different position.m He says, 
"Xovelty of a machine or manufacture, is not negatived by any 
rJrior unpublished clrawings, no matter how completely they 
may exhibit the patented im·ention, nor by any prior model, no 
matter how fully it may coincide with the thing covered by the 
patent. The reason of this rule is not stated with fullness in · 
either of the cases which support it, but that reason is deducible 
from the statute and from the nature of drawings and of 
models. The statute provides, relevant to the newness of pat
tntable machines and manufactures that they shall not have 
been previously known or used by others in this country. X ow, 
it is clear that to use a model or a drawing is not to use the 

• 

machine or manufacture which it represents; and it is equally 
obvious that to know a drawing or a model is not the same 
thing as knowing the article which that drawing or model 
more or less imperfectly pictures to the eye. It follows that 
neither of those things can negative the newness required by 
the statute. Nor is the statutory provision on this point lack
ing in good reasons to support it. PriYate drawings may be 
mislaid or hidden, so as to preclude all probability oi the pub· 
lie eYer deriving any benefit therefrom; and even if they are 
seen by several or by many. they are apt to be understood by 
few or by none. Models also are' liable to be secluded from 
view and to suffer change and thus to fail of propagation. 
l\Ioreover, if a patent could be defeated by producing a model 
or a drawing to correspond therewith, and by testifying that 
it was made at some sufficiently remote point of time in the 
past; a strong temptation would be offered to perjury. Sev
eral considerations of public policy and of prh·ate right com
bine, therefore, to justify the rule of this section." 

This seems to be supported, in part, at least, by the case of 

tG3 \Valker, Patents. 

• 

• 

• 
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American Writing ::\lachine Co. vs. Wagner Typewriter Co.m 
in which the court said "It is clear, as pointed out by :\Ir. 
Walker, that knowledge of a model or a machine is not knowl
edge of the machine itself any more than knowledge of a model 
of Brooklyn Bridge is knowledge of that structure. But we 
think the rule should be restricted to a model pure and simple 
as the word is understood in common parlance, viz. : a pat
tern, a copy, a representation usually upon a reduced scale. 
The word "model" should not be construed to mean the identi
cal device which is co\·ered by the patent. If this were other
wise a defendant who produces the exact structure of the 
claims and pro\·es that it was known prior to the date of the 
alleged invention is completely answered if the complainant 
can show that the anticipating structure was filed as a model." 

There are like expressions to be found in other cases. But on 
examination it is dear that the true rule is one of evidence 
simply. It is perfectly obvious that :\Ir. Walker has fallen in
to the common error of confusing the embodiment of the in
vention with the invention itself, and therefore he forgets that 
o.n i!wention might be known, or even used, even though it 
had never been tangibly embodied. In the particular case just 
referred to the court admits this, although it does lay down 
the rule of law quoted, in saying further, ''In the case of a 
complicated machine a small model incapable of actual use may 
be filed for the purpose of explaining and illustrating the draw
ing; that such a model alone would not anticipate is, of course, 
perfectly clear. On the other hand, it frequently happens that 
the applicant files as his model not a pattern or representation 
of the thing invented by him but the thing itself. Take, for 
illustration, an application for a patent for a horseshoe nail 
where one of the nails made by the inventor is filed as a model, 
can it be that a subsequent applicant can hold a patent for that 
nail or any feature thereof after proof of its prior existence 
and the knowledge thereof by the public." 

J f one only keeps clearly in mind what Mr. Walker evidently 
forgot and the court in the Typewriter case saw but vaguely, 

m 151 Fed. 576. 

• 

• 
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namely, that an invention is a concept, not a tangible thing, 
then to know a dr~wing or a model is to know the im·ention 
which they represent. :\lr. \Valker's reasons why the existence 
of the drawing or model shouhl he carefully scrutinized are 
sound. But to seriously contend that the concept which con
st:tutes the innntion could not be re\·ealed t•) the public hy a 
ft:ll and clear written description of it, or by its embodiment 
in miniature, would be ridiculous. 

In the case of Keys \'. Grant155 the Supreme Court said it 
was properly left to the jury to decide \\·hether a device de
scribed in a prior publication was in fact so similar to the 
patented de\"ice as to anticipate the latter. As the prior knowl
edge was represented only hy this printed description, there 
could have been no question for the jury if it were a rule of 
law that published drawings could not anticipate. There is 
no more reason why unpublished drawings should not also an
ticipate, except the reason ari~ing from the natural doubt as 
to their authenticitY . 

• 

The confusion arises from the fact that this issue of evi-
dence is con fused with the issue oi whether the de\·ice as dem
onstrated in the earlier form is the same in essence as the 
later one. This latter issue is not one of e\"idence but one of 
fact, whether for the court or the jury. It is, again, the usual 
issue of whether the apparent chat~ge is such as amounted to 
im·ention or is a merely formal and mechanical change, and is 
determined In· the same factors as in all such cases . 

• 

But although the foregoing statements of the present writer 
are indisputable in theory, it must be recognized that the courts 
do in fact hold inventions not to be anticipated by prior knowl
edge sho\\'n hy unpublished drawings, no matter how definite 
and positi,·e and exact a knowledge those drawings may reveal. 
Such holdings are clearly indefensible as a matter of logic, but 
they are based rather ob\'iously on the court's opinion of public 
gcod, and they must he reckoned with. m• 

]r.r. 118 u. s. 25. 
155• l n addition to cases already cited see, to this effect, Chris tit: v. 

Seybold, 55 Fed. 6g; Automatic Weighin.l{ Mach. Co., v. Pneumatic Scale 
Corp., 166 Fed. 288; See also the discussion under "date of invention," 
post. 

-
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Summary. The foregoing discussion has been concerned 
~imply with the e\·idence on which lack of novelty can be 
predicated and the weight usually given to the different forms 
which the evidence takes. It may be summed up as a general 
proposition by saying that a prior patent, model or other 
tangible embodiment offered as evidence of lack of novelty 
must set forth the knowledge in such clear and unequi\·ocal 
form that a true and just comparison can be made of it with 
the subsequent device.156 But in the broadest aspect, after the 
weight to be given the evidence is settled, the comparison re
mains to be made; the question of idmtity of the two ideas 
of means still remains to be settled. This involves of course 
the whole matter of "invention" and "novelty" thus far dis
cussed. When the existence of the prior patent or other form 
of knowledge is shown, so that the existence of the knowledge 
i~ proved, and the issue thereby becomes one of identity, the 
form of the prior knowledge ceases to be material, except as 
stated in the foregoing discussion. If this is clearly borne in 
mind much of the confusion as shown in decisions, between 
conclusions as to identity of concepts, and proof of the exist
ence and characteristics of a particular concept, will be elimi
nated a consumption devoutly to be desired. 

A warning may be here adverted to, whkh is sometimes 
uttered by the courts, 'against reading into the prior knowledge 
~omething which is in fact not there. The subsequent device 
may, when produced, seem so simple that its actual difference 
from prior knowledge may appear immaterial. ·whether it is 
really immaterial or not, is the whole question of invention as 
against mere mechanical skill. As one court has said/57 "The 
line which separates invention from mechanical, skill is at best 
a narrow one, and the difficulty of demarkation in this case is 

150 Underwood Typewriter Co. v. Elliott-Fisher Cu., 165 Fed. 927, 930. 
"The prior patent or publication relied upon must, by descriptive words or 
drawings,•or by both, contain and exhibit a substantial representation of 
the patented improvement in such full, clear and exa.:t terms as to enable 
any person skilled in the art or science to which it appertains to make, 
construct, and practice the invention." Hanifen v. Godschalk Co., 84 
Fed. 649. · 

157 Ideal Stopper Co. v. Crown Cork & Seal Co., IJ! Fed. 244, 246 . 

• 
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enhanced by the fact that of necessity we look upon Young's 
invention with eyes instructed by Painter's and other subse
quent patents, anJ must take care that we do not in such light 
so reconstruct Young's patent as to se~ in it those possibilities 
which may seem very obvious now, but which may not have 
been disclosed by the patent itself; for, vague and uncertain 
as may be the line of demarkation between mechanical skill 
and invention, we could not deny Painter the right of inven
tion, unless the idea upon which his patent is predicated is so 
clearly set forth or suggested by Young that a mechanic, with 
Young's patent before him, could by mere· mechanical skill so 
modify p_r:oiJortions or_ chan.g~_the_mode oLoperation as to 
overcome the difficulties which excluded the prior device from 
commercial utility, and thus make fruitful the inventive idea 
which before was futile, merely through lack of the mechanical 
~kill needed for its development. "158 

LosT ARTS.. Certain forms of what might be called prior 
knowledge, even when pro\·ed to exist and to be identical with 
that for which patent is sought, are held, as a matter of law, 
not to anticipate so as to deprive a later invention of patent
ability. Prior knowledge which had been forgotten at the time 
of a later production, will not suffice to deprive that later con
cept of patentability. The public is no more in possession of 
forgotten knowledge than if that knowledge had never ex
ir,ted. It is generally believed that centuries ago certain arts 
c:xisted whose fruits haYe come down to us today, but whose 
methods of procedure have been wholly lost to the world. It 
can not be doubted but that if some one were to resurrect, 
through his own creative power, the means of producing the 

. same result, he would not be precluded from a patent by the. 
tact that an art had once been known for producing the same 
result. In Gayler v. \Vilder159 the contention was set up that 
the patent involved was void for lack oi novelty because one 
Conner had used a precise!~· similar device long before. The 
court rejected the contention, saying, "If the Conner safe had 

158 To!Jiiff v. Topliff, 145 U. S. 156, 161. 
159 IO How. 477· 

• 



• 

Prior Knowledge · 93 

passed away from the memory of Conner himself, and of those 
who had seen it, and the safe itself had disappeared, the knowl
edge of the improvement was as completely lost as if it had 
never been discovered. The public could deri,·e no benefit 
from it until it was discovered bv another inventor. And if • 
Fitzgerald (the pattntee) made his discovery by his own ef-
foits, without any knowledge of Conner's, he invented an im
r-rovement that was then new, and at that time unknown; and 
it was not the less new and unknown because Conner's safe 
\ras recalled to his memory by the success of Fitzgerald's 
patent. 11160 

In this particular case there was a strong dissenting opinion 
to the effect that Conner's knowledge, merely temporarily for
gotten, was not truly a "lost'' art. Mr. Justice :McLean said, 
"Conner's safe, as appears from the bill of exceptions, was 
used in his counting-house, being accessit~e to every one, some 
six or eight years. In 1838 it passed ·into other hands; but 
into whose hands it does not appear. In 1843, Fitzgerald ob
tained his patent. How long before that he made experiments 
to test the invention is not pro\·ed. At most, the time must 

· have been less than fi\·e years. This is a short period on which 
to found a presumption of forgetfulness. The law authorizes 
uo such presumption. It can ne,·er become the law. It is not 
founded on probab:Iity or reason. The question is, \Vas Con-

• 

ner's invention prior to that of Fitzgerald? That it was of 
older date by some ten or twelve years is proved. And the 
instruction, it must be obsen·ed, was founded on the supposi
tion that both inventions were similar. 

"The instruction seems to attacl: great importance to the 
• 

fact that Conner's safe was used only for his private purpose. 
This is of no importance. The invention is the question, and 
not the manner in which the im·entor used it. The safe was 
constructed at the founderv, and must have been known to the 

• 

hands there employed. How can it be ascertained that Fitz-
gerald was not informed by some of these hands of the struc
ture of Conner's safe, or by some one of the many hundreds 

t6o Coffin v. Ogden, 18 Wall. 125. 
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who had seen it in his counting-house in the city of }\few 
York. It was to guard against this, which is rarely if ever 
susceptible of proof, that the act is express,···'""if the thing pat
ented was known before, the patent is void. If the fact of tbis 
knowledge in any one be established, it is imma.terial whether 
the patentee may have known it or not, it avoids his patent." 
~Ir. Justice Daniel, also dissenting, very pertinently said, "An 
attempt has been made to compare the doctrine propounded by 
the court to what it might be thought is the law as applicable to 
the discovery, or rather recovery, of the processes employed in 
what have been called the lost arts. This illustration is in 
itself somewhat equiv0cal, and by no means satisfactory; for 
if that process could certainly be shown to be the same with 
one claimed by the modern inventor, his discovery could 
scarcely have the merit of originality, or be the foundation of 
txclusive right. But, in truth, the illustration attempted to be 
drawn from a revival of a lost art is not apposite to the pres
ent case. The term lost art is applicable peculiarly to certain 
monuments of antiquity still remaining in the world, the 
process of whose accomplishment has been lost for r~nturies, 
ha~ been irretrievably swept from the earth, with evP.ry vestige 
of the archives or records of the nations with whom those arts 
existed, and the origin or even the identity of which process 
uone can certainly establish. And if a means of producing 
the effect we see and have amongst us be discovered, and none 
can either by history or tradition refer to a similar or to the 
identical process, the inventor of t~1.t means may so far ciaim 
the merit of originality, though the work itself may have been 
produced possibly by the same means. But not one principle 
drawn from such a state of things can be applied to a recent 
proceeding, which counts from its origin scarcely a period of 
fifteen years." 

That mere temporaty forgetful1!ess of knowledge does not 
prevent that knowledge from anticipating is shown in Brush 
v. Condit.161 Here the patent was for a device to hold the 
carbon in electric ~rc lights. It had been preceded by a simi-

161 I 32 U. S. 39· 
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lar device, as was shown on the trial, but the earlier one had 
been used· on only one lamp. for a very short time, and had 
heen then relegated to absolute desuetude. In ordinary par
lance, it had been completely forgotten, till called to mind by 

• 

the later device. The coitrt, admitting that the di::mse might 
tend to show dissimilarity with the later, used, one, but being 
r.atisfied that there was· an identity nevertheless, held that the 
patented device was not patentable because of this earlier 
knowledge. 

The law is thus left open as to just how far a device, art, 
etc., must have been forgotten to be technically "lost" and 
therefore, not anticipatory. Theoretically, if it can be so far 
recalled as to be compared with the later device, it is not lost at 
all, merely forgotten. P:-actically, perhaps, the one who 
causes its recall to public memory by his new device is quite 
as worthy of a patent as one who absolutely creates a device. 
The majority opinion in Gayler v. \Vilder represents the pra~ 
tical view; the dissenting otJinion, and such cases as Brush v. 
Condit, the theoretical one. 

UNRECOG:.IIZED RESULTS. Akin to the fact that lost knowl
edge does not anticipate is the fact that an unrecognized re
sult, an unperceived actuality, if such a phrase may be used, 
will not serve to anticipate a subsequent alleged creation. In 
the words of the court,1c2 ''novelty is not negatived by a prior 
accidental production of the same thing, when the operator 

• 
does not recognize the means by which the accidental result is 
accomplished, and no knowledge of them, or of the method of 
its employment, is deri\·ed from it by any one." In Andrews 
v. Carman/03 one Green had patented a method of utilizing a 
principle of nature. It was claimed that the principle h3.d al
ready, prior to his invention, been called into operation by 
devices accomplishing the same purpose. The ·court up~teld 
the patent, saying, "A chance operation of a principle, unrec
ognized by any one at the time, and from whkh no informa
tion of its existence, and no knowledge of a method of its 
employment, is deri\·ed by any one, if proved to have occurred; 

1112 Wickelman v, Dick Co., ~ Fed. 264. 
1oa 13 Blatch. 307, 323. 
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will not be sufficient to defeat the claim of him who first dis
co,·ers the principle, and, by putting it to a practical and in
telligent use, first makes it available to man."1

'H 

The holding is somewhat differently put in another case.16
fi 

lt was admitted that a certain earlier patented device ap
proached very near the de\·ice in question and might ha\·e 
been made into the same thing by a slight modification. It 
was held not to anticipate, however, because it was not de
signed by its maker for the purpose, and the fact that it could 
have been so modified and used, was not evident to an ordi
ilarv mechanic. 1

"
11 

• 

SeA TTERED KNOW LEDGE. Since an invention is itself, as 
such, a single idea, although it may be composed of many 
minor constituent ideas, a patent is not necessarily defeated 
by showing that some or all of the constituent ideas were al
ready well known. These constituent ideas, uncombined, and 
each by iL .. elf. are not in any sense the one composite idea into 
which the patentee has \\'elded them. Knowledge of them by 
themselves is not knowledge of the combination or composite 
ir:to which they may be welded~ 0 f course, the combining of 
them into one whole may not ha' e required the exercise of 
-im.•t•nti<•t genius. In such case the existence of the separate 
ideas would legally invalidate the patent for the composite 
idea. The occasional statements to the effect that if the un
combined elements do not show the combination, the patent 
for the latter is therefor \·alid, are obviously not meant in their 
literal significance. Contextually tl1ey mean oniy that if the 
eleme'lb do not show the combination, the patent may be valid. 
It is not necessarily so. But if in fact it did require immztion 
to create the patented idea out of the separate ideas, then the 
patent is ':-tlid. however well known the separate ideas may 

tfl4 \Varrcn Bros. \', Owos5o, 166 Fed. 309. 
toG Topliff v. Topliff, 145 U. S. 156, 16r. 
tnn This indicates the substantial identity of invention and novelty. The 

particular device was not anticipated because to an ordinary mechanic the 
slight change necessary was not obvious it would have taken more than 
mechankal skill to have made the change; hPnce the later device was a 
true invention. Tilghman v. Pructor, 102 U. S. 707, ]II. 
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have been. Proof of the prior knowledge of these separate 
ideas is, therefore, pe"tinent in a suit, and should not he ex.-

• 

eluded nor disreganicd. But it does not of itself invalidate 
the patent attacked. It only forms a background against which 
tl1e itl\'entive quality of the idea patented can be determined.166

• 

PATEXTEE's PRIOR RE\'ELATIOXS. The fact that the prior 
knowledge was gh·en to the world by the subsequent patentee 
himself does not keep it from being such anticipation as will 
render invalid the later patent. To quote from one decision, 
"The various impro\·ements or modifications in the process 
of manufacturing of solidified collodion which are disclosed 
in the earlier patents to the Hyatts are outstanding against this 
patent (also issued to the Hyatts) just as much as if they were 
issued to strangers. "167 

• 

If this prior knowledge has been co\·ered by a patent, granted 
to .the inventor and still held by him, the fact of anticipation 
will not matter, except as to the greater length of time that 
the monopoly would exist if it could he obtained under the 
later patent. If the earlier patent represents a subject matter 
sufficiently like that of the later one to constitute an anticipa
tion ot it, anything that wouhl be an infringetnent of the later 
sought patent ought, theoretically, to be an infringement of 
the earlier patent. If the prior knowledge is not protected by 
a patent. the im·entor may a ,·oid the evils of anticipation by 
patenting his P.arlier device, unless he has been guilty of allow
ing too great a time to pass. K evertheless, although the earlier 
patent which would anticipate a later one ouglzt to protect the 
inventor to the same extent as the later one asked for would 
do, the practical result is not always so equally balanced. 
Courts tend sometimes to fiml a device anticipated by a funda
mental earlier patent when they might not be inclined to find 

1r.n• Bates v. Coe, 98 U. S. 31; Smith v. Macbeth, 6i Fed. I3i: Imperial 
Bottle Co. v. Crown Cork etc. Co., 1.39 Fed. 3r2; Packard v. Lacing-Stud 
Co., 70 Fed. 66. 

167 Celluloid Mfg. Co .. ,., Cellonite Mfg. Co .. 42 Fed. goo, 905; So also 
Doig v. l\lorgan ).latch Co., 59 C. C. A. 616: Under wood v. Gerber, 149 
U. S. 224; Miller v. Eagle Mfg. Co., 151 U. S. 186; Bannerman v. Sanford, 
99 Fed. 294; \Villiamson v. Neverslip Mfg. Co., 136 Fed. 210. • 

• 
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the later device within the protected scope of the earlier patent 
if the case should come up from that direction. For this rea
~on, ·it is sound policy for an inventor to cover all that he is 
mtitled to in a single patent, or at least in patents applied for 
sm1t1ltaneously, instead of delaying his application for any 
part independent of, but closely related to, his main iln-en
tion.1'18 

\V HAT COXSTITUTES PIUORITY. The priority of the alleged 
<•.nticipating knowledge is not determined in relation to the 
date the patent is issued nor even that on which it is applied 
tor. The knowledge, to anticipate. must have existed at the 
time the invention was made. 111

u The patent statute160
" pro

vides that an inventor may ha\·e a patent if his device be "not 
known or used by others in this country, before his invention 
or discovery thereof.'' 

If public knowledge is proved to have existed before the ap
plication for the patent was filed, the patent is prima facie void 
because of anticipation, lack of novelty in the invention, or 
whatever one chooses to call it. In the absence of anv other 

• 
proof the invention is presumed to ha\·e first been brought in-
to existence at the time the application was filed, 170 and it would 
therefore be subsequent to the public knowledge as proved. 
But, inasmuch as the date of the invention is not restricted to 
the date of application, the inventor is free to prove the real 
time at which his im·ention was brought into existence. 

DATE OF INVENTIOX. The sufficiency of the evidence upon 
this point takes two forms, which for the sake of true com-

• 
prehension of the cases, must not be confused, although they 
.-.re not always clearly distinguished in judicial discussion. 171 

The first issue upon the evidence is whether it amounts to proof 

1os The right of including more than one invention in a single patl nt 
is discussed iufra. 

1co Klein v. Russell, 19 Wall. 433, 464. 
leo• Section 4886. 
170 Drew son v. Hatje, 131 Fed. 734; Automatic Weighing :Mach. Co. 

v. Pneumatic Scale Corp., 166 Fed. 288. 
171 Automatic Weighing :\fach. Co. v. Pneumatic Scale Corp., 166 Fed. 

288. 
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of the real existence of any knowledge, regardless of the effect 
of that knowledge. The inventor might testify under oath that 

• 
he had evolved his invention in complete detail long before he 
made his application, but. unless this were corroborated by 
other evidence, no court would be apt to fix the date of inven
tion according to his statement. The possibility of mere mis
take, to say nothing of deliberate falsehood, would be far too 
great. An invention may be an invention e\·en though it be still 
locked in the mind of the il1\'entor. But as Lord Justice Brian 
said, centuries ago, 172 "The devil himself knows not the thought 
of man,'' and if there has been no revelation of the im·ention to 
others, no substantial embodiment or perceptible expression of 
it, the proof, resting itself only in the statement of the soi
disant inventor is extremely difficult if not impossible. This 
\Vas somewhat discussed in the case of Clark Thread Co. v. 
Willimantic Linen Co.173 "The allegation,'' said the court, 
"that the im:cntimz of Conant, for which his said letters patent 
were granted, was made before the publication or sealing of 
Weild's patent re(1uires more careful consideration .... The 
only evidence on the question as to the time of Conant's inven
tion is his own testimony, a species of evidence which, in cases 
of this kind, ought to be received with gre=tt caution." The 
court felt bound to construe the testimony very strictly against 
the patentee. "because such testimony, given for the purpose 
that this was. is necessarily subject to the gravest suspicion, 
however honest and well intentioned the witness may be." If 
the inventor could corroborate his statements by the testimony 
of others to the effect that he had revealed to them his invention 
in perfected form, it is possible that courts would accept such 
ttstimony as sufficient proof, despite its being merely oral 
statements depending on honesty and exactness of memory. 
Certainly. however, the testimony would be severely scrutin
ized and would be accepted as proof with the greatest hesi
tancy. The statements of courts in respect to the strength of 
evidence .necessary to prove knowledge alleged to anticipate a 

112 Yr. Bk. 17 Ed. IV. 1, 2. 
173 140 U. S. 481. See also, Symington Co. v. National Malleable Co., 39 

Sup. Ct. Rep. 542 . 
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patent, might be applied equally well to the e\·idence concern
ing the date of. invention.m 

Occasional courts have gone to the extreme of saying, in 
effect, that the date of invention can not be fixed prior to the 
time when the im·ention has been actually embodied in sub
stantial form.m These statements, while quite frequent, are 
logically incorrect, although they do seem to be the law with 
some exceptions hereafter discussed. They appear to be based 
on either of two ideas. One is the vicious error alreadv re-

• • 

£erred to, that an iin-ention is not a mere concept itself, but is 
the tangible device resulting from some concept involving in
ventive genius. On this assumption there could, of course, be 
no "invention" until there were a tangible contrivance; but the 
assumption is, as we have said, wholly ttn\\'arranted by the 
cases.176 

The other idea behind the statement is, that the existence of 
the invention can not be satisfactorily proved without some
thing more than oral testimony. This idea certainly finds a 
great deal of support in the cases; and it is at least possible, 
that no amount of completely credible oral testimony would be 
accepted as sufficient. by itself.171 

174 Supra. 
1711 Clark Thread Co. \'. Willimantic Linen Co., 140 U. S. <jSI, 489; 

Ellithorp v. Robertson, Fed. Cas. 44o8, 4 Blatch. 307; Automatic Weighing 
Mach. Co. v. Pneumatic Scale Corp., 166 Fed. 288, and cases therein cited; 
Symington Co. v. N a tiona~ :Jlalleable Co., 39 Sup. Ct. Rep. 542· 

176 Brown v. Crane Co., 133 Fed. 235, Grosscup ]., speaking upon an issue 
other than the one here referred to, "Invention is not in my judgment 
confined to the concrete mechanical form into which an idea ultimately 
evolves. Invention is the idea itself, the burst of new thought, the dis
covery; and patentable invention is the conjunction cf these with appro
priate and efficient and mechanical means." See other cases collected 
supra. 

111 A contrary opinion is expressed in Phila. & Trenton R. R. Co. v. 
Stimpson, 14 Peters 448, 461, "In many cases of invention, it is hardly 
possible, in any other manner, to ascertain the precise time and exact 
origin of the particular invention. The invention itself is an intellectual 
process or operation; and like all other expressions of thought, can in 
many cases scarcely be made known, except by speech. The invention 
may be consummated and perfect, and may be su~ceptible of complete 
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For this reason it behooves an inventor to keep such visible 
record of the progress of his concept that, should the date of 
his im·ention be called into question, he can demonstrate be
yond a doubt the date at which he really e\·olved the concept 
that constitutes the invention. 

The form which this corroborating eddence takes is not 
material, so long as it demonstrates the existence of the in
vention claimed. In many cases it has been in the shape of 
drawings or written description.108 

description in words, a month, or even a year before it can be embodied 
in any visiblt! form, machine or composition of matter. It might take a 
year to construct a steamboat, after the inventor had completely mastered 
all the details of his invention, and had fully explained them to all the 
various artisans whom he might employ to construct the different parts 
of the machinery. And yet from those very details and explanations, 
another ingenious mechanic might be ai.Jle to construct the whole appara
tus, and assume to himFelf the priority of the invention. The conversa
tions and declarations of a patentee, merely affirmins that, at some for
mer period, he invented that particular machine, might well be objected to. 
But his conversations and declarations, stating that he had made an 
invention, and describing its details and explaining its operations, are 
properly to be deemed an assertion of his right, at that time, as an in-· 
ventor, to the extent of the facts and details which he then makes known; 
although not of their existence at an antecedent time." See also, Bullock 

· :Mfg. Co. v. Crocker-Wheeler Co., 141 Fed. 101, 107. 

178 Bullock Elec. :Mfg. Co. v. Crocker-Wheeler Co., 141 Fed. IOI; West
inghouse Elec. & :Mfg. Co. v. Stanley Instrument Co., I33 Fed. 167; Dodge 
v. Porter, g8 Fed. 624; Draper v. Potomska ::\!ills Corp., Fed. Cas. No. 
4072. 

·Some confusion has been caused by the cases in which it is said that 
drawings and descriptions do not constitute an invention and have no 
effect upon a subsequently granted patent unless they are followed up to 
practical embodiment, or reduction to practice with proper diligence. 
Any such statement is on its face paradoxical, and is unsound. If the 
drawings, etc., do not at least evidence the invention, they could have no 
effect however diligently they should be followed up. If the invention 
does not exist until reduced to practice, it does not exist until then how
ever diligent the reduction may have been, and could not therefore take 
precedence of an invention evolved before the reduction to practice. All 
that such cases can stand for, in any sort of harmony with other cases, 
is either that the strength of evidence of the drawings, etc., is weakened 
by the lapse of time, or that the first inventor has lost his rights because 

• 
• 

• 

• 

• 

• 
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But here again it must be said emphatically that the decis-
iuns are not altogether in accord with the logical theory. In 
theory, as we have just said, the date of the invention is the 
date at which knowledge of the precise im·ention can be satis
factorily prO\·ed to have existed. And a drawing or a clear 
and specific description whose authenticity and existence on 
the date alleged is beyond dispute, ouglzt therefore to be suffi
cient e\"idence to protect the inventor. But practically they 
seem not to he sufficient when there is a question of priority of 
invention between ri\·al claimants for a patent. In such cases, 
the courts do say, however illogically, that the date of im·en
tion is the date when the concept is first "reduced to practice." 
Thus, in :\utomatic \Veighing Machine Co. v. Pneumatic 
Scale Corp.1•s• One \ Vatson "conceived his invention, illus
trated it by a drawing, and disclosed it to others, as early as 
January IO, 1896. He reduced his invention to practice by the 
Luilding of a machine in April, 1897. · He filed his application 
l\Iarch I I, 1898." One Thomas had filed an application for a 
patent for precisely the same invention in December, 1896. 
Thomas' application, therefore, was filed between the admitted 
date of \Vatson's concept in its definite and complete form 
<md his embodiment of that concept in its tangible form. The 
filing was assumed to be the date of Thomas' itwention. The 
issue was whether on these facts \Vatson or Thomas should 
he considered the first inventor. Logically, of course. Watson 
was admittedly the first im•etltor, he having definitely and pre
cisely formulated the concept whish was the invention nearly 
a vear before Thomas did so. But the decision of the court is • 
peculiar. It held the date of \Vatson's invention to be April, 

of his long delay. If, in addition to holding that the earlier alleged in
ventor has lost the right of precedence which his drawings, etc .. might 
have given and forfeited his possible monopoly, the 5Ubsequent and more 
diligent inventor's patent is upheld, the result is to uphold a monopoly in 
utter disregard of the fact that the invention covered therebv had been 

• 
known by others before the patentee evolved it. Pennsylvania Diamond 
Drill Co. v. Simpson, 29 Fed. 288; Automatic Weighing Machine Co. v. 
Pneumatic Scale Corp., 166 Fed. 288. 

Hs• 166 Fed. 288. 
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1897· and declared it to be a rule that an in\'ention dates not 
from the time of its full and definite conception but from the 
time it is first reduced to practice. "The authorities," says the 
cour~, "seem to be conclusive upon the point that a conception 
evidenced by disclosure and drawings does not constitute an 
invention under the patent laws.'' The illogicalness of this 
position is justified by the court on a basis of public advantage. 

But the court states two qualifications to this rule. The first 
is that an application for a patent will be treated as a sort of 
constructive reduction to practice; that is to say, invention may 
date from the filing of the application even though the con
cept has never actually been reduced to practice. As the court 
puts it, "From these established and seemingly contradictory 
principles of the patent law, first, that an invention in order 
to be patentab~e must be reduced to practice, and, second, that, 
tmder the statutes, reduction to practice is not essential either 
before or after the grant of a patent, it follows that there must 
be some stage of an invention when it must be presumed as a 
matter of law that the inventor has reduced his invention to 
practice: and that stage is presumed to have been reached when 
he has done all that he is required to do to obtain a valid 
patent, namely, when he has filed a complete <md allowable 
application: and hence the Patent Office has adopted the rule 
that the filing of such an application is constructive reduction 
to practice, and the federal courts have adopted the rule that 
f.ttch an application is conclusive evidence that the patentee has 
made his invention that is, reduced his im·ention to practice 
-,at least as early as that date." 

The second qualification is that the date of itwention may 
be carried clear back to the time of the conception, even with
c,ut any reduction to practice, if the inventor has used due dili
gence in attempting to reduce it to practice. "It is conceded," 
says the court, "that a patentee who has used 'reasonable dili
gence in adapting and perfecting' his invention c. : carry the 
date back to his drawings and disclosure."178

" 

118" The right of an admittedly prior conceptor was declared to !Je lost 
because of his unreasonable delay in reducing his concept to practice, and 

• 
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A 1('orl.-ing model not necessary. An actual working model 
u f the inn:ntion is not required. In the case of Loom Co. v. 
H iggins11u the court quite precisely said. "An invention relat
ii;g to machinery may be exhibited either in a drawing or in 
a model, so as to Jay the foundation oi a claim to priority, if 
Jt be sufficiently plain to enable those skilled in the art to un
derstand it." 

Jclcntiftcatiou of lmoc.l·lcdgc. \Vhen a patemee has succeeded 
in demonstrating to the court's satisfaction that he really did 
han a certain definite idea at the 'time alleged, there then 
arises the ,·cry ditterent question whether thi:; idea is the same 
one actually emhodied in the patent. \Vhile it is frequently 
left as a fact ior the jury, and is in one sense a question of 
fact. it is trnly a question of psychological fact, a matter of 
conclusion, reached by the operation of the judicial mind upon 

the patent oi a ,;uh,;rcjucnt conccptor of the same idea was upheld, in 
Onc-Pie~e Len' Co. v. Bisight Cu., .;q(> Fed. 450. 

":\ow Ht•no is in this dilemma: if his di,;closure was complete in Octo
ber, 1900, he was not rea,;onably diligent in waiting until the end of De
cember, 1902, to file his application; if he was reasonably diligent it was 
becau-e he m·cdcd fM the completion of his conception the inten·ening 
two years, and he 1loes twt antedate Stone & Brenchard. He himself sug
gt•sts no reason for the delay, but the necessity of engineering study, and 
that clicl not interfere with an application if he had really fully conceived 
the invention .... He makes no claim that po,·erty or sickness stood in 
his way, nor that he was too engro,st·c.l with independent affairs, assum
ing that such would he any excusc. For these reasons his date of inven
tion must he in my judgment that of his application." United Tunnel Co. 
v. Interborough, etc. Co., 207 f<'d. 561, ;;69. 

"Diligence is of the essence of a proper relation between the conception 
and the reduction to practice of an invcntion, and must consist of a de
gree of effort that can iairly be characteriz-ed as 'substantially one con
tinuous act."" Twentieth Century Co. v. Loew Co., .243 Fed. 373. 384. 

''As the evidence shows that both inventors user! 'reasonable (Iilli
gence in adopting and perfecting' their inventions by reducing them to 
practice, each can carry the date of his invention back to the date of his 
conception and disclosure ... and the one who fir;t conceived and dJs
closcd his invention and with reasonable diligence c:J•mected his concep
tion with its reduction to practice is the 'original and first im·entor' under 
the statutes, without regard to which of the two first completed the re
duction to practice." Evans v. Associated, etc. Co., .241 Fed. 252. 

11o 105 U. S. sFo. 
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the perceptible actualities presented. :Much .the same prece
dents may be used, in arriving at a particular conclusion upon 
the evidence presented, as are used for guidance in determin
ing whether certain prior knowledge constitutes anticipation. 
The question is really the same. In the ascertainment of an
ticiJjation the inquiry is, whether the knowledge proved to 
have existed, prior to the patent, is sufficiently definite and 
similar to constitute substantially the same thing. When the 
date of invention is in issue, the inquiry, in the particular 
phase under discussion is, whether the concept proved to have 
existed prior to the application for the patent is sufficiently 
definite and similar enough, in essence, to that of the patent to 
he substantially the same invention as that patented. The fact 
that any change from the original idea whose date is proved, 
and that covered by the patent, was made by the originator of . 
the idea himself does not matter. If the change has been of 

• 

the essence, has required inventive genius, the date of the new 
invention can not be carried back to that of the original. ''The 
invention or discovery relied upon as a defense must have been 
complete, and capable of producing the result sought to be 
accomplished ; . . . If the thing were embryonic or inchoat; 
if it rested in speculation or experiment; if the process pursued 
for its development had failed to reach the pomt of consumma
tion, it can not a\·ail to defeat [or to protect] a patent founded 
upon a discovery or invention which was completed, while in 
the other case there was only progress, however near that 
progress may have approximated the end in view. The law 
requires not conjecture but certainty. If the question relates 
to a machine, the conception must have been clothed in sub
stantial forms which demonstrate at once its practical efficiency 
and materiality."'160 .-\nd again/t1 ''Although prior unsuccess
ful experiments in part suggested the construction which the 
patentee adopted and perfectecl, this fact will not defeat [nor 
protect] the patent."162 Xeither would incomplete, inchoate 

1eo Coffin v. Ogden, 18 Wall. 120, 124. 
• 

1~1 Whittlesey v. Ames, 13 Fed. 893, syl. 
1~2 Agawam Co. v. Jordan, 7 \Vall. 5R3. 6o2. "The settled rule of law 

is that whoever first perfects a machine is entitled to the patent, and is 

• 
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ideas of the invention suffice to carry the date of im·ention 
Lack of the date of application for the patent, against a show
ing of knowledge between the dates of the experimtnts and 
that of the application.183 

As illustrative of the effect of collateral circumstances upon 
proof of the date of invention, is the case, just referred to, of 
Loom Co. v. Higgins.184 Here, one Davis professed to have 
invented a device, prior to \Vebster's production of it. The 
court rejected this claim, for lack of evidence, and said inci
dentally, "Another circumstance seems to us as having much 
weight in this connection. It was found that the loom No. 
so, and the Sterling loom, when completed in 1871, worked 
with wonderful success; sometimes as many as sixty yards be
ing wo\·en on one loom in ten hours. If Davis was the in-

. ventor of the wire motion applied to these looms, why did he 
t<ever apply for a patent for it? He was already a patentee 
of a different and inferior apparatus. He knew all about the 
method of going about to get a patent. He belonged to a 
profession which is generally alive to the advantages of a 
patent-right. On the hypothesis of his being the real inventor 
his conduct is inexplicable." 

the real irwenlor, although others may have previously had the idea and 
made some experiments toward putting it into practice. He is the inventor 
and is entitled to the patent who first brought the machine to perfection 
and made it capable of useful operation." 

tsJ For further authorities see the discussion of the inquiry as to what 
constitutes sufficient knowledge to anticipate. \Vestinghouse Elec. Co. v. 
Beacon Lamp Co., 95 Fed. 462; The Wood-paper Pat., 90 U. S. 566, 594; 
Allis v. Buckstaff, 13 Fed. 8i9; Hillard v. Fisher-Book-Typewriter Co., 
159 Fed. 439. 441, "Statements in a prior application relied upon to prove 
anticipation must be so clear and explicit that those skilled in the art will 
have no difficulty in ascertaining their meaning"; Lincoln hun Works v. 
M'Whirtcr Co., 142 Fed. 96i· 

184 ro5 u. s. s8o • 
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CHAPTER III 

UnLITY 

The statute provides that an invention to be patentable must 
not only be new but must be "useful" also.185 It does not, 
however, say just how much usefulness there shall be, nor does 
it indicate what is meant by "useful." The interpretation is 
left open to the courts. It is clear from the decisions that 
"useful" is not used in the sense of "usable." If it were in 
this sense, the patent office would be encumbered with a great 
many fewer absolutely impractical "paper" inventions. There 
are, for instance, of record, in the neighborhood of 700 patents 
for various types of explosion turbines and parts thereof. Yet 
manufa~turers are unanimous in saying that a usable, practic
able, explosion turbine can tiOt be built, so far as present knowl
edge of metals goes. It is evid~nt therefore that these 700 

patents are not for "usable" devices; yet no one would deny 
that they are valid patents. 

The requirement of usefulness has in fact been restricted to 
the purpose for which the device is intended, and has not been 
connected with the actual operation of the device. In an 
early case it was contended strongly that the requirement 
should properly be applied to the device itself as well as to 
the purpose of it. The literal form of the statute possibly 
bears out this assertion, that a "useful art, machine, manufac
ture or composition of matter" is one which can be used. But 
the generally held judicial opinion was ,·oiced in that case by 
Mr. Justice Story as follows :180 "To entitle the plaintiff to a 
verdict, he must establish, that his machine is a new and use-

18 ~ § 4886-"any new and useful art, machine, manufacture or com
position of matter"; § 4893 "if on such examination it shall appear ... 

• 

that the same (the invention) is sufficiently useful and important, the Com-
missioner shall issue a patent therefore." 

tso Lowell v. Lewis, I Mason 182. 

• 
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ful invention; and of these facts his patent is to be considered 
merely prima facie evidence of a very slight nature He must, 
in the first place, establish it to be a useful invention; for the 
law will not allow the plaintiff to recO\·er, if the invention be 
of a mischievous or injurious tendency. The defendant, how
ever, has asserted a much more broad and swcel_)ing doctrine; 
and one, which I feel myself called upon to negative in the 
most explicit manner. He contends, that it is necessary for 
the plaintiff to proYe, that his bwcntim~ is of general utility; 
so that in fact, for the ordinary purpose of life, it must super
sede the pumps in common use. In short, that it must be, for 
the public, a better pump than the common pump; and that ·tin
less the plaintiff can establish this position, the law will not 
give him the benefit of a patent, even though in some peculiar 
case~; his invention might be applied with advantage. I do 

• 

not so understand the law. The Patent Act uses the phrase 
"useful invention" merely incidentally; it occurs only in the 
first section, and there it seems merely descriptive of the sub
ject matter of the application, or of the conviction of the ap
plicant. The language is, 'when any person or persons shall 
allege, that he or they have invented any new and useful art. 
machine, etc,' he or they may, on pursuing the directions of 
the Act, obtain a patent. Neither the oath required by the 
second section, nor the special matter of defence aliowed to 
be given in evidence by the sixth section of the act, contains 
any such qualification or reference to general utility, to estab
lish the validity of the patent. N OJ is it alluded to in the tenth 
section as a cause, for which the patent may be vacated. Tu 
be sure, all the matters of defence or of objection to the patent 
are not enumerated in these sections. But if such an one as 
that now contended for, had been inttnded, it is scarcely pos
sible to account for its omission. In my judgment the argu
ment is utterly without foundation. All that the law requires 
i!', that the invention should not be frivolous or injurious to 
the well:-being, good policy, or sound morals of society. The 
word 'useful,' therefore, is incorporated into the act in contra
distinction to mischievous or immoral. For instance, a new 

• 
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invention to poison people, or to promote debauchery, or to 
facilitate private assassination, is not a patentable invention. 
But if the invmtion steers wide of these objections, whether 
it be more or less useful is a circumstance very material to 
the interest of the patentee, but of no importance to the pablic. 
If it be not extensh·ely useful, it will silently sink into con
tempt and disregard. " 1111 

Even though the device set forth in the patent be quite im
pr<~cticable, in that precise substantial form, it is not neces
sarily unpatentable. This is another illustration of the fact 
that it is the idea which is really patented and not the particu
lar form of embodiment described in the application. This 
is quite definitely settled by those cases which hold that a 
patent is infringed by some particular device, even though the 
latter would work successfully and the one patented would 
not, in the form described, work as well, if the change by 
which the successt'ul operation was brought about was rlue 
solely to mechanical skill. ''A machine can not be pronounced 
useless or impracticable, because it is susceptible of improve
ment which will obviate or prevent embarassments to its most 
perfect operation. If it could, then it would be the duty of 
the Courts to pronounce the patent for any machine void, so 
soon as ordinary mechanical judgment, or even ingenuity, had 
suggested an improvement which made it perform its desired 
office more rapidly or more perfectly."18 ~ 

Indeed, a patent is valid even though the 1edce as literally 
described in it will not operate at all, if i~ can he made prac
t:cally usable by mere mechanical skill. Such facts as these 
came before the court in the case of Crown Cork & Seal Co. v. 
Aluminum Stopper Co.189 This was a suit for infringement, 
and defense was made that the complainant's patent, on which 
his action was based, was void for lack of utility. The de-

181 He repeats much the same thing in Bedford v. Hunt, I Mason 302; 

Ace. Kneass v. Schuylkill Bank, 4 Wash. 9, Fed. Cas. 7875. 
tss Wheeler v. Clipper Mower & Reaper Co., 10 Blatch. r8r, 189; Rogers 

Typo~raph. Co. v. :\fergenthaler Linotype Co., 64 Fed. 799; Lamb Knit 
Goods Co. v. Lamh Glove Co., 120 Fed. 267. 

1so roB Fed. 845. 

0 

0 
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fendants introduced, as evidence of this lack of utility, the 
iact that one Lorenz had tried to make bottle 3toppers by fol
lowing faithfully the <Erections of the complainant's patent 
and had been unable to diJ so successiullv. Other witnesses • 

also testified that success could not be attained by following 
the di:-ections. The trouble was that the flange of the stopper 
as described \vas too short to fold tightly over the crown of 
the bottle opening. A mere slight increase in length of this 
flange was all that was necessary to obviate the defect. This, 
the court said, any competent mechanic skilled in the art would 
have realized, and Lorenz and the others failed merely be
cause they were not sufficiently and properly conversant with 
the particular art. No invention was needed to remedy the 
inutility of the device. Hence the court held the patent to be 
valid, despite the fact that, followed literally, it was not usable. 

This co~trt said specifically, "Utility being one of the quali
ties necessary to patentability, the granting of the patent is 
prima facie evidence of it; and this is not negatived by the 
fact that the device is susceptible of improvement, or that 
like im·entions are so far superior to it that they may entirely 
supersede the use of it. Comparative utility between ma
lhines or processes is no criterion of infringement, and com
parative superiority or inferiority does not necessarily import 
non infringement; nor does it tend to avoid infringement if 
the defendant's device is simpler and produces better n:sults, 
unless the cause is due to a differ·en::e in function or mode of 
operation or some essential chan~ in character. Differences 
in utility do not necessarily import differences of invention. 
The burden is upon the defendant, in a case like this, to prove 
want of utility. He must show either that it is theoretically 
impossible for such a device to operate, or demonstrate by 
clear proof that a person skilled in the art to which the in
vention pertains has endeavored in good faith to make ihe 
patent work, and has been unable to do so. One of the reasons 
for the failure of the experiments of Lorenz and Hall may be 
found in the fact that they followed closely the directions in 

• 

the dravdng of the Painter patent as to the dimensions of the 

• 
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devices shown therein. The object of the drawings filed in 
the patent office is attained if they clearly e:,.hibit the princi
ples involved, and, in a case like this, rigid adherence to the 
dimensions thus exhibited is not required or expected, and, if 
an intelligent mechanic would so proportion the dimensions 
as to secure practical results, inutility is not demonstrate.:! by 
t:xperiments with material identical in form ami proportion of 
parts with the drawings in the patent. The special reason as
signed for lack of utility consists in the shortness of the 
rlange of the cup which constitutes the bottle stopper, and in
crease in the length of the flange would cure the defect. That 
is so obvious that no inventive faculty need be invoked to sug
gest it, and the learned counsel for the defendants admits in 
his argument that the bottle stopper of Fig. o in the Painter 
{Jatent can be made useful by sufficiently increasing the length 
of its flange sc as to increase the depth of the cup. \Ve can
tiOt think that a decision adverse to the utility ar.d operative
ness of this invention could safely rest on the ill success of 
experiments made by those who were not specially skilled in 
the art, and where it is not obvious that they were specially 
desirous of making their experiments succeed. "tuo 

Furthermore, if the device as shown in the patent requires 
the application of something more than mechanical skill to 
make it operate successfully, the courts have not declared the 
patent invalid; they have declared that the improved and oper
ative device is itself an invention, so different from the in
operative one as not to be anticipated by it.101 

This doctrine, that pra .. tical usability is not necessary to 
patentability, and is not included in the "usefulness'' of the 
statute, seems to be a perfectly logical and desirable one. It 
offers a maximum of protection without anv deleterious re-

• 

5ttlt. If it develops that a device has been patented which 
will not work in any practical way and can not by mere me
chanical change be made usable, no harm whatever is done bv 

• 
the issue of the patent. It secures to society no knowledge of 

t!!O Ace. Brunswick-Balkc-Collender Co. v. Backus etc. Co., 153 Fed. 288. 
t!ll See the discussions under utiiity as evidence of invention, and un

successful experiments as anticipation. 
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any value to be sure; but the public has not been deprived of 
anything which it could possibly desire. If it could be as
serted that the public was actually depri\·ed of something, in 
Leing precluded from the use of the subject matter covered 
by the patent, the very claim itself would demonstrate beyond 
contradiction the fact that the device is actuallY of some use . • 

On the other hand, the issue of a patent for a possibly inoper-
ative or inutile device may be of great advantage to the pat
entee. Its seeming inutility may be due merely to mechanical 
defects which anyone skilled in the art can remO\·e. If there 
is ever call for the device. within the life of the patent, the 
patentee should have, as the statute pro\"ides, the monopoly of 
response to that call. If a change of circumstances should 
make usable a dedce theretofore wholly futile, the patentee 
should have the protection to which he is entitled for having 
re:vealed the information whereby the newly de\·eloped need 
may be satisfied. If the information which the patentee has 
given could not Le made useful by mechanical skill whenever 
needed, or if the thought of using it to satisfy the ne\vly de
veloped need itself amounted to invention, the existence of the 
patent would not prevent the maker of the inventive changes 
or the originator of the new and "non-analogous" use from 
putting his own ideas into practice. 1u~ 

There is just one possibility in which the \·alid patenting of 
an intttile device might result harmfully to the public. A later 
inventor might evolve an additiott to the inoperative device 
which, when used as a part of the "patented de\·ice, or in con
uection with it, would make it operate successfully. The later 
invention could not be used alone. fn such case it is con
ceivable that it could not be used at all without the consent of 
the patentee of the foundational device. In all probability, 
however, the courts would hold, under such circumstances, 
that the later device was not a mere patentable addition to the 
already patented device, but that the later inventor was en
titled to a patent for an entirely new device, which did not in
fringe and was not anticipated by the earlier unsuccessful de-
• 

192 See discussion under "new use for an old devir:c." 

• 
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vice. It is not difficult to comprehend that a device which 
works may be an entirely different device from one which does 
not work, even though the successful one contains, as an ele
ment of itself, the device which failed of success. This is 
seemingly the actuality in many of the cases holding devices 
not to have been anticipated by similar but unsuccessful ex
periments or by other unsuccessful forms of prior knowledge. 
It does not appear, however, to have been specifically con
sidered by the courts. 

As a matter of fact, the charge that a patent is void for 
lack of utility can by its very nature hardly come before a 
court for consideration. The only person in a position to 
make such a change would be one desiring himself to use the 
f;atented device. It could not he brought up as an abstract 
proposition. It could not be brought up by a patentee seeking 
to avoid an allegation of lack of no\·elty in his own patent. 
In the latter case, if the knowledge set up as anticipation did 
in fact amount to anticipation, it would do the patentee no 
good whatever to answer that the patent in which the antici
pating knowledge was shown was z·oid. The prior kllO<t'ledge 
would remain as proved, whether covered by a valid patent 
or open to the public. In such circumstances, the inutility of 
the earlier device could be set up, not as affecting the validity 
of the patent for it, but only as showing that it ,,·as not identi
cal with the later device. The only possible way, therefore, in 
which the invalidity of a patent, because of lack of usefulness 
in the device cnvered by it, could be called into issue, is by its 
being set up in answer to a charge of infringement. An al
leged infringer might answer, as has been done. that the com
plainant's patent was itself void for lack of utility. But, on 
the face of it, such a charge couid not be sustained. If the 
defendant in such a case were in fact infringing, his device 
must be _substantially the same as the one covered by the 
patent. The very fact that the infringer was using the equiva
lent of the patented device. and thereby infringing, would be 
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conclusive evidence against him that the patented device could 
be used, that it was in fact "useful.''193 

Some slight confusion has been caused by the failure of 
rourts to recognize the distinction between comparative utility, 
as showing the difference between inventions, and usefulness, 
as necessary to the validity of a patent. An example of this 
;-.ppears in Bliss v. The City of Brooklyn.194 Here, a patent 
had been issued for a particular form of hose coupling. Suit 
was brought against the city, for infringement of this patent. 
By way of defense it was contended that the device shown 
~y the patent was "worthless, and the patent, for this reason, 
invalid. ·• The court said, "The law upon the subject of utility 
i-; not in doubt. Xo particular amount of utility is required to 
render an invention patentable, but there must be some. \Vhen 
the invention is shown to be worthless, the patent must fail. 
Such appears to be the case in the present instance. The ·evi
~ence fails to disclose anv instance where the combination de-

• 

scribed in the reissued patent of 1869 has been successfully 
used. The plaintiff himself testifies, that he does not know of 
<my such coupling having been found to be of practical use. 
Although he sells couplings, he never sold any such, and only 
recollects three instances where their use has been attempted. 
His testimony satisfies me that the combination described in 
the patent here relied on proved inoperative and worthless." 
On this ground the court held the patent to be invalid. It 
might be very pertinently asked, why the city was using the 
device if it were in reality useless. ··The answer, as shown by 
the facts, is that the city was not using the device covered by 
the patent at all. Its device contained an additional feature, a 
peculiar lug which served to remedy the defects of the earlier 
device. "The introduction of this lug," said the court, "makes 
the combination a different combination from that described in 
the plaintiff's patent of 1869. But, it is said, that the intro
duction of the lug is simply an improvement. I cannot SIZ' 

1us "The patent was itself evidence of the utility of Claim 4, and the
defendant was estopped from denying that it was of value" (dictum) 
Westinghouse Co. v. Wagner Mfg. Co., 225 U. S. 6o.J, 616. 

104 10 Blatch. 521. 
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u til if\• •• us 
consider it. The two combinations are distinct, because they 
have different elements and attain a different result. In the 
cne combination, no lug appears, and no practical result is 
attained. The introduction of the lug, for the first time pro
duced a combination which accomplished any useful result. 
An added element, which increases the efficiency of a combi
nation, of itself effective, is of the nature of an improvement; 
but, when the added element is essential to the production of 
any useful result, such an addition is not an improvem~nt, but 
its use gives birth to the only patentable, because the first use
ful, combinatiqn." 

The real ground of the decision, therefore, appears to have 
been lack of substantial identity between the two devices, as 
(~emonstrated by the inutility of the earlier one. It was quite 
outside the scope of the case, and unnecessary, to hold that 
the patent sued on was invalid.105 

That "useful" as employed in the statute appertains to the 
purpose of the device rather than to the device itself, is fur
ther indicated by the few cases in which patents have been de
clared invalid for lack of utility. One of the most iiiuminating 
of these cases is that of Rickard v. DuBon.196 The complain
ant here had secured a patent for a process of treating to
bacco leaves, while still growing, in such a way as to produce 
spots upon them. The alleged purpose of the invention was 
to improve the combustion properties of the leaves. The 
court dismissed the suit, saying "The patent shows upon its 
face that it is intended to secure a monopoly in the art of 
spotting growing tobacco, without reference to improving its 
quality. The only fact that lends color to the theory that the 
treatment of the leaves by the patented process will improve 
the quality is that tobacco rich in organic salts of potash ab
sorbed from the soil has a porous carbon, 1md is therefore of 
superior burning quality. But tobacco in which lime replaces 
the potash has to that extent a compact carbon, and will ex
tinguish rapidly. According to the specification, lime can be 

1 95 In Gibbs v. :Hoffner, 19 Fed. 323, "usefulness" is very evidently con
fused with lack of inventive novelty in view of the prior stat<" of the art. 

1or. 103 Fed. 868. 
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substituted for potash in applying the process of the patent. . 
And the claims of the patent cover a treatment by any alkali. 
In authorizing patents to the authors of new and useful dis
coveries and im·entions, congress did not intend to extend 
protection to those which confer no other benefit upon the pub
lic than the opportunity of profiting by deception and fraud. 
To warrant a patent, the invention must be useful; that is, 
capable of some beneficial use as distinguished from a perni-
. " CIOUS OSe. 

In another case,m it was said, "In this case the verified 
ans\\'er not only denies that the invention is new and useful, 
but alleges a specific fact, which, if true, disposes of the ques
tion of utility. It charges directly that the apparatus is used 
for gambling purposes, and that it cannot be used for any 
other purpose. Clearly, this is an allegation which, under the 
rule, should be treated as testimony in favor of the defendants, 
and, in view of the fact that the complainant has introduced 
no testimony to support the patent, it is, in my judgment, 
sufficient to entitle the defendants to a decree in their favor." 108 

It is to be observed that this doctrine of invaliditv is re-• 
&tricted to those cases in which the device can be utilized for 
an undesirable and "useless" purpose only. The fact that it 
may be used in an immoral, harmful, or otherwise undesirable 
way does not deprive it of patentability, if it is capable of a 
beneficial use also. Thus, in Fuller v. Berger/00 the patented 
device was a bogus-coin detector for coin operated slot-ma
chines. It appeared that the complainants, who were assignees 
of the inventor, had never used the device, nor allowed its 
use, on anything except gambling machines. The court found 
that there was no element of chance necessarily connected with 
the use of the detector, and that it could be applied to perfectly 
legitimate machines, as well as to those used for gambling, 
and would work on them equally well. It was decided there-

101 Schultze v, Holtz, 82 Fed. 448. · 
10s Animarium Co. v. Filloon, lo2 Fed. 8g6; Mahler v. Animarium Co., 

III Fed. 530. 
100 120 Fed. 274. 
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fore, that although the ·device could be used for immoral and 
harmful purposes, more readily, perhaps, than for innocuous 
ones, and had been only so used, it could not be declared un
patentable on that account.19u• 

1un• It may be noted that while, as the foregoing discussion points out, 
the utility of an invention has nothing to do with 'its validity, the Patent 
Office occasionally takes an opposing position. It has been known to 
refuse patents on the ground that the alleged invention was impractical 
and would not work. 

• 

• 

• 

• 

• 

• 

• 

• 



CHAPTER I\' 

THE PERSON ENTITLED TO A PATENT 

ONLY AX IX\'ENTOR IS ENTITLED TO APPLY for a patent for 
the invention. The patent itself may, if the inventor requests, 
be issued to another/00 but the same section of the statute 
which pro,·ides for this declares "in all cases of an application 
by an assignee for the issue of a patent, the application shall 
be made and the specification sworn to by the inventor or dis
coverer." Another section provides201 "The applicant shall 
make oath that he does \'erily believe himself to be the original 
and first im·entor or discoverer of the art, machine, manufac·
ture, composition or improvement for which he solicits a 
patent." The only exception to the requirement that the in
ventor himself must apply for the patent is that of § 4896 
which pro\'ides that, "When any person, having made any 
new invention or discovery for which a patent might ha,·e 
been granted, dies before a patent is granted, the right of ap
plying for and obtaining the patent shall de\·olve on his exe
cutor or administrator, in trust for the heirs at law of the de
ceased, in case he shall have died intestate; or if he shall have 
left a will disposing of the same, then in trust for his devisees, 
in as full manner and on the same terms and conditions as 
the same might ha,·e been claimed ··or enjoyed by him in his 
lifetime; and when any person having any new invention or 
discovery for which a patent might ha\·e been granted becomes 
insane before a patent is granted the right of applying for and 
obtaining the patent shall devolve on his legally appointed 
guardian, conservator, or representati\·e in t!"ust for his estate 
in as full manner and on the same terms and conditions as the 
5ame might have been claimed or enjoyed by him while sane; 
and when the application is made by such legal representati,·es 

200 ~ 4&J5· 
201 ~ 489.2. 
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the oath or affirmation required to be made shall be so varied 
in form that it can be made bv them. The executor or admin-

• 

istrator duly attthorized under the law of any foreign country 
to administer upon the estate of the deceased inventor shall, in 
case the said inventor was not domiciled in the United States 
at the time of his death, have the right to apply for and obtain 
the patent. The authority of such foreign executor or ad
ministrator shall be pro\·ed by certificate of a diplomatic or 
consular officer of the United States. The. foregoing section, 
<1S to insane persons. is tlJ cover all applications now on file 
in the Patent Office or which mav be hereafter made."" 

• 
\Vith this exception, a patent which has been isssued upon 

• 
the application of one who is not the inventor of the device 
therebv covered is void. It is no defense to this invalidit\· that 

• • 
the application was made with the express consent of the in-
ventor. In Kennedy , .. Hazelton,202 the defendant had con
tracted to assign to plaintiff all patents which he might there
after obtain from the United States or Canada for inventions 
appertaining to steam boilers. After this contract he did in
vent an improvement on steam boilers. In order to evade the 
effect of his contract he entered into an arrangement with one 

~-

Goulding whereby application for a patent for this invention 
was to be made in Goulding's name as inventor, though at the 
defendant's expense. Goulding, then, "at the request and by 
the procurement of the defendant'' filed an application and the 
patent was granted. He then assigned it to defendant. Plain
tiff brought suit in equity to compel defendant to assign this 
patent to him, according to the terms of the contract spoken 
of. The court refused this request on the ground that it could 
not compel the assignment o( an absolutely void patent, and 
referred the plaintiff to an action at law for breach of court. 
In finding that the patent issued to Goulding was void the 
court said, "The patent law makes it essential to the validity of 
~- patent, that it shall be granted on the application, supported 
by the oath, 0f the original and first im·entor (or of his execu
tor or administrator), whether the patent is issued to him or 

• 

20~ 128 l". s. 66i. 

• 
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to his assignee. A patent which is not supported by the oath 
of the inventor, but applied for by one who is not the inventor, 
is unauthorized by law, and void, and, whether taken out in 
the name of the applicant or of any assignee of his, confers 
nu rights as against the public. Rev. Stat. § § 4886, 4920. 

''The patent issued by the Commissioner to the defendant as 
assignee of Goulding is only prima facie evidence that Gould
ing was the inventor of the· improvement patented; and the 
presumption of its validity in this respect is n:butted and over
thrown by the distinct allegation in the !:Jill, admitted by the 
demurrer, that the defendant, and not Goulding, was the in
ventor. 

"As the patent, upon the plaintiff's own showing, conferred 
no title or right upon the defendant, a court of equity will 
not order him to assign it to the plaintiff not only because 
that would be to decree a conveyance of property in which the 
defendant, has, and can confer, no title but also because hs 
only possible value or use to the plaintiff would be to enable 
him to impose npon the public by asserting rights under a 
void patent. "203 

Even if the true inventor joins in making application with 
some one else who was not jointly an inventor with him, the 
patent is void. Conversely if an invention has been the joint 
J•roduction of two persons, an application by one of them alone 
as inventor is insufficient to support a patent. In the words 
of the court/04 "it is one thing to say that the machine was 
invented by Louis Royer, for example, and quite another 
thing to say that it was invented by Herman and Louis Royer. 
If this machine was invented by Herman and Louis, then it 
would be untrue to say that it was invented by Louis only o'r 
Ly Herman. If, on the other hand, it was invented solely by 
Louis or solely by Herman, then it would be equally untrue to 
say that it was invented by Herman and Louis; and you are to 
understand the law to be that if, in this respect, the patent 
contains a statement which is untrue, and not in accordance 

20a Hammond v. Pratt, 16 0. G. 1235. 
2°4 Royer v. Coupe, 29 Fed. 358, 303; Hartshorn v. Saginaw Barrel Co., 

I 19 U. S. 66-t. 
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with the facts, then the penalty which the patentee pays is that 
• 

his patent is absolutely ,·oid, and of no effect:·~o:; 
Effect on real im•c1ztor's rights of another's applicatiou. 

Just how the rights of the real inventor woulcl be affected by an 
,,pplication made in the name of some one else is not certain. 
If the application were made without the consent, express or 
tacit. of the true inventor, his right would not be in any way 

• 
derogated thereby. On the other hand, if the true im·entor, 
knowing that he was the inventor, should consciously' permit 
<.pplication to be made by anoth~r as inventor, it is highly prob
able that this would be considered as conclusive evidence of 
his intent to abandon his invention to the public. To deliber-

• 

ately allow another to ask for a patent would be tantamount to 
<. gift of the ill\'ention to the world. ?ince the inventor \\·ould 
he presumecl to know that the patent, if issued to the other, 
would be void and of no protection against use by the world. 
The only doubt might arise in those cases where one who was 
::>. joint im·entor had. applied for a patent in his own name, 
as sole inventor, honestly believing that to be tre fact. Or con
\'ersely, it might arise in cases where an inn~ntor honestly be-

• 

~u:; \V elsbach Light Co. v. Cosmopolitan, etc. Light Co., 104 Fed. 83, 43 
C. C. A. 418; DeLa\·al Separator Co. , .. Vermont Farm ~lachine Co., IJ5 
Fed. 772, 68 C. C. A. 47-t. ''It is true that the testimo.ly of an itwentor in 
derogation of the validity of his own patent is usually open to suspicion; 
and in case like this, where he has made oath, for the purpose of obtain
ing a joint patent, that he and another inventor were the joint im·entors 
of the sullject-matter, the court should reject his subsequent testimony to 
the contrary, unless it carries a clear con\'iction that he did not intend 
to falsify originally, but made the oath under misapprehension or mistah. 
In this case the applicants were foreigner~. supposecily unfamiliar with 
our law of patents; and they had agreed to he jo'nt owners of the patent. 
Each had de\'iscd improvements which were within its general scope, and 
those which had hccn tlu: work of l~euther were disclosed and illustrated 
in the specitic;ttion and drawings, as well as were those which were the 
work oi ~felotte. Tlms both had contributed to the im·ention in its en
tirety. Under these circumstances it is not strange that they dirl not dis
criminate between the things de\•ised and the things which were not neces-

• 

sarily covered by tile cla!ms, and that they should have considered them-
selves jo!nt inventors of the entirety. although some uf the impro\·cments 
were independently dcvi>'ed by one and some of them lly the other." Hen
lings v. I{eid, 58 Fed. 868. 

• 
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lievccl another to he entitled to joint credit, :tnd made applica
tion, accordingly. jointly with the other. \ Vhether such an al•
plication, would, of itself. preclude the true im·entor from mak
ing another application when he should discover his mistake 
~eems not to have been definitely passed on by the courts. 

RIGHT NOT RESTIUCTED TO PAiniCt;I.,\R PERSONS. The right 
to obtain a patent is not restricted to any class of persons as 
respects sex, age. race, citizenship or anything else. According 
to the !>tatute, •· Any person~· who has made an invention may 
have a patent therefore. Within the unh·ersal scope of this 
privilege come aliens,200 married women, and children.~07 

\ Vhile a corporation is a "legal person,'' in some senses, it 
could not. of course, apply for a patent; it has no mind of its 
own with which to invent anything. But it 111ay be made the 
assignee of a patent, and a pate·nt. applied for hy the inventor, 
may issue in the name of a corporation. 

PATENT :\lAY BE ISSUED IN NA:\IE OF ANOTHER. Although 
only the itl\'entor may apply for a patent, the patent itself may 
be i!'sucd to anyone else whom the inventor designates, by an 
assignment of his right which has been put on record in the 
Patent Office.418 The exclusive right of enjoyment of the in
vention is then, of course, in the assignee, the patentee named. 
The patent when issued is not rendered invalid hy the fact 
that the person in whose name it was asked to be issued, and 
to whom it was eventually granted. was no longer living at 
the date of issue. The statute reads in the disjunctive, in pro
viding that the patent shall grant the monopoly to the "pat
entee, his heirs, or assigns.'' Hei'1ce if the patentee himself 
be dead, the grant takes effect in \1is heirs or assigns. This 
circumstance, the death of the patentee before actual issue of 
the patent, was one of the elements in the case of DeLa Vergne 

2011 Shaw \'. Cooper, 7 Peters 292. 

2ur Fetter \', Newhall, 17 Fed. 841. R. S. Title XI, ~ .t8o, "All officers 
and employes of the Patent Office shall be incapabl·~. during the period 
for which they hold their appointments, to acquire or take, directly or in
directly, except by inheritance or bequest. any right or interest in any 
patent issued hy the Oflicc." • 

• 

418 § .t895 R. s. 
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Machine Co. ,., Featherstone. H" The de fentlant. on suit for 
infringement, set up the contention that the patent was im·alid 
because of that circumstance; that it was a requisite in all 
Yalid grants that there be a grantee in esse, a person capable of 
receidng the grant in pracscnti;m that "heirs'' was intended 
only to indicate an estate of more than life, and was not a 
word of purchase. The lower court held the patent void on 
this account. The Supreme Court r~versed this decision, say
ing. "\Ve are to remember that it is to be assumed that James 
Boyle had made a useful invention and taken all the necessary 
steps to secure the benefits to be derived therefrom; and that 
in view of the policy of the government to encourage genius 
and promote the progress of the useful arts, by securing to the 
inventor a fair and reasonable remuneration, a liberal con-
5truction in favor of those who claim under him must be 

• 

p.dopted in the solution of the principal question before us. 
It is also to be observed that. under the practice of the Patent 
Office, a considerable time necessarily elapses after a patent 

• 

for an itl\'ention is allowed before it actuallv issues; that the 
• 

~pplicants often reside at a great distance; that the cases when 
an im·entor dies between the date of the application and the 
allowance, and the allowance and the issue, must be of fre
quent occurrence; and that this may happen when neither the 
office nor the itH"entor's solicitors are aware 0f the death. The 
reflection is a natural one that Congress, which, in framing the 
prodsions of the patent laws, must be presumeu to have had 
these ·possible occurrences in mind, did not contemplate that 
all patents issued under such· circumstances should be invali
dated by the death of the inventor. What, then, was the in
tention of Congress in providing for a grant to the ''patentee. 
his heirs or assigns?" l\1 ust it be construed as merely a per
sonal grant to the indi,·idual. or may his personal representa
tives be treated as grantees·? In view of these considerations, ,_ 

as the language of the statute admits oi a construction which, 
419 147 u. s .. 209. 
4~0 Citing Galloway v. Finley, 12 Pet. 264; Galt v. Galloway, 4 Peters 

332. holding a patent of land to a dead man and '1is heirs to be void. 
McDonald \'. Smalley, 6 Pet. 26r. 

, 

• 

• 
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in sustaining the gr:~nt, effectuates the settled policy of the 
g-overnment in favor of im·entors, our judgment is that that 
• 
umstruction .should be adopted, and that the statute should be 
reatl in the alternative, and the grant 1Je treated as matle to 
the patentee or his heirs or assigns." . 

\ \' IIU IS THE IXYEXTOI{, The inquiry then arises, who is 
the inventor of any particular device. This can only arise 
subsequently to the inquiry ·as to whether or not an invention 
has been made. It differs essentially from the latter inquiry in 
this way also: the one assumes that some particular person 
].as produced a device and seeks to determine whether or not 
that production amounted to invention; the other assumes that 
c.• certain device is an invention and seeks to determhie to whom 

• 

the credit for that invention shall be gh·en. The one question 
i~ "what is an invention" and, correlativeh·, who is an inven-

• 

tor": the oti1er "who is the inventor," and, as a basis for the 
;mswer, "what is tlzc invention.'' It is with this inquiry that 
we have now to deal. To whom belongs the credit for any 
11articular invention? 

Since, as we have said before, an invention is an idea, the 
im·entor is the person who has conceived the .particular idea. 
The difficulty in answering the inquiry arises out of the fact 
that the idea of lllt'ans is not always clear.ly delimited from the 
idea of the result sought to be produced and from the actual 
~ubstantial embodiment of the idea. If the same person has 
concci\·ed the idea of the result desired, and of the means of 
r.eaching or producing it, and has himself embodied the idea, 
there is. of course, no question. · T·hat person is the inventor . 
• -\n issue arises, however, when different persons have accomp
lished the separate parts of the whole work. 

In the case. of the electric telegraph, for instance, it is "com
prehensible that one person might have conceh·ed and promul
!,;ated the idea of using electricity for the transference of in
telligence. He might have been the first to suggest that it 
would he a very desirable and beneficial result, if it could be 
accomplished. Another, starting with this idea, might e\·oh·e 
:111 idea of means for accomplishing this result; he might cle-

• 
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• 

Yise the apparat•.ts b~ whi·:h it could be done. .-\ third person 
might do the tecl.nical work of constructing this apparatus, of 
making the necessu:-/ r0ii.~ and keys, e\·en of selecting the 
type of wire that mmtJ best carry the current and figuring 
the power of the magi;~'tS neressary. In such case it is e\"iuent 
that only the second c. f tl.t·:::-:! three persons would be entitled 
to re\\"ard as an im~e•~~ur. The first has been, perhaps. a 
dreamer and a \"isionary, but he has given the worlu nothing 
more than, at most, an aspiration toward which to striYe. He 
has· not furnished anything whatsoe\·er toward the attainment 
of that aspiration. He has conceived a result, only; not the 
idea of an art, machine. manufacture, or composition of mat
ter. The third person has been nothing mote than a mechanic . 

• 

He has simply embodied the idea of the second person and 
made what the second 'lirectecl him to make, using his techni
cal skill in making it as etfectiYe as possible. He has clone only 
what any competent mechanical engineer skilled in that par
ticttlar trade could haYe done. The second person, howeYer. 
l1as truly given something to the world. He has gh·en a knowl
edge of how to reach the desirable result pointed out by the 
first. 

t\s this example is put. the didsion of accomplishment is 
clear and sharp. But is it conceimble that the line of distinc
tion might almost he undiscernable. Suppose, for instance .. 
lltlln!Jer two had not conceh·e,l a distinct idea of means. hut 
had only suggested that electricity might be used for the trans
mission (!f intelligence by means of some arrangement whereby 
the current could he interrupted and the interruptions record
(;;(!. If. from this .suggestion. the third man had e\·oh·ed an 
actual arrangement of magnets ami keys whereby this re
corded, or audible, interruption could be systematically ac
complished, to whom then would belong the \redit of the· in
yention? The fir~t of these gaYe something more than a gen
eral idea of result if not precisely an idea of means, it \\·as 
at least an idea of result by means of which to produce an
other result. On the other hand. the second man has done 
~omething- more than mereh· tn earn· out the direction~ of the • • • • 

• 

• 

• 
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first. He has created something. tlw particular means, by 
which the suggested results are accomplished. Yet what he 
did might he something that any competent person trained in 
dectrical engineering could have done if given the fundamen
tal suggestion produced by the other person. If tll"is be the 
case, the benefit to the public is due to the first of the two. 

Cases such as this arise not infrequently, and it devolves 
npon the court to decide which of the two is entitled to the 
n·ward given for invention. The question is absolutely im
possible of deter~nination, of course, by any rule of thuinb. 
Like practically all the other issues of the patent law, each 
case must be decided in accord with its own particular cir~ 
cmnstances. Each court must decide for itself what is the real 
invention, and which of the alleged inventors has in fact given 
it to the world. If anyone might have em·isioned the result, 
but not any technician could have produced the means of at
taining it, credit belongs to the latter. If however it took 
more than the mere ordinarv course of mind, under the cir-• 
cumstances, to think of the result in such terms of means, 
however indefinite, that any technician could thertafter ac
complish it. the credit is due the abstract thinker. The only 
value which particular precedents can have is to indicate the 
various factors which have influenced other courts. 208 

· 

~08 Pitts v. Hall, 2 Blatch. 229. ":'IT ow, there is no doubt that a person, 
to be entitled to the character of an inventor, within the meaning of the 
Act of Congres>, must himself ha \'C cor.ccived the idea embodied in his 
improvement. It mu;t he. the product of" his own mind and genius and 
not of another's. Thus, in this case, the arrangement patented must be 
the product of the mind and genius of Carey, and not of Bowers' or 
Fowler's. This is obvious to the most common apprehension. At the 
same time, it is equally true that, in order to invaliJate a patent on the 
ground that the patentee did not conceive the idea embodied in the im
provement, it must appear that the suggestions, if any, made to him by 
others, would furnish all the information necessary to enable him to 
construct the improvement. In other \Vords, the suggestior;s must have 
been sufficient to enable Carey, in this case, to construct a complete and 
perfect machine. If they simply aided him in arriving at the useful re
sult, but fell short of suggesting an arrangement that would constitute 
a complete machine, and if, after all the suggestions, there was some
thing left for him to devise and w0rk out by hi~ owa skill or ingenuity, 
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In general it may be said that when the concept is that of 
a definite machine, manufacture or composition of matter, the 
one who {;Onceives it is the inventor, rather than the one who 
ingeniously figures out the way to embody the concept. This 
is illustrated by the case of Huebel v. Bernard.200 Bernard 
had conceived the idea of overcoming certain objections in 

• 
the customary type of sponge and soap h_olders for bath tubs, 
by making the holder of a peculiar form. He employed Hue
bel to make a holder for him and pointed out the distinctive 
and dominating feature of his improvement.. He did not give 
Huebel any definite drawing or specifications howe\·er. Hue
bel having done the work claimed the invention. The court 
admitted that he had "made a neater and more perfect de\'ice 
than that in the mind of Bernard, at the time of the communi
cation of his idea,'' but they credited the invention to Bernard, 
on the ground that Huebel had used only mechanical skill. 
On the other hand, the idea of an indefinite machine, etc., only 
vaguely conceived in its details, and known by its results 
rather than by its construt:tion, is really only an idea of a re
sult to he accomplished nameiy · the creation of a machine 
having the value or the effect of ihe machine desired. And 
if the concept is one of a desirable re!;:<.•lt only, it is not a 
patentable invention (if "invention" ar all), and the person 
in order to complete the arrangement, then he is, in C•Jntemplation of law, 
to be regarded as the first and original discoverer. On the other hand, 
the converse of the proposition is equally true. If the suggestions or 
communications of another go to make up a complete and perfect ma
chine, embodying all that is embraced in the patent subsequently issued 
to the party to whom the suggestions were made, the patent is invalid,· 
because the real discovery belongs to another. These are all the obser- . 
vations I shall trouble you with on the first branch of the case. It i~ an 
important question, and, ·in one aspect of the case, puts an end to the 
controversy. It is for you to say, after weighing carefully the whole 
evidence who is entitled to the merit of this improvement who invented 
and perfected it. I do not mean, who constructed the first machine, but 
who conceived and gave practical form and effect to the ingenious ar-

• 
rangement which constitutes the improvement engrafted on the old 
machines." Agawam Co. v. Jordan, 7 Wall. 58,3, 003; United Shirt & 
Collar Co. v. Beattie, 149 Fed. 736. 

~on 15 App. D. C. 510. 

• 
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u1titled to a patent is he ~\"110 conceives the means of making 
the desired machine. or otherwise accomplishing the desired 
result. This is illustrated hy Forgie \". Oihrell Supply Co. ~ 10 

The patent here im·oh·ed ,,·as ior a means of unscrewing 
certain oil well tools. Formerly this had IJeen done by manual 
cti"nrt and was accompli~hed with great difficulty. Forgie \\'ho 
\ras iamiliar \rith the methods in use and their unsatisfactori
J!css, conceh·cd the idea that it \\'onld be possible to accomplish 
the result 1)\· mechanical po\\'er oi some sort. There had been 

• • 

recently in\'Cnted by one Barrett a hydraulic lifting jack and 
Furgie suggested to Barrett that his jack could probably he 
;<pplicd in some way to the purpose. Barrett then made cer
tain changes in the jack and adapted it to be used in a h:_,ri
wntal position to eli"eduate the entl desired. Forgie obtained 
a Fatent for this dedl·e as his mrn im·entiou. \\'hich was the 
patent sued on. The suit was dismissed on the ground that i i 
there was anv im·ention at all in the dedce, the credit belong-ed • •• 

tn Barrett, not to Forgie .. ''Cndottbtedly .. " said the court. 

• 

":\I r. Forgie did de~cribe to ::\Ir. Barrett the qsual method of 
coupling and uncoupling the tools with the old appliances, and 
the great necessity for o\'Crcoming existing difficulties. He 
cnncedt>d the \'alue and power oi the jack inycnted by ::\lr. 
Darrett, and repeatedly said that, if it could only be made 
applica!Jlc to this \\'Ork of coupling and uncoupling oil-\\'cll 
t oob, he thought it \\'Oukl do the \\'ork with ease. But there 
''as the rub. H O\\' could it be so applied? E,·idently Forgie 
had not the slighteSt idea as to this, lor nowhere docs it a!j
pcar that he made the slig-htest suggestion, llf any practicahle 
l;cnefit, looking to this end .... ".-\dmitting that he may ha,·e 
Lad some conception oi \\'hat was wanted which, howe\'er, 
i~, ,·cry doubtful mere conception is not· in\'ention. It is the 
crystallizing of that conception into the in\'ention itself. OFer
~~ti\·e and practical, that entitles the in\'cntor to the protection 
o i letters patent." 

Het\\'een these t\\'n cases is the ~ride field in \\'hich decisions. 
ran he made only as the mentality of each particular judge .. 

~ 10 58 Fer!. Ri r. 
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acting upon the circumstances shown by the eddencc. con
cludes that the idea was the practical im·cntion, or that it was 
only an idea of result. the means of accomplishing which was 
im·ented by the one who embodied the particular device used 
tl1ereto. · 

. 

The fact that one has been doing certain mere mechanical 
work for another. during the process of which an accident re
,·eals a result not expected, and so ne\\" that the use oi that 
precess to produce the result can be patented. doe~ n~:t ipso 
facto entitle the workman to the patent. This came before the 
cou.rt in :\linerals Separation Co. ,., Hycle.~ 11 The patentee:-> 
,,·ere. engaged in research work to find a process .of separating· 
mineral matter from crushed ore more eco1wmical than those 
in use. During the experiments. a wholly unthought uf meth
od \\'as re\'ealecl by accident, and a patent secured for it. The 
results that occurred during the experiment were dear to any
one, and the workman in. charge could probably ha,·e repr~.

uucecl them at \\'ill by repeating his actions hy rote. The prin-
• ciples or natural laws which produced the results. that is to 

• 
say. the reason for the particular results, had to be thought out. 
\Vhen the patent came into litigation, claim was made that the 
patentees were not the original disco ·:erers of the process 
patented because "an employee of theirs happened to make the 
<~nah-ses and obsen·ations \\'hich resulted immediateh· in the - . 
disco\'en·." The court dismissed this contention ,,·itlwm fur-

• 

ther comment than that. ''The record shows \'en· clearh· that 
• • 

the patentees planned the experiments in progress when the 
disco\·en· was made: that the\' llirectecl the im·c~tigations claY 

~ • L • 

by day. conducting tlu~m in large part personally and that they 
intcq:reted the results.,. 

It does not appear from such facts as are ginn that the em-
• 

rloyee had any realization whate\'er of the desirableness of the 
result. The "in\'ention" Ia\· hcfore his senses: his mode of 

• 

operation had produced certain results. but l1c himself had con- · 
cei,·ed no idea of relation between method and result. It re-
mained for his employer to do tlw.t: to perform the mental 

211 :24:2 u. s. :26I. 

• • 
• 

• 
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operation which constitutes iilVention. If this assumption is 
correct, the decision of the court is whollv in harmonv with • • 

those cases holding that unrecognized events, though prior in 
time, do not serve to negative novelty in an invention. The 
public has never been treated as having been in possession of 
those transient combinations of circumstance producing a cer
tain result when the· relation or circumstance and result has 
not been recognized. He who later gives knowledge thereof 
to the world, gives it something new. 

• 

If the employee had recognize<! the sequence of circum
stance and result in such a way as to bring into being a con
scious appreciation thereof, so that he might ha,·e applied.it to 
1·ractical use, it is doubtful if his claim to the title of im·entor 
could ha\'e been avoided. It is well settled that an inventor's 
ignorance of the principle by which a desired result is pro
duced does not detract from the patentability of his idea of 
means. :\II he needs to know is that. a given result can be pro
duced by certain means. The employee in this case would have 
been the first to have conceived this particular means or method · 
of producing the desired result and there is no reason why, 
in such case, he should not be considered the true inventor. 
The riglzt to a patent, howenr, might he vested in the em
ployer hy the terms of the employment. 

Joil'\T INVENTIONs. The difficulty of determining who is 
the im·entor of a particular device would seem to be amelio
rated to some extent by the theory of "joint" inventors. If it 
is possible that two ormore persons may be equally and jointly 
entitled to the credit for an invention, the troublesome neces
sity of attributing it to some one person !nay often be avoided. 
The difficulty just discussed is in determining the person to 
he properly accredited "hl\'entor." where "one suggests an 
idea in a general way and the other falls in with it and gives 
it definite practical embodiment." If we can say, as in the 
case from which the quotation is made,212 that "the t\l'O may 
be considered joint inventors,'' an extremely troublesome de- . 
cision is rendered unnecessary. Judicial opinions and text 

212 Gottfried v. Phillip Best Brewing Co., 5 n. & A. 4· 17 0. G. 675 • 

• • 
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books are replete with expressions indicating that inventions 
may be the joint product of several minds. Patents have been 
actually issued for joint inventions, and such patents have 
been sustained by the courts, when their validity was in ques
tion on grounds other than the fact of their being to "joint 
in\'entors." They have thus been quite indisputably, though 
obliquely, recognized as possible and proper. :Mr. Justice 
Story discussed this, saying,m ''A joint patent may well be 
granted upon a joint invention. There is no difficulty in sup
posing in point of fact, that a complicated invention may be 
the gradual result of the combined mental operations of two 
• 

)Jersons acting together, pari passu, in the invention. And if 
this be true, then ·as neither of them could justly claim to be 
the sole inventor in such a case, it must follow. that the in
\'ention is joint, and that they are jointly entitled to a patent. 
And so are the express. words of the Patent Act, which de
clares, that if any person or persons shall allege, that he or 
they have invention. etc., a patent shall be granted to him or 
them for the invention." 

In Quincey ::\lining Co. v. Krause, 214 a patent issued to two 
}'ersons, apparently as joint inventors, was attacked for lack of 
novelty and on the ground that the in\'ention was not really 
the joint product of their minds. The court answered, ''It is 
next said that the evidence tends to show that this idea of plac
ing the outlet inside of the mortar was the thought of but one 
of the patentees, and therefore could not be the subject of a 
joint patent. If a claim covered but a single idea, it would be 
difficult to conceive how it could be patented by two; but, when 
a claim covers a series of steps or a number of elements in a 
combination, the invention may well be joint, though some of 
the steps or. some of the elements may have come as the 
thought of but one. Such is the invention here patented, and 
it would not be fatal to this patent if the fact is that Krause, 
Sr .. gave birth to the best thought connected with a combina
tion claim which covers more than the place of the location 

213 Barrett v. Hall, I ::\lason, 447,472. 
~u 151 Fed. 1012,-1017. 
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d the discharge <)Utlet. But it 'is by no mean:- :'hown that 
1-(rause. Sr .. aJ,ne ~uh·e(l the problem to he dealt with. The 
c\·idt·nce rdil·d up<~n i" altogether tn11 meager t11 o\·ertlm ,,,. a 
l,;ttent. To de:'troy a patent grant·~d ior a joint in\'entinn. 
tipon the ground that it \\·as the im·ention oi only one oi the 

• 

1 atentec~. would require ,·ery dear eddence oi a ,·ery reliable 
(haractt:r. That ha,; not 1 1een pro(h:ced." 

.\gain in \\'d~J,ach Li.~·ht l'•'· ,., Cosnwpolitan Light Co.~ 1 :. 

The court ~aid, "The patent rontain~ t\\'u claim:-;. The lir:-t. 
\\'hich is in ~uit. i,.. j, •r a ~in~.de thou~·ln. the de~crihcd im-. '· 

pnm:ment in ~trcn.~thcnin:.:· incande~ccnt mantle:-;. consisting 
in coating the Clllllpletcd mantlt: with paraffine or other ~uital,k 
material. That thought might \\'ell ha,·e cnme to one \\'hen 
in hc1l. aml han~ lll'en put "' the practical te~t the next day. as 
tc:-:titied. It is difticult t1' apprehend ho\\' t\\'o c"uld ha\·c 
~bared in the conL·epti"n. The ~ccond claim, howe\·cr. i:: di~-

• 

t:ncth· diti'crent. It is iura meth11d oi iormin~· inca!Hiescent 
• • 

mantle:', cnn,.;isting oi a munl1er of steps, the combining· oi 
, .. hid1. to produce the desired n·sult, may well han· been the 
i• 1i11t achie\·cment oi two or 1111 1re minds ... 
• 

In comnH~nting· upon this ca:-:e it has been said. ''But it is 
not dit'ticult to cnncei,·e oi a ca~e where an in,·ention con:-:isting· 
oi a 'single thnu;..:·ht" might l1e the product oi cnllaburatiun of 
t\\"11 mind" "·,,rf.:ing· toward and finally rcachin.~· the ~ingl(' 

dcci~in· step and taking it in ~tep, ~o to speak, in such unity 
;iJ1d ~imultanc•m.;nc~~ that neither of the t\\'u C11uld declare 
under oath \\·hid! actually prorluced the 'single thutlg·ln.' "~lt' 

It is difficttlt t" L'lllll]lrt'hend, ho\\'e\·er. how .\thcna could 
ht,·e spmng. fullpanuplied, ~imultancously irum the heads oi 
Zcu~ and uf :\lcti~ al~n. In the Wllmh oi :\fetis, first, she ma\' 

• 

have been concci,·c(l and tlll'n comc forth irnm the head oi 
Zen~. hut ~he c<mld ha,·e rome simultane:msh· fr,)m both nnh-

• • 

i i IJOth \\'ere one. .\s a child can not he the procluct nf t\1'0 

won1h::>, sn a ~ingle thought cannot emerge irom two minds. 
lt is true. that ;lwu~ht~. alike in ~uh~tanre, ma\· "ri!.!inate sim-. ' .. . 
ultane.,t!sly in two minds. lltlt they arc two thoughts. dcspite 

~tr· 10-1 Flrl. ~.l; \\'nr-lcn 1·. F'~her. 1 1 Ft·rl. ;o:. 
~~" ~l:tC••Illlot·r. Th .. Fix<'rl 1.;111' oi Paten:,, :' iO.J. 

• 

• 
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their similarity. Fur both thoughts the patent statute has not 
made provision. It do~:s not pru,·ide for a patent to all who 
litt ,.e i11rent~:d something. hut authorizes one to the first in
,·entur only. :\or. i.f it be comprehensible that two minds 
might produce the .same inrention coincidentally. has the sta
tt;te prorided for a patent to buth. It has simply failed to 
consider such a ca:-;e. To assert the contran· would be to main--
tain that utter :-;trangers. working independently of each other, 
haFpcning- to prufluce an inwntion simultaneously, would both 
!Je entitled to patents therefore.m 

The ca:o;e:; in which a patent has been directly attacked he
cause i~~ued to joint im·entors are comparat.irely few before 
the upper courts. In nearly all of such ca!ies, howe\·er, the 
attack has been sustained on the ground that the inyention had 
nut in fact been joint. 

It is. therciore. perfectly sound as a matter of log-ic. and 
probably correct as a matter of precedent. to say that there 
can not be such a thing- as a joint im·ention. if the im·ention ,_ 

be considered as a single idea. In such case the idea of means 
which con~titutes the im·ention must, hv its ren· unit\· of na-- - . 
ture. ha,·e emanated from one mind onlr, and must he credited -
to lmt that one mind. • 

But i i an itl\'ention can be thoug-ht of as a composite of two 
or more distinct. though co-operating ideas. it i~ possible for 

~11 The word in!{ t>i the statute, which, to ~I r. J usticc Story, gave counte
nance to the as;;ertion that such thing;; as joint inventions and joint 
ill\'entors were contemplated hy it ha;; ;;ince bern changed. The act of 
1~36, § 6, makes a partial change irum the plural to th.: singular. If reads, 
''Any person or persons. having disnn·ered any new and useful art, ..• 
not known b\· others before his or their di:<covcrv Ol' invention thereof, - . 
and not, at the time oi his application ior a patent," ctr. "But befon; any 
inventor shall receive a patent for any such new im·ention or disco,·ery, he 
shall deliver a wr.itten description," etc. "The applicant shall al;o make 
oath or affirmation that he does verilv beJie,·e that he is the orh!inal and . ,_ 

first inventor." As the statute now stand,;, however, it is worded wholly 
in the singular; all words indicating the possibility of a plurality of in
\"entors of a single invention have been eliminated. Ii t11i,: change means 
anything at all, it may be said to indicate the impo•sibility of joint in-

• \'Cntlon. 

• 

• 
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it to be the joint product of two or more minds. The separate 
ideas which go to make up the invention may emanate from 
different minds, and the credit may be apportioned accordingly. 
To the writer,.thc idea of invention as a concept, which per
vades all the law. seems to preclude the pQssihility of a com
posite of ideas. The credit seems, logically. to be due to the 
master mind who welds the lesser ideas into the single perfect 
whole which constitutes the real itl\'ention the one compre
hensive concept of means by which a particular result is to be 
c:ccomplished. But while this seems the logical and consistent 
view, the contrary opinions of the courts must be recognized 
c:.s effecti\·e authority, and it must be said that, at least insofar 

• 

as an invention consists of two or more separable ideas, it may 
be the product of joint im·entors to whom a t'atP.nt may prop
erly issue. 

Joint producers of these several ideas which enter into the 
composite whole of the im·ention, are not entitled to joint 
credit for the itl\'ention in all cases. When the ideas which 
each has contributed are of comparatively ecjual importance, it 
is possible that they may he jointly entitled to credit for the 
whole. But when the ideas of one contributor are insignifi
cant compared with those of the other, when one has evoh·ed 
the principle idea and the other has merely added minor ideas 
in elaboration of the main thought, only the first one, the origi
nator of the fundamental idea, is entitled to the patent. In 
the case o£ Agawam Co. \". Jordan.m the defense to a suit for 
infringement was that the patent was invalid, the itl\'ention 
thereby having been made by another than the patentee, name
ly by one Winslow. On the trial it appeared that Goulding, 
who later became the patentee, hacl nearly completed his de
dee when \Vinslow suggested certain parts for it as impro\·e
ments upon the ones that Goulding was using. This sugges
tion was adopted by him, and parts were accordingly miule by 
\Vinslow. according to his idea. and substituted in the work
ing model of youlding's device. They pro\·ed to be. useful 
auxiliary parts, and the patent in question was then taken out 

~IS 7 Wall. sS3 • 
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loy Goulding for the whole device, including these parts, as· 
his im·ention. Of the claim that the invention was \Vinslow's 
the court said, "Valuable though it was and is, as aiding in 
the accomplishment of the desired result, it is nevertheless a 
great error to regard it as the im·ention described in the sub
sequent patent, or as such a material part of the same that it 
confers any right upon the party who made the suggestion to 
claim to be the inventor, or a joint inventor, of the impro\·e
ment. or to suppose that the proof of what was done by that 
party can constitute any defence, as against the owner of the 
patent. to the charge of infringement." 

• 

• 
• 

• 

• 

• 

• 

• 
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Loss oF RIGHT TO A PATENT 

.\n im·cntor who, so far as the character of his production is 
• 

ct •ncernetl, is entitled to a patent, may lose that right under 
rertain conditions. His invention may ha,·e been, at the time 

• 

u f its creation. new and useful. not known or used bv ·others 
• 

and nut described in any printed publication, nor pre,·iously 
patented: nen:rtheless he may have so acted as to have lle
pri,·ed himseli of the patent prh·ilege. For one thing, the 
statute specifically proYides that an invention, c<,•cn tltouglz 
{'utcntablc when made, shall not he patented if it has b~en in 
public use or on sale in this country for more than two years 
priur to the filing of an appJ:cation for a patent, or if it has 
Leen patented or described in any printed publication more than 
t wu years pre,·ious thereto. .:-\gain, an im·ention can not l1e 
J:atented if it is proved to have been abandoned to the public 
h the im·entor. In the e\·ent that the im·ention were dedicated 

• 

. to the public the right to a patent would he lost to an im·entur, 
as in the case of abandonment, although such a contingency is 
110t expressly covered by the statute. 

~ I. Pcnuc C'sE OR SALE 

The phrase of the statute,r"in public use or on sale in this 
country for more than two years," has been very definitely in
terpreted by the Supreme Conrt in a way that speaks for it
sd f. ~~v "The statutory clause up01i. which the second objec
tion (to the validity of the patent) is founded is in the dis
jnnctive. The language is, 'purchase. sale, or prior use' ... 
'for more than two years prior' to the application for the 
J:atent. The phrase, 'for more,' as thus used, is loose and in
accurate. an(l is to be understood as if the language \\'ere 

~ 1 " Consolidated Fruit Jar Co. v. Wright, 94 lJ. S. 92 . 
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t·arlier than 'two years prior,' etc .. or as if 'for' we're omitted. 
from the sentence. This omission would produce the same 
effect. .. ~~u It is the.refore settled that the use need not have 
continued during two years, as the statute might seem to incli
cate, nor need sales ha\·e occurred throughout a period of two 
years. It is sufficient if the use, or the sale, took place earlier 
than two years before the application, whether it continued 
during the two years or not.~~~ 

SJ:-~l;LE sALE OR l'SE. The only real question im·oh·ed in 
this topic is as to what constitutes public use or sale within 

• 

the meaning of the statute. In the Consolidated Fruit Jar 
case just <fUOted the court said, "The defects specified are also 
in the singular. It follows that a single instance of sale or of 
use by the patentee may, under the circumstances, he fatal to 
the patent: and such is the construction of the clause as given 
by authoritative adjudication .. , In this particular case there 
was in fact more than one instance of sale or use. The pat
entee had made at least two dozen of the jars covered by the 
later patent. Two of these he ga\·e away and some others he 
sold, and the court found it to he a fair inference that the 
recipients of them put them to the use. for which they were 
intended. 222 But in a later case, this authoritv was followed in 

• 

holding the right to a patent to be lost because of a single sale 

~~~~The court quoted Pitts v. Hall, 2 match. 235, as follows: "The pat
entee may forfeit his right to the invention if he constructs it and vends 
it to others to me, or if he uses it publicly himself in the ordinary way 
of a public use of a machine at any time 11rior to two years before he 
makes his application for a patent. That is, he is not allowed to derive 
any benefit from the sale or use of his machine, without forfeiting his 
right, except within two years prior to the time he makes his applica
tion.'' See other authorities therein cited. Pennock v. Dialogue, .2 Peters 
1; Swain v. Holyoke ~lachine Co., 109 Fed. 154. 

2~ 1 The earlier statutes did not restrict the use or sale, which would 
destroy the right to a patent, to a time more than two years before the 
application. Puhlic use or sale within that time, if with the consent of 
the inventor would preclude him from obtaining a patent. Pennock v. 
Dialogue; 2 Peters 1, 19; Bates Y. Cue, ~.g U. S. 31, 46; Andrews v. 
Hovey, 124 U. S. 694, 719. . 

~22 Other authorities arc cited in the case. Jenner v. Bowen, 139 Fed. 556. 
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and use. 223 The patent involved was for a turbine water wheel. 
The undisputed evidence showed that a wheel substantially 
identical to that covered by the patent had been sold, installed 
<~.nd put in operation, by the inventor. a few days more than 
two years previous to his application for a patent. On this 
~howing of a single sale and use, barely outside the limit of 
the time allowed, the court held the patent to be invalid, say
ing "as a general rule, a single unrestricted sale by the pat
entee of his patented device,· embodying his completed inven
tion, is a public use or sale within section 4886, of the Re
vised Statutes." 

INVENTOR's ACQUIESCENCE NOT MATERIAL. The prior use 
or sale need not, under the present statute, be with the knowl
tdge or consent of the inventor, although under the earlier 
5tatutes this was not the case.224 It is sufficient if public use 

• 

c,r sale did occur more than two years prior to the application . 
This was settled in an elaborate opinion in the case of Andrews 
v. Hovey.m The same case had been before the court previ
ously and had come up for a rehearing. After an exceedin~ly 
copious citation of authorities and a full discussion of them, the 
court declared its affirmance of the previous decision, saying. 
"Under~~ 6, 7, and IS of the act of I836, a patent was made 
invalid if, at the time of the application therefore, the inven
tion had been in public use or on sale, with the consent or al
lowance of the patentee, howe\·er short the time. The second 

' 
clause of the 7th section (act of I839) seems to us to clearly 
intend, that, where the purchase, sal~, or prior use referred to 
in it has been for more than two years prior to the application, 
the patent shall be held to be invalid, without regard to the 
consent or allowance of the inventor.''220 

Before the invalidity of a patent can be predicated upon the 
ground that the device was in public use or on sale more than 
two years prior to the application· on which the patent was 

223 Swain v. Holyoke Machine Co., 109 Fed. 154. 
224 Shaw v. Cooper, 7 Peters 292. 
22!; 123 u. s. 267. 12-l u. s. (194· 
2~n Bates v. Coe, 98 U. S. 31. Eastman v. Mayor of N. Y., 134 Fed. 8+-t. 
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granted, there must be very clear and decisive proof that such 
use or sale did actually take place. 227 

SEcRET usE. The statute provides that the right to a patent 
&hall be lost through "public use'' or some other form of public 
knowledge. It does not preclude an inventor from using his 
device secretly as long as he desires before applying for a 
patent. Neither is any restriction upou indefinite secret use 
read into the statute hy the courts. On the contrary the Su
preme Court has explicitly said,m "Inventors may, if they can, 
keep their invention secret; and if they do for any length of 
time, they do not forfeit their right to apply for a patent, 
unless another in the meantime has made the invention, and se
cured by patent the exclusive right to make, use and vend the 
patented improvement. Within the rule, and subject to that 
condition, inventors may delay to apply for a patent.'' The 
exception as stated in this excerpt is obviously incorrect and 
is characteristic of the looseness of statement with which 
l•atent cases are filled. A subsequent inventor could not take 
out a valid patent, as the court suggests, for the de\·ice. His 
patent would be invalid for lack of no\·elty, if the secretly used 
de\'ice could be prm·ed. Neither would the first inventor have 
lo'st his right merely because a subsequent inventor had pro
duced a like device and put it into use or on sale. By the very 
words of the statute, the use or sale must have taken place 
more than two years before the first inventor's application. 
1t mav be said therefore, that an inventor does not lose his • 
right to a patent by any length of secret use, unless he fails to 
apply for a patent until more than two years after a similar 
device has been used or sold. The cases referrecl to at the end 
of this discussion may, ho\\'e\·er, establish· a qualification of 
this broad doctrine as laid do\\'n hy the Supreme Court. 

Just what constitutes a "secret'' use it is utterly impossible 
to state. Certainly the courts are not prone to recognize a use 
as secret. \Vhat might in ordinary parlance have been c~lled 
a secret use was held not to be such within the meaning of the 

22r Cantrell v. Wallick, 117 U. S. 6&); Penn. Electrical & ;\I fg. Co. v. 
Conroy, 15<) Fed. 9-l.~· 

228 Bates v. Coe. 9<~ U. S. Jl. 
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patent statute. in the case of Perkins v. ~assau Card, etc. Co.~~u 
This is illuminating as to the attitude of the courts. The facts 
n:av be g-iven in its own words. "The patentee made a ma-

• •• 
rhine containing his invention in the year 1857, and in 1863 
he substituted for it another varying in form and proportions, 
but not in principle. These machines he used successh·ely in 
the ordinary way of his business, as a maker of card and paste
!,oard. until he applied for his patent, in I 876. The specifi
cation and model represent precisely the machine of 1863. 
During the time that the machines were used they stood in the 
room with several other machines necessary for the other proc
esses of making, drying and colo.ring pasteboard, and were 
operated chiefly by one man, :\loulton, who was sometimes as
~istec\ by one other. .-\hout 23 workmen were employed upon 

• 

the other parts of the manufacture. The doors of the factory 
were usually kept locked, and each of the 25 workmen had a 
kev. How many visitors came to the factorv is one of the 

• • • 

disputed points. There were occasional visitors, but not many 
per~ons came to the factory from mere curiosity. During 
~ome months :\Ir. Denison, a friend of the patentee, was given 
the usc of an upper room for making tags, and his workmen 
rassed in sight of the pasting machine. It is not proved th"at 
any workmen, visitors, or other persons acquired or dh.ulged 
a knowledge of the mode of operation of the machine, until 
the workman :\Ioulton ga\·e that information to the defendants, 
in 1876." On these facts it was hel<l that the device had been . 
in public use. • 

• 

This doctrine, that when the public might have acquired 
knowledge of the im·ention, through its use, it will be deemed 
to have such knO\\'leclge, was carried into extreme form in the ·-
case of Egbert v. Lippmann.m The patent sued on covered 
Cl. peculiar form of corset steels. It appeared from the evi
dence that a woman, who afterward became the wife of the in
\'Cntor, had complained of corset steels breaking frequently. 
To remedv this the inventor devised the steel, which he after-

• 

... ~~, F I ....... 2 ~l'( . ..J51. 
2ao 10-l u. s. 333· 
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ward patented. and gave her a set to wear. Later he ga\'C her 
::nother set. This set he showed tu one other person. In the 
words of the court, "This is the e\'idence presented hy the 
record, un which the defendants reh· to establish the public 

• • 

use of the im·ention by the patentee's consent and allowance. 
The question for our decision is, whether this testimony shows 
a public use within the meaning of the statute. 

"\Ve observe, in the first place, that to constitute the pub
lic use of an im·ention it is not necessan· that more than one of 

• 

the patented articles should be publicly used. The use of a 
~;reat number may tend to strengthen the proof, hut one well
defined case of such use is just as effectual to annul the patent 
as many. l\kClurg v. Kingsland, I How. 202: Consolidated 
Fruit-Jar Co. Y. Wright, 94 U.S. 92; Pitts, .. Hall, .2 Blatchf. 
229. For instance, if the im·entor of a mower, a printing
press, or a railway-car makes and sells only one of the articles 
im·ented by him. ami allows the \'endee to use it for two ~·ears. 
without restriction or limitation, the use is just.as public as if 
l1e had sold and allowed the use of a great number. 

''\ Ve remark, secondh·, that, whether the use of an itwenti:m 
• 

is public or pri,·ate does not necessarily depend upon the num-
ber of persons to whom its use is known. If an inyentor, hav
ing made his de,·ice, gh·es or sells it to another. to he used by 
the donee or \'endee, without Iimitatioll or restriction. or in
junction of secrecy, and it is so used, such use is public, even 
though the use and knowledge of the use trk'lY he confined to 
cne person. 

"\Ye say, thirdly, that some inYentions are hy their Yery 
character only capable of being used where they cannot be seen 
or observed by the public eye. An itwention may consist of a 

· ]t,·er or spring, hidden in the running gear of a watch, or of 
~ rachet, shaft, or cog-wheel co,·ered from \'iew in the recesses 
uf a machine for spinning or weaving-. Xevertheless, if its 
im·entcr sells a machine of which his im·ention forms a part, 
~md allows it to be used without restriction of any kind the 
use is a public one." · 

"Tested by these principles, we think the e\'idence of the 

• 
• 
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complainant herself shows that for more than two years be
fore the application for the original letters there was, by the 
consent and allowance of Barnes, a public use of the inven
tion, covered by them. He made and gave to her two pairs of 
corset-steels, constructed according to his device, one in 1855 
and one in 1858. They were presented to her for use. He 
imposed no obligation of secrecy, nor any condition or restric
tion whatever. They were not presented for the purpose of 
experiment, nor to test their qualities. No such claim is set 
up in her testimony. The invention was at the time complete, 
and there is no evidence that it was afterwards changed or 
improved. The donee of the steels used them for years for 
the purpose and in the manner designed by the inventor. 
They were not capable of any other use. She might have ex
hibited them to any person, or made other steels of the same 
kind, and used or sold them without violating any condition 
or restriction imposed on her by the inventor." 

This opinion of the court was undoubtedly greatly influ
enced by the fact that during the eleven years which inter
vened between the date of the invention and that of the ap
plication the same device had come into very general use 
through the re\·elation of subsequent inventors. As the court 
said, "It is fair to presume that having learned from this 
general use that th<.:re was some value in his invention, he at
tempted to resume, by his application. what hy his acts he had 
clearly dedicated .to the public." It is extremely doubtful if, 
had this not been the case, the court would have held the 
slight use shown to he such as would invalidate the patent. 
But under the circumstances, the statements of the court in 
respect to public use, while they seem wholly correct, were 
quite unnecessary. There was indubitable ~~~neral public use, 
more than two years before the application, by others than the 
ratentee or his representatives. Under the rule, discussed 
above, that the use need not be with the consent of the patentee 
to have the effect of invalidating a patent, this use bv others, 

• 

arising out of their 0\Vn discoveries, clearly rendered the 
patent void. The court got into its discussion of whether the 

• 

• 
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patentee's own use was sufficient to avoid the patent, in order 
to eliminate the question, which it appears to have considered 
unsettled at that time, whether unauthorized use by others 
would have the same effect.~31 

As is suggested in the foregoing cases, the mere fact that 
an invention is concealed from view when in use does not 
prevent such use from being public within the meaning of the 
statute. In Hale v. :Macneale,232 the invention was a tapering 
bolt for holding together the series of plates which formed the 
walls of a certain type of safe. When in place it was abso
lutely hidden from view and could be examined only by de
struction of the safe. !\lore than two years before his appli
cation, the inventor had constructed three safes containing this 
device, all of which were sold and put into use. "The con
struction and arrangement and purpose and mode of opera
tion and use of the bolts in the safes were necessarily known 

n1 The dissenting opinion is clearly out of harmony with other ad
judications. "It must, in till' language of the act, he in public use or on 
sale. If on sale, of course the pttblic who buy can use it, and if used in 
public with his consent, it may be cotlied by others. In either event there 
is an end of his exclusive right of use or sale. The word public is, there
fore, an important member of the sentence. A private use with consent, 
which could lead to no copy or reproduction of the machine, which taught 
the nature of the invention to no one but the party to whom such con
sent was given, which left the public at large as ignorant of this as it 
was before the auth9r's discovery, was no abandonment to the public, and 
did not defeat his claim for a patent. If the little steel spring inserted in 
a single pair of corsets, and used by only one woman, covered hy her 
outer clothing, and in a position always withheld from public observa
tion, is a public use of that piece of steel, I am at a Joss to know the line 
between a private and a public use. The opinion argues that the use was 
public, because, with the consent of the inventer to its use, no limitation 
was imposed in regard to its use in public. It may he well imagined that 
a prohibition to the party so permitted against exposing her use of the 
steel spring to public observation would have been supposed to be a piece 
of irony. An objection quite the opposite of this suggested by the opinion 
is, that the invention was incapable of a public use. That is to say, that 
while the statute says the right to .the patent can only be defeated by a 
use which is public, it is equally fatal to the claim, when it is permitted 
to be used at all, that the article can never be used in public." 

232 107 u. s. 90· 
• 

• 

• 
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to the workmen who put them in. They were, it is true, hid
den from dew, after the safes were· completed, and it re
quired a destruction of the safes to bring them into view.
Bl~t this was no concealment of tlwm or use of them in secret. 
They had no more concealment than was inseparable from 
any legitimate use of them." Accordingly the court held the 
patent for the device to be invali(l.~33 · 

:\11 this discussion as to what constitutes "secret use'' seems 
• 

to ha\·e been rendered unnecessary, ho\\'e\·er, by the decision 
in :\lacbeth-Evans Glass Co. v. General Electric Co.~aa" The 
facts were that :\lacbeth ha<l im·ented a certain process in 
1 <)O.), since which time the plaintiff Company, of which :\Iac
l>cth was president, had been using it. The court arlmitted, 
however. that this use had been "secret.'' In 1910 an em
ployee of the plaintiff company had re\·ealed the process, in 
breach of his confidential relation, to the Jefferson Glass Co., 
which at once began to use it. On suit by the :Macbeth Com
pany. however, the state court enjoined the Jefferson Com
J>any from further using it or re\·ealing it to others.~aa" Dur
ing these court proceedings the secret of the process was not 
re\·ealed. It does not appear just how or when the defendant. 
the General Electric Company. came by its knowledge of the 
process. On these facts, the court might have held that there 
was in fact a public use. This might ha\·e been predicated on 
the use In- the :\Iacbefh Co., which would have been in accord 

• • 

with Perkins ,., Kassau Card Co., supra. Still more com•inc-
ingly, the court might ha,·e said that the use by the Jefferson 
Co. and the General Electric Co., although without plaintiff's 
consent. was clearly a public use more than two years before 
the statute. · 

But the court chose not to base its decision on either of 
these grounds. On the contrary. it explicitly undertook to de
cide, "whether one who has discO\·ered and perfected an in-· 

• 

~33 Ace. Brush v. Condit, 132 U. S. 39. 49. 
233• 246 Fed. 695; writ of certiorari. refused hy Sup. Ct., 246 U. S. 659 

(March, 1918) ; cited with approval in E. \V. Bliss Co. \', Southern Can 
Co., 25 1 Fed. 903, 907. 

~a3" l\Iacbeth-E\·ans Glass Co. v. Schnelhach, 239 P·t. ;6. • 

• 
• 

• 

• 



• 

• 

Loss of Riglzt to Patc11f 145 

vention can employ it secretly more than nine years for pur
poses·only. of profit, and then. upon encountering difficulty in 
preserving his secret, rightfully secure a patent.'' It was not 
pretended that l\Iacbeth had really abandoned his inYention to 
the public. His constant effort to keep the secret of the in
vention hidden from the public indisputabh· negath·ed this. 
Nevertheless, the court held, on an interpretation of the policy 
of the statute, that l\Iacbeth had forfeited his right to a patent. 
He had not abandoned the inYention to the public as a mat
ter of fact; it had not been in public use; but the right was 
lost soleh· because of his secret use. · 

• 
In this case, the rule. as clearh· expressed. is that without 

• • 
·exception the right to a patent is forfeiter! by secret use which 
is not for experimental purpose. This would co\·er the rctse 
of an inventor who, haYing used his device in secret fur a 
time, should still apply for a patent before anyone else had 
discO\·ered the secret. The dicta on which the court in the 
!viacbeth case relies du not go this far. They declare the right 
to a patent to be forfeited only ·wizen otlzcrs /zm.•c begun to use 
tlzc iln•cntion before the ilwentor's application. \Vhether the· 
court in the l\Iacbeth case really intended to go further than 
this is not quite certain.mc 
• ExPERDIENTAL UsE. There is a type of use which, al
though it may be quite ,·isible to the public and e\·en exercised 
by th!'! public generally, and gives to the public a full knowledge 
of the im·ention, is. ne,·ertheless. not held to be a ''public use" 
s·uch. as to preclude the subsequent issue of a patent. This is 
what the courts denominate ''experimental" usc. No matter 
how full and complete the use may ha\'e been, and no matter 
how public it may have been, in the common usage of the 

• 

word, if the court feels, intuitiveh· or otherwise, that such 
• 

use was "experimental'' in its purpose. it is not public use with-
in the technical meaning of the statute. 

Probably the most frequently cited case on this topic is that 
of Elizabeth Y. Paving Co.234 The patent there attacked cov-

• 

2aac For a further discussion, see 17 :1\lich. Law Re\'. 499 . 
• 234 97 u. s. J26. 

• 
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ered a form of street pavement made of wooden blocks. On 
the part of the attackers it was shown that the im:entor had 
caused a stretch of his pavement to be laid upon a certain road . 
in Roston where it was used for a period of 6 years before his 
application. The road on which it was so used was a public 
toll-road. owned by a corporation in which the inventor \vas a 
shareholder. The pavement was in front of the toll-house and 
was about i5' in length. The court held that this was not such 
a public use of the invention as invalidated the subsequent 
patent. It was constructed by the inventor at his own expense, 
in order to ascertain !he effect upon it of heavily loaded 
wagons and of constant use. The inventor came frequently 

- ·• 
to examine it and made many inquiries, of other people, as to 
its satisfaction. 

• 

The court reasoned to its holding that this was not a public 
use, in the technical sense, but a mere experimental one as 
follows: "That the use of the pavement in question was pub
lic in one sense cannot be disputed. But can it be said that 
the im·ention was in public use? The use of an invention by 
the inventor himself. or of any other person under his direc
tion. hy way of experiment, and in order to bring the innn
tiun to perfection, has ne\·er been regarded as such a use . 

• 
Curtis. Patents, sect. 381: Shaw v. Cooper, 7 Pet. 292. Xow, 
the. nature of a street pa,·ement is such that it cannot be ex
perimented upon satisfactorily except on a highway, \yhich 
is always public. \\'hen the subject of itwention is a ma
chine. it may be tested and tried in~ a building, either with or 
without closed doors. In either ·case, such use is 1iot a public 
use, witl,in the meaning of the statute, so long as the inventor 
is engaged. in good faith, in testing its operation. He may 
see cause to alter it and improve it, or not. His experiments 
will reveal the fact whether any and what alterations may be 
necessary. If durability is one of the qualities to be attained, 
a long period, perhaps years, may be necessary to enable the 
inventor to discover whether his purpose is accomplished. 
And though, during all that period. he may not find that any 
changes are necessary, yet he may be justly said to be using· 



• 
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his machine only by way of experiment; and no one would say 
that such a use, pursued with a bona fide intent of testing the 
qualities of the machine, would be a public use, within the 
meaning of the statute. So long as he does not voluntarily 
allow others to make it and use it, and so long as it is not on 
sale for general use, he keeps the invention under his own 
control, and does not lose his title to a patent. It would not 
be necessary, in such a case, that the machine should be put up 
and used only in the inventor's own shop or premises. He 
may have it put up and used in the premises of another, and 
the use may inure to the benefit of the owner of the establish
ment. Still, if used under the surveillance of the inventor, 
and for the purpose of enabling him to test the machine, and 
ascertain whether it will answer the purpose intended, and 
make such alterations and improvements as experience demon
strates to be necessary, it will still be a mere experimental use, 
and not a public use, within the meaning of the statute. 

"\Vhilst the supposed machine is in such experimental use, 
the public may be incidentally deriving a benefit from it. If it 
be a grist-mill, or a carding-machine, customers from the sur
rounding country may enjoy the use of it by having their grain 
made into flour, or their wool into rolls, and still it will not he 
in public use, within the meaning of the law. But if the in
ventor allows his machine to he used by other persons gen
erally, either with or without compensation, or if it is, with 
his consent, put on sale for such use, then it will be in public 
use and on public sale, within the meaning of the law. 

"If, now, we apply the same principles to this case. the an
alogy will be seen at once. Nicholson wished to experiment 
on his pavement. He belie\·ed it to be a good thing, but he 
was not sure; and the onlv mode in which he could test it was -
to place a specimen of it in a public roadway. He did this at 
his own expense, and with the consent of the owners of the 
road. Durability was one of the qualities to be attained. He 
wanted to know whether his pavement would stand, and • 
whether it would resist decay. Its character for durability 
could not be ascertained without its being subjected to use for 

• 

• 
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a considerable time. He subjected it to such use. in good 
faith, for the simple purpose of ascertaining whether it was 
what he claimed it to be. Did he do anything more than the 
inventor of the supposed machine might do, in testing his 
inYention? The public had the incidental use of the pavement, 
it is true: but was the invention in public use, within the mean
ing of the statute? \V e think not. The proprietors of the 
road alone used the in,·ention, and used it at Xicholson's re
quest, by way of experiment. The only way in \\"hich they 
could usc it was by allowing the public to pass 0\·er the pave-.. ment. · 

The difference between technical pulJlic use and experimental 
use such as does not. im·alida~e a subsequent patent is impossi
ble to formulate. Like most of the other issues of patent law 
cases, the character to be giwn to a pro,·ed use depends upon 
the circumstances of each case and is a psycholog-ical fact. It 
depends wholly upon the operation of mind of the particular 
judg-e upon the particular circumstances. But. as in respect 
to the other issues. precedents clo sho\\" certain circumstances 
which ha,·e more ur less apparently influenced the court in its 
decision. 

• 

The iact that the inventor himself has appeared to be satis-
fit•d that his im·entil)n was at least usably perfect, has militated 
against the proposition that it was merely experimental. In 
the case just referred to the court said. ''Had the city of Bos
ton, or other parties, used the im·ention, by laying down the 
pa,·ement in other streets and places, .. with Kicholson's consent 
and allowance, then. indeed. the innntion itself would have 
been in public use. within the meaning of the Ia\\"; but this was 
not the case. ~ icholson did not sell it. nor allow others to 
use it or sell it. He did not let it go herond his control. He 
did nothing that indicated any intent to do so. He kept it 
under his 0\\"11 e\·es. and never for a moment abandoned the 

• 

intent to obtain a patent for it." 
This idea was made the foundation of the holding in a later 

case. ~ar. The invention here invoh·ed \\"as an improvement in 

2a5 Root v. Third Ave. R. R. q6 U. S. 210. 

• 
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the construction of cable railways. :\lore than two years prior 
to his application the inventor had put it into actual use on a 
cable-railroad, of which he had been employed to superintend 
the construction. He had apparently devised his itwention in 
the expectation. that he would be called upon to construct this 
particular road. He explained his invention to the directors 
of the road, and it was adopted by them. In defense of the 
patent it was urged that this use was experimental merely and 
the case of Elizabeth v. Pavement Co. was relied upon as 
authority.· The inventor testified that he had been possessed 
by serious doubt as to the practicability of his device, and that 
he delayed applying for a patent until the utility of the device 
should have been tested by use. He did not, however, com
municate this doubt to the directors of the road. The court 

- said of this, quoting the words of the lower court, "Mani
festly the complainant received a consideration for devising 
and consenting to the use of an invention which was designed 
to be a complete, permanent structure, which was to cost a 
large sum of money, and which he knew would not meet the 
expectation of those who had employed him, unless it should 
prove to be in all respects a practically operative and reason
ably durable one. If he had entertained any serious doubts 
of its adequacy for the purpose for which it was intended, it 
would seem that he would not have recommended it in view 
of the considerable sum it was to cost. .-\t all e\·ents, he did 
not .treat it as an experimental thing, but allowed it to be ap
propriated as a .complete ·and perfect invention, fit to be used 
practically, and just as it was, until it should ~vear out, or 
until it should demonstrate its own unsuitableness. He turned 
.it over to the owners without reserdng any future control over 
.it, and knowing that, except as a subordinate, he would not be 
permitted to make· any changes in it by way of experiment; 
and at the time he had no present expectation of making any 
material changes in it. He never made or suggested a change 
in it after it went into use. and never made an examination 
with a view of seeing whether it \\·as defective, or could be 
improved in any particular .. , The court held, therefore, that 

• 



• 

• 

Patents a11d ln~'l'lltiolls 

the case did not come within the principles of the Pavement 
Co. case, and that the patent was invalid. 236 

The fact that the inventor has received a profit from the 
use of his device does not necessarily demonstrate that the use 
was more than experimental. The matter of profit was dis
cussed by the court in Smith & Griggs Mfg. Co. v. Spragne. 237 

The machine involved, which was one for making buckles, 
"was practically successful, in that during the period of its 
use the complainant produced and sold about so.ooo gross of 
levers used on these shoe buckles, which he sold to his custo
mers in the market. It was a public use in the sense of the 
statute and within the decisions of this court, inasmuch as it 
was used by the complainant in the regular conduct of his 
business by workmen employed by him in its operatio_n, and in 
the view of such part of the public as chose to resort to his 
establishment, either for the purpose of selling material for the · 
manufacture or of purchasing its product. It is claimed, how
ever, and it was so decided by the Circuit Court. that this prior 
use of the machine in that form was not a public use within 
the prohibition of the statute so as to defeat the patent, be
cause that use was experimental only, of an imperfect ma
chine, embodying an incomplete invention, in order to enable 
the inventor to perfect it by improvements actually added, and 
to overcome defects de\·eloped by this use, which improvements 
are contained in the three additional claims, and which were 
added as parts of the invention within two years before the 
date of the application." .. . 

23fl Hall v. 1~acneale, IOi U. S. C)O, ¢. "It is contended that the safes 
were experimental, and that the usc was a use for experiment. But we 

· arc of the opinion that this was not so .... The invention was complete. 
in those safes. It was capable of producing the results sought to be 
accomplished. though not as thoroughly as with the use of welded steel 
and iron plates .... As to their usc being experime11tal it is not shown 

• 

that any attempt was made to see if the plates of the safes cvuld he 
stripped off, and thus to prove whether or not the conical bolts were effi
cient. The safes were sold, and app;trently, no experiment and no experi
mental usc was ever thought to be necessary. The idea of a use for cx.
periment was an afterthought." 

2 :!; 123 u. s. 249· 

• 
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The court said, generally, that "The use by the inventor, 
for the purpose of testing the machine, in order hy experiment 
to devise additional means for perfecting the success of its 
operation, is admissible; and ·where. as incident to such use, 
the product of its operation is disposed of by sale, such profit 
from its use does not change its character·; but where the use 
is mainly for the purposes of trade and pr0fit, and the experi
ment is merely incidental to that, the principal and not the in
cident must give character to the use." But of the particular 
case it said, "The use of the machine was apparently for the 
purpose of conducting an established business; the machine it
self was the only one used for the manufacture, qf which the 
patentee, by a prior patent, already had a monopoly. He alone 
supplied the market with the article, and the whole demand 
was satisfactorily met by this single machine. To this extent. 
it operated successfully. That it was capable of improve
ment need uot be denied, nor that, while it was in daih- use. -
its owner and inventor watched it with the dew of devising 
means to meet and overcome imperfections in its operation : 
but this much can be said in everv such case. There are few • 
machines, probably, which are not susceptible of further de-
velopment and improvement, and -the ingenuity of mechanics 
and inventors is commonly on the alert to discover defects and 
invent remedies. The alterations made in the machine in 
question, however useful, were not vital to its organization. 
Without them, it could and diJ work so <'.5 to he commercially 
successful. 

"The impression made upon us by the e\'idencc, the conclu
sion from which we cannot resist. is, that the patentee unduly 
neglected and delayed to make his application for the patents, 
and deprived himself of his right thereto by the public use of 
the machine in question. so far as it is embodied in the claims 
under discussion. 

"The proof falls far short of establishing that the main pur
pose in view, in the t:se of the machine by the patentee, prior 
to his application, was to perfect its mechanism and improve 
its .operation. On the contrary. it seems to us that it shows 
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that the real purpose in the use was to conduct the business of 
the manufacture, the improvement and perfection of the ma
chine being merely incidental and subsidiary. 

"The case upon the proofs seems to us to fall within the 
principle of the decision of this court in Hall v. }.Jacneale, 107 
U. S. 90. 96, 97· It was there said: 'It is contended that the 
safes were experimental and that. the use was a use for experi
ment. But we are of opinion that this was not so, ·and that 
the case falls within the p·rinciple laid down by this court in 
Coffin v. Ogden, 18 Wall. 120. The invention was com11lete 
in those safes. It \\'as capable of producing the results sought 
to be accomplished. though not as thoroughlv as with the usc . ~ . 
d wdded steel and iron plates. The construction and ar-
rangement and purpose and mode of operation and use of the 
bolts in the safes were necessarily known to the workmen \\'ho 
(:ttt them in. They \\'cre. it is true, hidden from view after 
the ~afes were completed, and it required a destruction of the 
sa fcs tu bring them into \'iew. But this was no concealment 
of them or use of them in secret. Thev had no more conceal-

• 

ment than was inseparable from any legitimate use of them . 
.-\s to the use heing experimental, it is not shown that any 
attempt wa:,; made to see if the plates of the safe could be 
~tripj:ecl off. and thus to prove whether or not the conical bolts 
were efficient.' "~'1 ' 

Ex PERDI EXT AI. SALE. The same principles apply to sale 
as to ttse, and there may he an actual sale, more than two 
years prior to the application. which does not, in law, amount 
to a sale within the ·meaning of the statute. In Swain v. 
Holyoke :\lachine Co. ~'1 " the court said, "As a general rule, 
a single unrestricted sale hy the patentee of his patented de
vice, embodying his completed invention, is a public use or 
sale, within ~ection 4886 of the Revised Statutes. There are 
undouhtedly cases where the strict application of this rule 
works great hardship. Some itH"entions are for large and 

2a' Jenner v. Bowen, 139 Fed. 556; Cf. Am. Caramel Co. v. Thns. ~!ills 

& Bm. 1.!9 Fed. 7-13· "Nor is such use a public use, which will defeat the 
patent, bcranse the product of the machine during the time was sold." 

• 

~ 311 109 Fed. 154· 

• 
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co!'.itly structures, others require a long· period of time to test 
their practical utility, and still others are for small devices 
which are attached to large machines. It follows that an in
ventor, from lack of means or other circumstances, may be 
forced to sell his patented device in order to test its utility or 
efficiency. For this reason the courts in some instances have 

. declined to enforce the strict rule where the sale was attended 
by some exceptional circumstances. The following cases il
lustrate the exceptions to the general rule: Where the sale of 
the "machine was for the purpose of trial, and the machine was 
.warranted. Graham v. McCormick (C. C.) II Fed. 859, 862, 
and Same v. Manufacturing Co., Id. 138, 142. Where the 
patentee derived no profit from the sale, and the device was a 
mere appendage to a large machine sold by his employer. Har
mon v. Struthers (C. C.) 57 Feel. 637. Where the sale was 
made at an under price, and without profit to the inventor, and 
for the purpose of securing a fair test of the invention. Innis 
v. Boiler Works (C. C.) 22 Fed. 780. Where an imperfect 
machine was sold, which did not embody the invention. Eas
tern Paper-Bag Co. v. Standard Paper-Bag Co. (C. C.) 30 
Feel. 63, 66. Where the device sold did not embody the most 
complete and perfect form of the invention. Draper v. \Vat
ties, 3 Ban. & A. 618, 620, Feel. Cas. No. 4.073· 

"We should hesitate to lay clown the broad proposition that 
a single sale of a patented device for experimental purposes 
works a forfeiture of the patent under the statute. \Ve do 
not understand that it has ever been so expressly decided by 
the supreme court. It is certainly doubtful whether, under 
such circumstances, the device can be said to be 'on sale,' with
in the fair meaning of the statute. It does not follow that, 
because a machine has been sold, it has passed the experimental 
stage. 

"Instead of laying down a fixed rule, it seems to us that in 
each case the court should direct its attention to the funda
mental inquiry: Under what circumstances and for what pur
pose did the public use or sale take place? And, where it ap
pears that there has been a public use or sale more than two 
years before the application, the burden is thrown upon the · 

• 
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patentee to establish. by full, clear, and convincing proofs, that 
such use or sale was principally and primarily for experimental 
purposes, and that such purposes were not merely incidental 
or subsidiary. \Vhatever expressions may be found in the 
opinions of the supreme court to the effect that a single sale 
comes within the statutory prohibition, we think a careful ex
amin<>.tion of the cases shows that the primary and governing 
consideration is the purpose and object of the inventor in mak
ing such sale.'' 'While this statement is mere dictum and the 
actual holding of the case was that there had been a sale and 
use within the meaning of the statute, it is a clear and force-. 
ful expression of what appears to be the settled rule. 

A mere contract to sell, not accompanied by the passing of 
title to anything. has been held not a "sale" within the meaning 
of the statute.240 

It is evident from the foregoing discussion that the purpose 
of use or sale, which makes it experimental or otherwise, is 
not decided in accord with the inventor's assertions in regard 
to it. It depends instead upon the appearance which all the 
collateral facts give to it. An im·entor who bears this in 
mind, can so arrange his experiments as to make their true 
character much more clearly demonstrable from the circum
stances than if he should ignore it. 

§ 2. AnA~DONMENT 

The statute makes abandonment of an invention a bar to 
the securing of a patent; a bar that is distinct from the effect -of mere public use or sale. In practice, abandonment is so in-
timately connected with use or sale as to be to <1 great extent in
distinguishable from it. Whether or not an invention has 
been abandoned to the public is obviously a question of fact 
to be determined in each case,241 but its determination is a 
matter of conclusion, and not a mere matter of evidence. The 
bar to a patent arising from abandonment is thus very different 
from the bar arising from use or sale two years prior to the 
application. The use and sale is a mere matter of demonstra-

240 Burke Elec. Co. v. Independent Pneumat:c T0ol Co., 232 Fed. 145. 
241 Kendall v. \Vinsor, 21 How. 322, 331. 

• 



Loss of Right to Patent ISS 

tion. If a public use or a sale has been proved, it automatic
ally follows that the patent is invalid unless the use or sale 
is excused as experimental. Abandonment, on the other hand 
depends wholly upon the iutmt of the inventor. A conclusion 
as to intent must be drawn, therefore, from the proved facts, 
before the law can be applied. This conclusion can not be 
subject to rules of law, for the very simple reason that there 
is too little possibility of similar facts in enough particular 
cases for the harmony of conclusions therein to demonstrate 
a rule. Abandonment is therefore a matter of judicial con
clusion as to intent, although we are accustomed to speak of 
these conclusions, psychological facts perhaps, as facts to be 
proved. In this sense, the intent to abandon, or, simply, aban
donment, "may be proved either by express declaration of an 
intention to abandon, or by conduct inconsistent with any 
other conclusion. " 242 

Pl'BLIC usE. The fact that an inventor let his device go 
into public use, or has himself used it or put it on sale with
out making any effort to patent it, is reasonably clear evidence 
that he did not intend to patent it and had abandoned the right. 
Because of this, it is possible for public use to bar the right to 
a patent in two distinct ways. It may act as a bar as a matter 
of law, absolutely regardless of the inventor's intent to take 
out a patent, because it took place more than two years be· 
fore his application. Or, it may bar his right, regardless of 
the time at which it occurred, because it occurred under such 

• 

circumstances as to indicate clearly an intent to abandon the 
invention to the public. The cause of the bar is quite different 
in each case, but because of the presence of public use in each 
case, the statutory bar of public use has become very much 
confused with loss of the right to a patent throughout aban
donment. In the case of Elizabeth v. Pavement Co.,243 for. in
stance, the court savs, "An abandonment of an invention to 

• 

the public may be evinced by the conduct of the inventor at 
any time, even within the two years named in the law. The 

242 U. S. Rifle & Cartridge Co. v. Whitney Arms Co., 118 U. S. 22; 

Planing Mach. Co. v. Keith, 101 U. S. 479, 484. 
213 97 U. S. 1:z6, 134· 
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effect of the law is, that no such consequence will necessarily 
follow from the invention being in public use or on sale, with 
the inventor's consent and allowance, at any time within two 
years before his application; but that if the invention is in 
public use or on sale prior to that time, it will be conclusive 
evidence of abandonment, and the patent will be void." The 
latter part of this statement is absolutely unwarranted by the 
statute or the cases. It is correct to the extent that under such 
circumstances the patent will be void. But it will not be void 
because the invention is conclusively deemed to have been 
abandoned. The statute does not authorize this conclusion 
and neither do the cases. The invention may possibly have 
been abandoned, to be sure, but the patent is void, as a matter 
of law, simply because the statute says it shall be void on ac
count of the public use. ~44 This failure to distinguish be
tween a\·oidance because of public use more than two years 
prior to the application, and avoidance because of abandon
ment as evidenced by public use, is found in very many of the 
decisions upon the point and has led to a deal of confused 
thought and expression. It probably accounts, also, for the 
part which the intent of the inventor plays in solving the ques
tion whether an open use is "public use'' within the meaning 
of the statute, or merely "experimental'' use. The intent of 
the imentor subsequently to apply for a patent does, as dis
cussed above, have an influence upon the court's conclusion as 
to whether his use of the device is puolic or not. There is no 
logical reason why this should be so to be found in the defi
nition of "public." It is as open tb knowledge and as no
torious. as fully shared in by the public, whatever be the intent 
of the inventor. But if the bar of public use be confused with 
that of intent to abandon, there is an obvious reason why 

244 The tendency to treat abandonment as a matter of law to be drawn 
from certain circumstances is well illustrated in Kendall v. Winsor, 21 

How. ·322. The court says emphatically, as a matter of decision, that the 
question of abandonment is one for the jury, yet, as a matter of dictum, 
it says, an inventor may co11jcr his invention upon the public, such inten
tion being manifested expressly or by conduct, or he may forfeit his 
rights "by a willful or negligent postponement of his claims, or by an at
tempt to withold the benefit of his improvement from the public .•.• " 
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public use without an intent to abandon should not be treated 
as a bar.245 

FAILURE TO APPLY. The intent to abandon may be predi
cated upon circumstances other than public use, as well as on 
that. In one case246 it was found that the inventor had evinced 
an abandonment of his right to a patent because he had let 
eight years pass by, after his original application was with
drawn, without making any attempt to secure a patent. Dur
ing this period. other persons had taken out patents for simi
lar devices. The court said, "An inventor, whose application 
for a patent has been rejected, and who, without substantial 
reason or excuse, omits for many years to take any step to 
reinstate or renew it, must be held to have abandoned any 
intention of further prosecuting his claim." 

Delay in prosecuting an application not only may amount to 
abandonment as a reasonable conclusion of fact, but is specific
ally declared to be presumptive abandonment by the patent 
statute. This provides,m "All applications for patents shall 
be completed and prepared for examination within one year 
after the filing of the application, and in default thereof, or 
upon failure of the applicant to prosecute the same within one 
year after any action therein, of which notice shall have been 
given to the applicant, they shall be regarded as abandoned by 
the parties thereto, uitless it be shown to the satisfaction of 
the Commissioner of Patents that such delay was unavoid
able.'' This phraseology leaves open the possibility of show
ing that the delay was not in fact due to intent to abandon, 
but it takes the burden of proof off from the party attacking 
the patent, where it ordinarily rests, and puts it upon the pat
entee himself. Commenting upon this, the court has said,248 

"All this shows the intention of Congress to require diligence 
245 Under the earlier statutes, by which public use within two years of 

the application would bar the right to a patent as we!! as public use more 
than two years before it, there was a greater justification for injecting the 
element of intent into the definition of pqblic use than there is now. Shaw 
v. Cooper, 7 Pet. 319; Pennock \'. Dialogue, 2 Pet. I. 

246 U. S. Rifle & Cartridge Co. v. Whitney, 118 U. S. 22. 
247 § 4894 R. s. 
2ta Planing Mach. Co. v. Keith, 101 U. S. 479. 485. 
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in prosecuting the claims to an exclusive right. An inventor 
cannot 7dtlzout cause hold his application pending during a 
lcng period of years, leaving the public uncertain whether he 
int~nds ever to prosecute it, and keeping the field of his in
vention closed against other inventors. It is not unfair to 
him, after his application for a patent has been rejected, and 
after he has for matry years taken no steps to reinstate it, to 

• 

renew it, or to appeal. that it should be ctmcluded he has 
acquiesced in the rejection and abandoned any intention of 
prosecuting his claim further. Such a conclusion is in ac
cordance with common observation. Especially is this so when, 
during those years of his inaction, he saw his invention go 
into common use, and neither uttered a word of complaint or 
remonstrance, nor was stimulated by it to a fresh attempt to 
obtain a patent. When in reliance upon his supine inaction 
during those years of his inaction the public has made use of 
the result of his ingenuity and has accommodated its business 
and its machinery. to the improvement, it is not unjust to him 
to hold that he shall he regarded as having assented to the ap
propriation, or, in other words, as hav:ng abandoned the in-
vention. '' 2~u · 

But the court followed up this statement by the recognition 
that "There may be, it is true, circumstances which will excuse 
delay in prosecuting an application for. a patent, after it has 
been rejected, such as extreme poverty of the applicant or pro
tracted sickness. " 2

"
0 

~ 

The application for a new patent to replace one already is-
sued, and even a subsequent abandonment of effort to secure 
this reissue does not amount to an abandonment of the origi-

~4·" Ace. Gandy v. :\larblc, 122 U. S. 432. 

2::.0 Smith v. Goodyear Dental Vulcanite Co., 93 U. S. 486, jOT, "And the 
proof respecting his health and pecuniary conditiO!!, together with his 
constant efforts to obtain the nece~sary means to prosecute his right, 
rebut< all presumption that he ever abandoned, actually or constructively, 
either his invention or his application for a patent. That he never in
tended an abandonment of his invention is perfectly clear; and it was not 
his fault that granting the patent was so long delayed." A dissenting 
opinion argues that the long delay in this case did amount to abandonment. 
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nal patent. That is still qnite as valid and t::ffe:tb:e as when 
it was duly issued. 2 ''

1 

A different type of acquiescence, on which abandonment was 
predicated, arose in Hartshorn v. Saginaw Barrel Co.~"2 Two 
men, Campbell and Hartshorn. had invented the same device 
at about the same time. Campbell supposed that he was the 

• 

later inventor and let H :~rtshorn take out a r·atent. himself 
patenting only a part of his device. :Many years later it de
veloped that Campbell was in reulity the first inventor, and 
within a reasonable time thereafter he applied for a patent . 

• 

The lower court held this patent to be valid, under the circum-
stances. The Supreme Court said on the contrary, "Campbell 
contented himself \\~ith the narrow claim originally contained 
in his patent of 1867, and thereby. acknowledged that he was 
not entitled to the broader claim which he now asserts tmcler 
his reissue. He had the means ami the opportunity at the time 
the application for his original patent was pending to have 
asserted his claim to priority of in\'ention; he choose not to 
do so. He acquiesced in the claim of his adversary; he can 
not now claim what he then abandoned.'' 

OMISSION FIW.:\1 APPLICATION. This is really only a varia
tion of the well settled doctrine that when an iil\'entor has ap
plied for a patent and specifically described therein the in
\'ention for which he claims right of a monopoly, he is pre
sumed to have claimed everything that he wants to protect. If 
he has omitted from the application some part of the in\'en
tion which he would be ·expected to have claimed at that time, 
if at all, it is fair to assume that he did not intend to cover 
that particular part by patent, but has abandoned it to the 
public. In the words of the court,253 "The statute requires the 
inventor to particularly point out and to claim distinctly the 
improvement or combination which he claims as his discovery. 
'When, under this statute, the inventor has made his claims, 

• 

he has thereby disclaimed and dedicated to the public all other 
combinations and improvements apparent from his specifica-

251 McCormick Harvesting Machine Co. v. Aultman, 16g U. S. 6o6. 
252 I 19 U. S. 664. 
2r.a M'Bride v. Kingman, 97 Fed. 217, 22.~. 
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tion and claims that are not mere evasions of the device, com
bination, or improvement which he claims as his own. While 
the patent is notice of the claims which it contains and allows, 
it constitutes an estoppel of the patentee from claiming under 
that or any subsequent patent any combination or improvement 
there shown which he has not clearly pointed out and distinctly 
claimed as his discovery -or invention when he received his 
patent. It is a complete and a legal notice to every one notice 
on which every one has a right to rely that he may freely use 
such improvements and combinations without claim or moles
tation from the patentee." "The object of the patent law in 
requiring the patentee to particularly point out and distinctly 
claim the part, improvement or combination which he claims 
as his invention or 6isco\'ery, is not only to secure to him all 
to which he is entitled, but to apprise the public of what is still 
open to them. "254 

• 

The fair implication fro:n these quotations would be that 
failure to claim all to which the applicant is entitled amounts 
ipso facto, as a matter of law, to an abandonment of the un
claimed part. But in both of the cases quoted from the issue 
was not at all whether or not any part of the invention had 
been in fact abandoned. It was merely one of interpretation 
of the patent as it stood. The decision was, that because the 
claim did not actually cover the matter alleged, it could not · 
be made to cover such matter by judicial construction. This 
proposition that a patent could not be constructively extended 
so as to cover what had not in fac! been claimed is logical as 
a rule of law. The other proposition, that failure to claim 
amounts to abandonment, is not logical as a rule of law, al
though it is justified as a rule of presumption. If the matter 
which the inventor failed to claim were something which did 
not necessarily need to have l.>een included in the same patent 
as the matter which he did claim, it would be a possibility, at 
least, that he intended to claim it through another and separate 
application. Even if such an intent were unusual it vmuld not 
be unreasonable. To hold as a matter of law that failure to 
• 

254 McClain v. Ortmeyer, 141 U. S. 419, 2.23, 
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claim in the first application constituted an abandonment, would 
be unreasonable and illogical. There could be, fairly, only a 
presumption of such intent. If the matter omitted were some
thing which could have been patented only in conjunction with 
that claimed, the presumption is stronger. It could not have 
been omitted with the intent of patenting it separately, at a 
later time. The neglect to claim it, whether through actual 
intent not to, or mere indifference or carekssness. indicates 
with reasonable conclusiveness an intent to abandon. But it 
does not absolutely demonstrate such an intent. The omission 
might very possibly have happened through mistake, or lack 
of knowledge, or any form of inadvertence. If abandonment 
depends upon intent, as the courts have agreed it does. it can 
not logically be predicated upon omission to claim arising out 
of such a cause as mere inadvertence. 

The actual decisions accord with what has just heen said. 
and abandonment is not conclusively presumed from mere 
omission. The judicial view of it is forcefully expressed in 
Miller v. Brass Co.m This suit was based on the re-issue of 
a patent which contained a claim not included within the origi
nal patent. The court held the new claim to be itn-alid be
cause it had not been even described in the original patent and 

0 

could not have been claimed therein. Th~y recognized, how-
e\·er, that reissues are frequently made for the purpose of 
enlarging the claims of original issues under proper circum
stances, and that the original claim is not absolutely conclusive 
upon the inventor as to the extent of his rights. In respect to 
the circumstances under which the expansion is allowable, it 
said, "If a patentee who has no corrections to suggest in his 
specification except to make his claim broader and more com
prehensive, uses due diligence in returning to the Patent Office. 
and says 'I omitted this,' or 'my solicitor did not understand 
that,' his application may be entertained, and, on a proper 
showing. correction may be made. But it must be remembered 
that the claim of a specific device or combination, and an omis
sion to claim other devices or combinations apparent on the 

255 IO..j. Uo So 3500 

0 

0 



Patents and ln~·cntions 

face of the ratcnt, are, in law, a dedication to the public of 
that which is not claimed. It is a declaration that that which is 
not claimed is either not the patentee's invention, or, if his, he 
dedicates it to the public. This legal efiect of the patent can
not be re\·ck~tl unless the patentee surrenders it and proves 
that the spccif1cation was framed by real inadvertence, acci
dent, or mistake, without any fraudulent or deceptive inten
ti<Jn on his part: and this should be done with all due diligence 
and speed. At1y unnecessar.); laches or delay in a matter tluts 
aprarent on the record affects the right to alter or reissue the 
patent for such cause. lf two years' public enjoyment of an· 
invention with the consent and allowance of the inventor is • 

c\·idence of abandonment and a bar to an application for a 
patent, a public disclaimer in the patent itself should be con
strued equally favorable to the public. Xothing but a clear 
mistake, or inadvertence, and a speedy application for its cor
rection, is admissible when it is sought merely to enlarge the 
claim." l n short. the. rule as laid down by this court is simply 
that omission to claim amounts to abandonment, as a matter 
of law, 1111lcss the patentee demonstrates, within a reasonable 
time, that it was not an abandonment. Ail of which is but a 
cumbersome way of saying that abandonment will only be 
prcs11mcd from omission. 

The precise question came before the court in :Miller v. Eagle 
~Ifg. Co. ~''' 1 The patentee had taken out two patents, the de
scriptions and drawings of which were identical. The claims, 
however, differed, in that the later jssued one claimed matter 
not included in the claim of the first. There was a valid reason 
for the making of this division, and the court distinctly held 
that "Where the second patent covers matter described in the 
prior patent, essentially distinct and separable from the in
vention covered thereby and claims made thereunder, its \'alid
ity may be sustained. "m 

2r.tl 151 u. s. 186. 
~r. 7 It is also, h·owever, said quite as distinctly that a single invention may 

not be split and part of its features patented at onr! time and part at 
another. It might be commented that a sing:e invention capable of being 
split into parts which are themselves patenta!Jie as inventions is an un
illnstrated paradox. 



Loss of Right to Patent 

Correction of omissions. It might be supposed that whether 
an iu\·entor intended to abandon or not, he must lose any part 
of his invention which he failed to claim when he should have 
done so, because the statute does not provide for a correction 
under such circumstances. It provides for the issue of a patent 
for an invention, but not for the issue of a second patent in 
case the first one has not been broad enough. Logically there 
seems to be no answer to such a position. The invention 
should be treated as lost, not by abandonment, but by failing 
to apply for a patent. 

Practically, however, the courts have protected the inventor 
from such loss as a result of his mistake, by their interpreta
tion of § 4916 R. S. This provides that, "Whenever any 
patent is inoperative or invalid, by reason of a defective or 
insufficient specification, or by reason of the patentee claiming 
as his own invention or discovery more than he had a right to 
claim as new, if the error has arisen by inadvertence, accident, 
or mistake, and witho1 any fraudulent or deceptive intention, 
the Commissioner shall, on the surrender of such patent and 
the payment of the duty required by law, cause a new patent 
for the same invention, and in accordance with the corrected 
specificatio11, to be issued to the patentee, or, in case of his 
death or of an assignment of the. whole or any undivided part 
of the original patent, then to his executors, administrators, or 
assigns, fur the unexpired part of the term of the original 
patent. Snch surrender shall take effect upon the issue of the 
amended patent. The Commissioner may, in his discretion, 
cause several patents to be issued for distinct and separate 
parts of the thing patented, upon demaPd of the applicant, and 
upon payment of the required fee for a reissue for each of 
such reissued letters patent. The specifications and claim in 
every such case shall be subject to revision and restriction in 
the same manner as original applications are. Every patent 
so reissued, together with the corrected specifications, shall 
have the same effect and operation in law, on the trial of all 
actions for causes thereafter arising, as if the same had been 

• 

originally filed in such corrected form; but no new matter 

• 
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shall be introduced into the specification, nor in case of a ma
chine patent shall the model or drawings be amended, except 
each by the other; but when there is neither model nor draw
ing, amendments may be made upon proof satisfactory to the 
Commissioner that such new matter or amendment was a 
part of the original invention, and was omitt~d from the speci
fication by inadvertence, accident, or inistake, as aforesaid."m 

DEDICATION OF AN INVENTION TO THE PUBLIC is not differ
ent from abandonment, in the ordinary speech of the courts. 
The words are often used indiscriminately. If judges were 
to make a distinction it would probably be in accord with the 
distinction of non-technical usage; abandonment carrying the 
idea of negative intent, of acts of omission; dedication im
plying positive acts and intent definitely to confer the right 
upon the public. 

The foregoing discussion has dealt with abandonment or 
dedication to the public. There is a form of what might be 
called abandonment or dedication to particular individuals 
which, while it does not affect the inventor's right in respect 
to the public generally, does affect it in respect to these indi
viduals. This is found in the statute itsei£259 which provides 
"Every person who purchases of the inventor or discoverer, 
or with his knowledge and cpnsent, constructs any newly in
vented or discovered machine, or other patentable article, prior 
to the application by the inventor or discoverer for a patent. 
or who sells or uses one so constructed, shall have the right to 
use, and vend to others to be used,'"the specific thing so made 
or purchased, without liability therefor." 

258 James v. Campbell. 104 U.S. 356; Electric Gas Lighting Co. v. Boston 
Elec. Co., 139 U. S. 481; Thomson-Houston Elec. Co. v. Elmira & H. 
Ry. Co., 71 Fed. 396; Ide v. Trorlicht, etc. Carpet Co., IIS Fed. 137. The 
Suffolk Co. v. Hayden, 3 \Vall. 315, syll. I, "Where a party having made 
application for a patent for certain improvements, afterwards, with his 
claim still on file, makes application for another but distinct imprO\·emc:nt 
in the same branch of art, in which second application he describes the 
former improvement, but does not in such second application claim it as 
original, the description in such second application and non-claim of it 
there, is not a dedication of the first invention to th:! public." 

2~o R. S. § 4899. 

• 
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CHAPTER VI 
• 

• 

SECURING A PATENT 

§ I. FORM OF APPLICATION 

The statute provides that260 "Before any inventor or discov· 
crer shall receive a patent for his invention or discovery, he 
shall make application therefor, in writing, to the Commis
sioner of Patents, and shall file in the Patent Office a written 
description of the same, and of the manner and process of 
making, constructing, compounding and using it, in such full, 
clear, concise, and exact terms as to enable auy person skilled 
in the art or science to which it appertains, or with which it is 
most nearly connected, to make, construct, compt>und, and use 
the same; and in case of a machine, he shall explain the prin
ciple thereof, and the best mode in which he has contemplated 
applying that principle, so as to distinguish it from other in
Yentions; and he shall particularly point out and distinctly 
claim the part, improvement,. or combination which he claims 
as his invention or discovery. The specification and claim shall 
be signed by the inventor and attested by two witnesses. 

''When the nature of the case admits of drawings, the ap
plicant shall furnish one copy signed by the inventor or his 
attorney in fact, and attested by two witnesses, which shall be 
filed in the Patent Office; and a copy of the drawing, to be 
furnished by the Patent Offi~:e, shall be attached to the patent 
as a part of the specification. 

"\ Vhen the invention or discovery is of a composition of 
matter. the applicant, if required by the Commissioner, shall 
furnish specimens of ingredients and of the composition, suffi
cient in quantity for the purpose of experiment. 

"In all cases which admit of representation by model, the 
applicant, if required by the Commissioner, shall furnish a 

200 R. s. ~ 4888-4893 . 
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model of convenient size to exhibit ach·antageously the ~everal 
parts of his im·ention or discovery. 

''The applicant shall make oath that he does \'erily beli~ve 
i1imself to be the original and first im·entor or discoverer of 
the art, machine, manufacture, composition, or improvement 
for which he solicits a patent; that he does not know and does 
not believe that the same was ever before known or used: and • 

shall state of what country. he is a citizen. Such oath may be 
made before any person within tho: United States authorized 
by law to administer oaths, or, when the a!)plicant resides in a 
foreign country, before any minister, charge d' affaires, con
sul, or commercial agent holding commission under the Gov
ernment of the Cnited States. or before any notary public, 
judge, or magistrate having an official seal and authorized to 
administer oaths in the foreign country in which the applicant 
may be, whose authority shall be proved by certificate of a 
diplomatic or consular officer oi the United States. 

"On the filing of any such application and the payment of 
the fees required by law, the Commissioner· of Patents shall 
cause an examination to be made of the alleged new im·ention 
or discovery: and if on such examination it shall appear that 
the claimant is justly entitled to.a patent under the law, and 
that the same is sufficiently useful and important, the Commis
sioner shall issue a patent therefor." 

In amplification of these provisions of the statute, the Pat
ent Office has made more definite and specific rules in regard 
to application for a patent and ~other proceedings to obtain 
it.261 "The Commissioner of Patents, subject to the approval 
of the Secretary of the Interior, may from time to time estab- · 
llsh regulations, net inconsistent with law, for the conduct of 
'proceedings in the Patent Office.'' Copies of these rules will 
be furnished free of charge upon application to the c~)mmis
sioner of Patents. As they are definite, and appertain only to 

261 This is authorized by R. S. ~ 483, "The Commissioner of Patents, 
st~bject to the approval of the Secretar 1 of the Interior, may from time 
to time establish regulations, not inconsistent with Law, for the conduct 
of proce~dings in the Pa~ent Office," 

0 

• 

• 
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the undisputed and clear details of procedure, they need not 
be set out here nor discussed at length. 

TITLE. The application must be by petition under oath, 
signed by the inventor, if he is alive and sane. It must be in 
the English language, as must be also the specifications and 
oath. The rules prO\·ide that the petition must "designate by 
title the invention sought to be patented." The form of this 
designation is, however, relatively unimportant, and it need . 
uot be exact nor complete provided the petition properly adopts, 
by reference, a specification of the invention by which it is 
suffici::!ntly set forth. This matter came before the court in the 
case· of Hogg v. Emerson. 262 The invention for which the 
patent issued was entitled, "a new and useful improvement in 
the steam engine." The suit itself was brought for violation 
of a patent for an "improvement in the steam engine and in 
the mode of propelling therewith either vessels on the water 
or carriages on the land." It was contended that the offer in 
cviJence of the patent, as entitled, did not prove the existence 
of a patent such as set out in the suit. The court held that the 
identity of the patent need not be determined by the title alone, 
but that the specification annexed to the petition \yas a part of 
it and should be read in connection with it. Thl! holding of 
the court and its reasons can not be set out more clearly than 
in its own language which is as follows: "Coupling the two 
h·tSt together, they constitute the very thing desl:ribed in the 
writ. But whether they can properly be so united here, ancl 
the effect of it to remove the difficuity, have beet! questioned, 
•~nd must therefore be further examined .. Wt' are apt to be 
misled, in this country, by the laws and forms bearing 011 this 
point in England being so different in some respects from what 
exist here. There the patent is first issued, and contains no 
reference to the specification, except a stipulation that one 
shall, in the required time, be filed, giving a more minute de-

• 

scription of the matter patenterl. It need not be filed under 
two to four months, in the discretion of. the proper officer. 
(Gods. Pat., 176.) Under these circumstances, it will be seen 

26 ?. 6 How. 437· 

• 
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that the patent, going out alone there, must in its title or head
ing be fuller than here, where it goes out with the minme speci
fication. But even there it may afterwards be aided, and its 
matter he made more clear, by what the specification contains. 
They are, says Gods. Pat., 1o8, 'connected together,' and 'one 
may be looked at to understand the other.' See also 2 H. Bl. 
478; 1 Webst. Pat. Cas., 117; 8 T. R., 95· There, however, it 
will not answer to allow the specification, filed separately and 
long after, to be resorted to for supplying any entire omission 
in the patent; else something may be thus inserted afterwards 
which had never been previously examined by the proper offi
cers, and whic,h, if it had been submitted to them in the patent 
~nd examined, might have prevented the allowance of it, and 
which the world is not aware of, seeing only the letters-patent 
without the specification, and without any reference whatever 
to its contents. 3 Brod. & 3., 5· The whole facts and law, 
however, are different here. This patent issued March 8th, 
1834, and is therefore to be tested by the act of Congress then 
in force, which passed February 21st, 1793· (1 Stat. at L. 
318.) In the third section of that act it is expressly provided, 
'that every inventor. before he can receive a patent,' 'shall de
liver a written description of his invention,' &c. ; thus giving 
priority very properly to the specification rather than the 
patent. This change from the English practice existed in the 
t1rst patent law, passed April 10th, 1790 (I Stat. at L., I 09), 
and is retained in the last act of ~ongress on this subject, 
passed July 4th, 1836 (5 Stat. at L., 119). It was '.<:isely in
troduc.ed, in order that the officers of the government might 
at the outset have before them full means to examint' and un
derstand the claim to an invention better, and decide more ju
diciously whether to grant a patent or not, and might be able 
to give to the world fuller, more accurate, and early descrip
tions of it than would be possible under the laws and practice 
in England. In this country. then, the specification being re
quired to be prepared and filed bet .. re the patent iE·mes, it can 
well be referred to therein in extenso, as containing tlte whole 
subject-matter of the claim or petition for a patent, and then 
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not only be recorded for information, as the laws b.Jth in Eng· 
land and here require, but beyond what is practicable there, be 
united and go out with the letters-patent themselves, so as to 
be sure that these last thus contain the substance of what is 
designed to be regarded as a portion of the petition, and thus 
exhibit with accuracy all the claim uy the inventor. In this 
view, and under such laws and practice here, it will be seen 
that the contents of the petition, as well as the petition itself, 
became a very unimportant form, except as construed to adopt 
the specification, and the contents of the latter to be consid
ered substantially as the contents of the former.'' 

FILING OF PARTS. As suggested in the foregoing quotation, 
an application consists Qf "the first fee of$ r 5, a petition, speci
fication, and oath; and drawings, model or specimen when re
quired." .. It is desirable," says the rules,263 "that all parts of 
the complete application be deposited in the office at the same 
time, and that all the papers embraced in the application be 
attached together; otherwise a letter must accompany each 
part, accurately and clearly connecting it with the other parts 
of the application." It is not absolutely necessary that all 
parts be filed together and, if identified with the other parts 
as provided, the petition may precede the specification and 
both may precede the model, ·etc. Inasmuch as the specifica
tion and drawings constitute the real <!escription of the inven
tion, which need not be set out at length in· the petition, it is 
obvious that no examination can be made and no patent issue 
till the specification, etc., are filed, so as to complete the peti
tion. Hence the rules very reasonably provide that an applica
tion for a patent will not be placed upon the. files for examina
tion until a11 its parts, have been recorded. The application 
must be completed and prepared for exhibition within one 
year20* after th~ filing of the petition. In default of such 
completion, or if the applicant shall have failed to prosecute 
the application witiiin one year after any action upon it, of 
which notic~ shall have been mailed him or his agent, 1he ap-

• 

2~3 Rule 32. 
2o• Two years until amendment of 1897 . 

• 
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plication shall be regarded as abandoned, unless it be shown to 
the Commissioner that such delay was unavoidable. 2"

5 

• 
' 

~ 2. DESCRIPTION 

Since the specification is the real rlescription of the invention 
it is of exceeding importance. According to the rules, in this 
instance a paraphrase of the statute, "The specification is a 
written description of the .im·ention or discovery and of the 
manner and process of making, constructing, compounding, 
and using the same, and is required to be in such full, clear, 
concise, and exact terms as to enable any person skilled in the 
art or science to which the invention or discovery appertains, 
or with which it is most nearly connected, to make, construct, 
compound, and use the same. The specification must set forth 
the precise ill\'ention for which a patent is solicited, and ex
plain the principle thereof, and the best mode in which the 
applicant has contemplated applying that principle, in such 
manner as to distinguish it from other inventions. In case of 
a mere improvement, the specification must particularly poini 
out the parts to which the improvement relates, and must by 
explicit language distinguish between what is old and what is 
claimed as new; and the description and the drawings, as well 
as the claims, should he confined to the specific improvement 
and such parts as necessarily co-operate with it. The specifica
tion must conclude with a specific and distinct daim or claims 
of the part, improvement, or combination which the applicant 
regards as his invention or disco~ery. \Vhen there are draw
ings the description shall refer to the different views by figures 
and to the different parts by letters or numerals (preferably 
the latter)." 
· Great care is necessary to set out exactly the device the 

idea of means for which the inventor desires a monopoly. 
He must describe and claim all that he has invented and 
wishes to protect and he should not claim anything outside 
the bounds of his own patentable invention. 

The purpose of this description is, of cmme. to identify the 

20s Rule 31. 
• 
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invention and to delimit it, for purposes of protection, from 
all other knowledge, to which the inventor has no particular 
right. In Hogg v. Emerson206 this description is invested with 
a three fold purpose, "to enable the commissioner of Patents 
to judge correctly whether the matter claimed is new or too 
broad, to enable courts. when it is contested afterward be
fore them, to form a like judgment. ... And so that the 
public, while the term continues, may. be able to understand 
what the patent is, and refrain from its use, unless licensed.'' 207 

MusT BE DEFINITE. Tt sequentially follows that an inventor 
who has not descn'bed anything, can not be protected in any
thing, no matter what his claims are. If he has not set forth 
any definite idea of means of ~~ccomplishing a result he has 
contributed nothing definite to public knowledg.e, and is en-· 
titled to nothing definite by way of reward. Incandescent 
Light Patent268 is an illustration of this. The patent sued on 
purported to cover an invention appertaining to incandescent 
electric light. There had been considerable difficulty in this 
art owing to the fact that the carbon filaments in the lamps 
were subject to rapid disintegration. The improvement de..: 
scribed by the patentees was the use "of an incandescent con
ductor of carbon made from a vegetable fibrous material in 
contradistinction to a similar conductor made from mineral or 
gas carbon." No especial description of making thi'l conductor 
was given nor did the patent claim any definitely particularized 
substance which might be used for making it. The defendant 
used a certain kind of bamboo fibre which he had discovered 
as suitable for the purpose, quite by accident, after trying many . 
other kinds of wood fibres none of which could be made to 
work. The patentees, said the court, "supposed they had dis
covered in carbonized paper the best material for an incandes
cent conductor. Instead of confining themselves to carbon
ized paper, as they might have done, and in fact did, in their 
third claim, they made a broad claim for every fibrous or tex
tile material, when in fact an examination of over six thousand 

• 

266 6 How. 437, 483, citing other authority. • 

2a1 Aced. The Incandescent Light Pat., 159 U. S. 465, 474 . 
• 

268 159 u. s. 465 • 
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vegetable growths showed that none of them possessed the 
peculiar qualities that fitted them for that purpose. \Vas every
body then preCluded by this broad claim from making further 
investigation? We think not," ... "If the description be so 
vague and uncertain that no on~ can tell, except by independ
ent experiments, how to construct the patented deYice, the 
patent is void." So the court held most strictly. "The dai"ls 
of the patent, with the exception of the third, are too indefinite 
to be the subject of a valid monopoly." · 

In a somewhat similar case263 the plaintiff had discovered a 
new substance compounded of fusel oil and the mineral and 
1·arthy oils, which he denominated a "burning fluid." In de
s~ribing it he said, "the exact quantity of fusel oil which is 
necessary to produce the most desirable compound must be de
termined by experiment." The defendants used a combination 
of the same ingredients described by the patentee. It was left 
to the jury to d~termine whether the defendant's proportions 
were substantially the same as those of the patentee's, and the 
verdict was adverse to the latter. The court 'n upholding the 
verdict and judgment said, "Now a machine which consists of 
a combination of devices is the subject of invention, and its ef
fects may be calculated a priori, while a discovery of a new 
substance by means of chemical combinations of known ma
terials is empirical and discovered by experiment. ·Where a 
patent is claimed for such a discovery, 1t should state the com
ponent parts of the new manufacture claimed with clearness 
and precision, and not leave the~person attempting to use the 
discovery to find it out 'by experiment.' The law requires the · 
applicant for a patent-right to deliver a written description of 
the manner and process of making and compounding his new
discovered compound. The art is new; and therefore persons 
cannot be presumed to be skilled in it, or to anticipate the re
sult of chemical combinations of elements not in daily use."270 

260 Tyler v. Boston, 7 Wall. 327. 
270 In view of this last sentence it would seem as though the court were 

evading a logical reversal of the case by a resort to mere technical lan
guage ; that the description taken as a whole was in fact clear enough and 
should have been given a broader interpretation. In Mineral~ Separation 
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MusT SEPARATE OLD AND NEW MATTER. In order to de
scribe an invention with such exactness and clarity as to satisfy 
the requirements, it is often necessary to give it a background, 
by describing other machines, arts, etc. \Vhen an invention 
embraces in itself an entire machine or device, separate as an 
entity from other devices, it can be described as an entity and 
there is no necessity of describing anything whatsoever out
side of the actual invention. A particular shape of nail, for 
instance, could be described of itself without the necessity of 
representing other nails or anything else in connection with the 
nail. . But even in such cases it is occasionally desirable to point 
out the essence of the inventive idea by comparison of the 
formal embodiment with other devices. More often the sub
ject of the invention is not an absolute entity, totaHy uncon
nected with any other device. It may be something not at all 
novel in its absolute form, but, on the contrary, novel only in 
its connection with other devices and its use therewith. Such, 
for instance, would be the type oi invention which, while neces
sarily complete in itself, is commonly known as an "improve
ment'' upon an existing device. Differently expressed, the 
essence of the invention may be so related to an existing de-

•• 

Co. v. Hyde, 242 U. S. '261, the court said, "Equally untenable is the 
claim that the patent is invalid for the reason that the evidence 
shows that when different ores are treated preliminary tests must 
be made to detel'mine the amount of oil and the extent of agitation neces
sary in order to obtain the best results. Such variation of treatment must 
be within the scope of the claims, arid the certainty which the law re
quires in patents is no~ greater than is reasonable, having regard to their 
subject. matter. The composition of ores varies infinitely, each one pre
senting its special problem, and it is obviously impossible to specify in a 
patent the precise treatment which would be most successful and economi
cal in each case. The process is one for dealing with a large class of sub
stances and the range of treatment within the terms of the claims, while 
leaving something to the skill of persons applying the invention, is clearly 
sufficiently definite ·to guide those skilled in the art to its successful ap
plication, as the evidence abundantly shows. This satisfies the law." 

See also, Wood v. Underhill, 5 How. I; Tannage Patent Co. v. Zahn, 66 
Fed. 986; Sch~eider v. Lovell, 10 Fed. 666; The claim was alleged to be 
too vague but held sufficiently definite in Burke Elec. Co. v. Independent 
Pneumatic Tool Co., 232 Fed. 145. 

' 
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vice, that both must be described if the invention is to be 
comprehensible. It is therefore both necessary and permissible 
for an inventor to set out in his specification, description which 
covers matter not included within the invention itsel£.211 The· 
validity of his patent is not affected by the mere fact that he 
has included extraneous matter in his descriptic:t, provided he 
has not claimed it as part of his invention. But somewhere 
in the specification the line. of distinction between this matter 
extraneous to the invention and what he claims as his invention 
u1ust be clearly pointed out. If this separation of the inven
tion itself from the described background is not clearly made, 
it is obvious that a valid patent can not be issued. The entire 
matter described could not be covered by patent because part 
of it is admittedly old. But if the inventor himself has not 
separated that part of the description which constitutes his 
invention from the description of what is old, neither the Com
missioner of Patents nor the courts have power to do it for 
him. It has even been said specifically,m ''It is not enough to 
give such a description of the machine patented as to show, by 
comparing it with other machines, what part has been· in
vented .... It is .not enough that the thing designed to be 
embraced by the patent should be made apparent on the trial, 
by a comparison of the new with the old machine. . . . The 
specification must be complete. 'No defects can be obviated 
hy extraneous evidence at the trial."273 

. 

271 ).lerrill v. Yeomans, 94 U. S. s68. "When a man supposes he has 
made an invention or discovery useful in the arts, and therefore the 
Jlroper subject of a patent, it is, nine times out of ten, an improvement n 
some existing article, process, or machine, and is only useful in c<onnection 
with· it. It is necessary, theref6re, for him, in his application to the 

• 

Patent Office, to describe that u·pon which he engrafts his invention, as 
well as the invention itself; and, in cases where the invention is a new 
·combination of old devices, he is bound to describe with particularity ali 

• 

these old devices, and then the new mode of combining them, for which , '\ . . . . 
he- desires .a patent.· Ii thus oi:curs that; in eve'ry application for a patent, 
the de~crii>tive part is necessarily' largely occupied with what is not ne\v, 

'In order to ·an understanding of w\lat. is new." · · · . 
· · m Rrqoks & 1\~orris v. Jenkins & B'icknell, 3 McLean, 432, 442. · 
. ' ' ' 
. ·:m The· acual holding of the case reads, "What is claimed as ne\v and 

• • 
how is it distinguished from the old? There is nothing on the 'face of 

• 

• 

0 
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SUFFICIENCY OF DESCRIPTION, BY WHOM DECIDED. \:Vhether 
or.not the specification does set c.ut sufficiently the invention it 
is alleged to describe, appears to be a question of fact, to be 
left to the jury in actions of law, according to the opinion of 
many courts. 2" · 

Other judges have made a verbal distinction between the 
province of the jury, in this respect, and that of the court, 
which seems rather more in harmony with actual practice. l\f r. · 
Justice McLean charged a jury upon this point as follows,m 
"A question is raised, whether the thing claimed to ha\'e been 
invented is sufficiently described in the patent, is a matter for 
the determination of the court or jury. In its nature it is a 
question of law, for it depends upon the construction of a 
written instrument. If technical terms be used peculiar to 
mechanics in describing the in\'ention, evidence may be heard 
in explanation of those terms, and in such case a jury may be 
necessary. If this point were ordinarily referable to a jury, 

• 
the decisions on the same instrument would be as variable as 
the names of the parties. To produce uniformity of decision, 
the courts must give a construction to ~II written instruments. 
In this mode, by the application of known rules of construc
tion, the specifications of a patent are construed an'd · settled 
as regards the thing invented. Whether the description· is ·so 
particular as to enable a mechanic to construct the machine, 
is a question for the jury. But unless the thing claimed to .be 

• 

the patent or specifications, which can enable any one to say, what is lle\V 
and what is old. If .he has added something to a machine which is lle\v, 

• • 
an·d which he claims as his improvement, he must describe it. Bu't ·,io 
such: description is given .•.. He can then have no shadow of ground on 
which to sustain his patent." ~ferrill v. Yeomans, 94 U. S. 568; Park9 v. 
Booth, 102 U. S. g6. . · . . . ' 

274 Wood v. Underhill, 5 How. 1; Evans v. Eaton, 7 Wheat. 356, .t.?S: 
"It· is not disputed, that the specification does contain a good and suffi
cient description of the improved hopper-boy, and of the manner of ~i>n
structing it;· .and. if there had been any dispute on this subject, it w.oillil 
have .been a matter of ,fac.t for the jury and not of law for the court." 
Tannage Patent Co. v. Zahn. 65 Fed. 986; Paliner v. ~fcCormick. 2 Brock 
(Ch. ). Marsh.all's Decisions) 29il. · .. 

m Brooks 8i Morris v. Jenkit1S & Bicknell, 3 ~fcLran 442. , .. · 
• • • • 

• 

• 

• 

• 
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invented, is so described as to be known, in the language of 
the statute, from every other thing, the patent is void. And 
this must be determined by the court.'' Probably the true dis
tinction is that whether or not the description is actually com
prehensible as delimiting a definite idea or device, is a question 
of fact; at just what point that de\·ice so described is marked 
off from all other devices, is a question of construction for the 
court. What it is that the-description does set forth is also a 
question to be decided by the court; a question of construction 
of the patent and accompanying· specifications.27~ The seem
ing confusion of statement arise~ out of the failure of courts to 
distinguish, or their lack of precision in stating the distinction, 
between the invention as it is in formal expression and the 
inventiot: as it is in inexpressible essence~ which may include 
many substantial forms. 

To the extent that the courts do themselves undertake to 
decide the formal sufficiency of a specification, the evident in
clination is to be liberal toward the im·entor. This is one of 
the issues in which the characterization of a patent as an odious 
monopoly or as something less repugnant to the law, as dis
cussed at the beginning of this book, is of importance. Vvere · 
it considered an objectionable monopoly, the patentee should 
be held to the strictest precision of description. On the con
trary, he is in practice favored, on the principle that his patent 
is, at least, not an odious monopoly.277 

NEED NOT BE CLEAR TO THE UNSKILLED. It is consistent 
with this that the courts do not~require the description to be 
so full and clear and in such terms as to be understood by every 
intelligent reader. It is sufficient if it is comprehensible at least 
to persons particularly skilled in the branch of knowledge to 
which the alleged invention appertains. "The purpose of the 
specification,278 as contradistinguished from a claim, in letters 
patent, is to describe clearly the invention sought to be pro
tected by them, and the manner of making, using, and con-

276 Merrill v. Yeomans, 94 U. S. 568, Further discussion under "protec
tion." 

277 Brooks & Morris v. Jenkins & Bicknell, 3 McLean 442. 
27~ Tannage P;ttent Co. v. Zahn, 66 Fed. 986, 91!8 . 

• 
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stmcting the same. The letters patent constitute a contract 
• 

between the patentee and the public. On the one hand is 
granted an exclusive use of the invention for a specified term. 
On the other, by way of consideration, a full disclosure of the 
invention, in all its parts, must be made. It is through the 
instrumentality of the specifications that this disclosure is 
made, and the invention thereby, fully placed within the knowl
edge of the public. Necessarily, upon their thoroughness in 
that respect, and upon their accuracy in statement, depends the 
validity of the contract of the letters patent. If there be ma
terial failure in either respect, there necessarily results such 
failure of consideration as must vitiate the contract. It fol
lows, then, that a specification failing in any tnaterial respect 
to make the invention fully known and accessible to the pub
lic must be held fatally defective, and the patent based upon 
it, ipso facto, becomes void. Wayne v. Holmes, 2 Fish. Pat. 
Cas. 20, Fed. Cas. No. 17,303. But it should be borne in 
mind, in judging of the sufficiency of the specifications of let
ters patent, that while the language and the methods of state
ment used by the inventor must be such as will fully place 
the invention in the intelligible possession of the public 
generally, it is not necessary that it should be so minutely and 
P.xactly described· as to be readily understood by every person 
going to make up the public. The specifications of letters 
patent are addressed primarily to those skilled in the art to 
which the invention relates, and not to those who are wholly 
ignorant of the subject matter. 

"In Plimpton v. Malcolmson, 3 Ch. Div. 531, Sir George 
Jesse!, the master of the rolls, thus states the principle: 'In the 
first place, it is plain that the specification of a patent is not 
addressed to people who are ignorant of the subject-matter. 
It is addressed to people who know something about it. If it is 
mechanical invention, as this is, you have, first of all, the scien
tific mechanicians of the first class, eminent engineers. Then 
you have scient'fic mechanicians of the second class, mana
ft. rs of great manufacturies; great employers of labor; persons 
who have studied mechanics, not to the same extent as those of 

• 
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the first class, the scientific engineers, but still to a great extent, 
for the purpose of conducting ma'nufactories of complicated 
and unusual machines .... And then the third class, consisting 
of the ordinary workman, using that amount of .:;kill and in
telligence which is fairly to be expected from him, not a care
less man, but a careful man, though not possessing that great 
scientific knowledge or power of invention which would enable 
him by himself, unaided, to supplement a defective description 

• 

or correct an erroneous description. Now, as I understand, to 
he a good specification it must be intelligible·to the third class I 
have mentioned. and that is the result of the law. It will be 
a bad specification if the first two classes only understand it, 
and if the third class do not.' And in the case of :Morgan v. 
Seward, 1 Webst. Pat. Cas. 174, :Mr. Baron Anderson used 
this language: 'The specification ought to be framed so as 
not to call on a person to hav\! recourse to more than those 
ordinary means of knowledge (not invention) which a work
man of competent skill in his art may be presumed to have. 
You may call upon him to exercise all the actual existing 
knowledge common to the trade, but you cannot call upon him 
to exercise anything more. Y ott have no right to call upon 
him to tax his ingenuity or invention.' 

"From which it seems to follow that persons skilled in the art 
to which the specification is addressed are in factthose of or
dinary and fair information, but not those having very great 

• 
technical knowledge relating to the subject-matter of the :nven-
tion. Ancl if, to them, the speci.fication sufficiently and well 
describes the invention or process, i~ is quite sufficient. Now, 
the courts have always been generous towards inventors, .in 
their application of these prit~c'pl~s of the law, and their conse
quent judgment of the validity of a sp_ecification. Although 
the specification may be it! some degree incorrect, or vague or 
incomplete, if from it, taken in connection with accompanying 

• 

drawings and models and plans and formula, and especially the 
rest of the letters patent, one skilled in the art, as above defined, 
can, by exercise of purely n'Jn-inve.ntive powers, succeed in con
~tructing a m~ch~n~ or it?- fQilowif!g. the process, or i'n com billing 
the ingredients of matter mentioned 'irito one whole, it is suffi-. 

' 

• 
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dent. On the other hand, if experiment and inventive skill 
on the part of a skilled operator or user is necessary, in addi
tion to the instructive statements of the specification, to render 
the invention available and the use successful, then the specifica
tion is fatally defective, and the patent based thereon is void. 
Lockwood v. Faber, 27 Fed. 63: :McNamara v. Hulse, 2 \Vebst. 
Pat. Cas. 128; Tyler v. Bo~ton, 7 Wall. 327." . 

The particular phraseology and syntax of the description do 
not affect its validity. If it is a full, clear and exact descrip
tion, it is, so far as its language is concerned, sufficient. In 
one case279 it was. actually "argued by the defendant that the 
specifications are ungrammatically expressed, prolix, mislead
ing, and are erroneous in their statement of the scientific prin
ciples which govern the movements of the currents of air. 
Nevertheless," said the court, "I can see no reason why a 
skilled person, attempting to construct a kiln according to the 
specifications and the drawings of the patent should not be 
able to do it." The patent was accordingly upheld. 

STATEMENT OF PRINCIPLE. A statement of the principle of 
the invention is required in the specification by rule No. 36 
which reads, "The specification must set forth the precise in
vention for which a patent is solicited, and explain the prin
ciple thereof, ami the best rrwde in which the applicant has 
contemplated applying that principle, in such manner as to 
distinguish it from other inventions." But where the principle 
is not an essential element in the differentiation of the device 

• 

from other inventions, a statement of it is not necessarv to 
• • • 

constitute a sufficient description, and the fact that in such 
case it is not set forth does not invalidate the patent. If some 
principle is set forth, and is in truth incorrect, the mistake is 
immaterial; it can be treated as mere surplusage.280 

21n Emerson Co. v. Nimocks, 99 Fed. 737. · 
280 Emerson v. Nimocks, 99 Fed. 737. An incorrect theory was actually 

assigned to account for the operation of th~ · im·ention, but the court said, 
"The scientific principle is not part of the process, is not patentable and 
need not be set forth." Eames v. Andrews, 122 U. S. 40, 55. quoting An

. drews v. Cross, 19 Blatch. 294, 305; ·"It may .be that the inv-::ntor d:d not 
know what the scientific principle wa:;, ·.or· that, knowing it, he omitted, 

• 

• 

• 
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It is highly desirable. however, for the inventor, or, more 
particularly, the draftsman of the application, to kn,o.w and 
understand the particular mechanical principle, or the··;frinciple 
of nature, involved in the invention. As we have see'1, no 
matter what a man may have invented, he is protected only 
as to what he actually claims pr'ltection for. He can not claim 
either the mechanical principle on whi.;:h his invention is based, 
nor the natural principle w}lich it utilizes. But it must 11!.: re
membered that both the mechanical principle and the principle 
of nature involved in a device may sen·e as the characteristic 

irom accident or design, to set it forth .. _Tjt_at~oes _not \·:;iate the p~e"'n~t.,___ __ 
He sets forth the process or mode of operation which ends in the result, 
and the means for working out the process or mode of operation. The 
principle referred to is only thP. why and the wherefore. That is not re
quired to be set forth. Under § 26 of the act of July 8, 1870, 16 Stat. 
201, under which this reissue was granted, the ~pecircation contain·s a 
description of the invention and of 'the manuer and process of making, 
constructing, compounding, and using it,' in such terms as to enable any 
person skilled in· the art to which it appertains to make, construct, com
pound, and use it; and, even regarding the case as one of a machine, the 
specification explains the principle of the machine, within the meaninl" 
of that section, although the scientific or physical principle on which the 
process acts when the pump is used with the air-tight tube, is not ex
plained. An inventor may be ignorant of the scientific principle, or he 
may think he knows it and yet be uncertain, or he may be confident as 
to what it is, and others may think differently. All this is immaterial, 
if by the specification the thing to be done is so set forth that it can be 
reproduced." "It is certainly not necessary that he und~rstand or be able 
to state the scientific principles underlying his invention, and it is imma-

~ 

terial whether he can stand' a successful examination as to the speculative 
ideas involved." Diamond Rubber Co. v. Consolidated Tire Co., 220 U. S. 
428, "He must, indeed, make such disclosure and description of his inven
tion that it may be put into practice. In this he must be clear. He must 
not put forth a puzzle for invention or experiment to solve but the de
scription is sufficient if those skille<l in the art can understand it. This 
satisfies the law, which only requires as a condition of its protection that 
the world be given somet.hitag new and that the world be taught how t.o 
use it. It is no concern of. the world whether the principle upon which 
the new construction acts be obvious or obscure, so that it inheres ht the 
new construction." "Of course a mechanical device may be patentable al
though the true story of it is not understood." Steward v. Am. Lava Co., 
215 U. S. 161, 166; Toch v. Zibell, etc., Co., 233 Fed. 993· 

• 
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which a!Jove all other characteristics distinguishes it from other 
devices similar iri mere tangiblt form. Therefore, while an in
ventor can not patent the particular principle--which he has 
not created he may validly claim . all devices involving that 
principle, which differ from the device des~ribed by him only 
as the result of mere mechanical skill. But a draftsman who 

• • 

does n0t understand the principle involved might so formulate 
the description and claims as unwittingly to eliminate the 
principle as a characteristic of the inventiof1, and by the pre
cision of his words confine the patent to the single tangible 
faun th:uacterized by the description. A very pointed illus-

-----tt+.rat.Wn-is.-the---ease of St-ewar.d4.·. AmericandLava Co.281 The 

' 

• • 

l 

• 

patentee had described a form of tip for bl1rning acetylene 
gas. As 'U'cscribed, it was not materially different from those 
in use. At the trial, however, it was .urged that the particular 
form of tip accomplished the purpose of the other forms by 
the utilization of an entirely different 11atural principle. Jus-
tice Holmes intimated that if this were true the patent would 
be upheld. But there was conflicting evidence as to whether 
the burner did really involve that principle, and the scale was 
turned against the patentee by the fact that he had indicated no 
realization· of such a principle in his description. The court 
also said in criticizing the indefiniteness of the claim, "Vacil
lation in theory led to uncertainty of phrase."281

" 

281 215 u. s. 161. 
281" A further, and very prcci;e, illustration is found in the recent case of 

Minerals Separation Co. v. Butte, etc., Co., 39 Sup. Ct. Rep. 496 (June, 
1919). The patent was for the process ·of separating minerals from ti1e 
crushed ore by agitating the. ·mass in a mixture of" oil and w;::er. The 
essence of the invention was the use of less than I% of oil. The defend
ants in this case used more than t% of oil, which was, superficially, not 
an infringement. But the oil which they used was a mixture of r•inc oil 
and petroleum oils. The pine oil itself was less than t%. The patentees 
contended that the pine oil wa£ the only kind that had any effect; that the 
petroleum oil was worse than useless and was added only· to make a pre
tense of non-infringement through the apparent use of more than t% of 
oil. The Supreme Court refused relief to the patentees on tht ground that 
their patent did not refer to any particular kind of oil, but claimed only 
the use of less than 1% of "{iils having a preferential affinity for metal
liferous matter'· <'r "oily subst:.nce." They said that the petroleum product 
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INCLUDES ALL DESCRIPTIVE PARTS. When it is said that the 
• 

"specification" Oi' "description'' must set forth the invention, 
the words are not confined to the nominally descriptive part 
of the application only, but are used, evidently, as including all 
of the application from which an understanding of the inven
tion can be obtained.282 "The word 'specification' when used 
separately from the word 'claim' in section 2916, means the 
entire paper referred to in section 4888, namely. the written 

• 

description of tht; invention, 'and of the manner and process 
of making, constructing, compounding, and using it,' and the 
claims made. The word 'specification,' meaning description 
and claims, is used in that sens.! in sections 4884, 4895. 4902, 
4903, 4917, 4920 and 4922. In some cases, as in sections 4888 
and 4916, the words 'specification and claim' are used, and in 
section 4902 the wc:(t 'description' and the word 'specification' 
are used. But it i~ clear that the word 'specification.' when 
used without the word 'claim,' means description and claim." 
In the rules of practice 'specification' is undoubtedly used as 
inclusive o; the claim. Indeed rule 37 reads, "The specifica
tion must conclude with a specific ".nd distinr:t claim or claims 
of the part ... which the applicant regards as his invention 
or discovery." It is a perfectly logical assumption therefore 
that the rule requiring the "specification" to set forth the in
vention includes the claim within the term, and that the latter 
may properly be looked to, if necessary, to aid in describing 
the invention and giving it the comprehensibility required. 
This is the dew taken bv the cour.ts. 283 

• 

was an "oily sub~tance" and c!id not have a preferential affinity for the 
metallifferous matter, ~nd thus met the terms of the patent. As it was 
used in quantities excet:ding ! o/o ics use did not infringe. The court's 
decision was that if the patent~es had intended to patent the use in small 
quantities of particular kinds of oil, they should have specified those 
particular kinds in the description of their proces3. One gathers from the 
evidence that the reason the patent was not so limited is because the 
patcmtees did not themselve~ realize that there ,was a difference in effe::t 
of the different oils. 

2s2 Wilson v. CoGn, 6 Fed. 611, 615. 
2ss Electric Smelting & Aluminum Co. v. Carborundum Co., 102 Fed. 61R, 

629, "If a claim, uncertain when considered apart from the descl"iption, 

• 
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INCLUDES DRAWINGS. Even the drawings may be referred 
to for the purpose of rendering mtelligible the verbal descrip
tion of the invention and giving to it the exactness and clarity 
·necessary to its validity. In Earle v. Sawyer.284 one ground 
of alleged error was. "that the Court directed the j"ury, that 
the drawings annexed, and referred to in the specification, 
constituted a part thereof; and that they might be resorted to, 
to aid the description, and to distinguish the thing patented 
from other things known before. In point of fact, the draw
ings were annexed to the specification in the patent, and it 
made perpetual references to them, distinguishing thereby the 
new parts from the old, so that it w~s uninteJligible without 
them. The Court, therefore, in the first part of the direction, 
did no more than state the fact, as it was; and the other part 
was correct, unless the description must be wholly in writing. 
The argument now is, that by the very terms of the patent act, 
there must be a written description (without any reference to 

• 

drawingS'), in such full, clear, and exact terms, as to distin-
guish the things patented from all other things; and that, in 
case of a machine, the act .requires drawings in addition 

can by reference to the latter be rendered so clear as to satisfy the re
quirement of the statute, that the inventor "shall particularly point out 
and distinctly claim" his invention, by parity of reasoning a doubtful 
point in the description, when considered apart from the claims, can by 
reference to the latter, when in themselves unambigu~Jus, be rendered so 
clear as to satisfy the other requirement of the statute that the inventor 
shall fully and clearly set forth his invention in the description. That 
under such drcumstances a description uncertain or indefinite when con
sidered alone, but not inconsistent with the claims, may be rendered cer
tain and sufficient to meet the requirements of the statute by reading the 
whole specification together has frequently been recognized and is, we 
think, a sound rule of law. Battin v. Taggert, 17 How. 74 85, 15 L. Ed. 
37; The Corn-Planter Patent, 23 Wall. 181, 2.24 23 L. Ed. 161; Carver v. 
Manufacturing Co., 2 Story, 43.2, 446 ;Howes v. Nutes 4 Cliff. 173 174, 
Fed. Cas. No. 6,790; Ryan v. Goodwin, 3 Sumn. 514. 520, Fed. Cas. No. 12, 

186; Myers v. Frame, 8 Blatchf. 446, 457, Fed. Cas. No. 9,991; Parker v. 
Stiles, 5 McLean, 44. 56, Fed. Cas. No. 10,749; Lowell v. Lewis, 1 Mason, 
182, 188, Fed. Cas. No. 8,568; 1 Robb's Pat. Case IJI." Am. Automotoneer 
Co. v. Porter, 232 Fed. 450. 

2u 4 Mason 1, 9· 
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thereto. For this position, the case, Ex parte Fox ( 1 Ves. & 
Beames, 67), before Lord Eldon, has been cited. It was a 
petition to the Lord Chancellot for the grant of a patent, 
against which a caveat had been entered. On hearing the 
parties, l.ord Eldon granted tht.! patent, and on that occasion 
is reported to have said, 'I take it to be Clear, that a man may, 
if he chooses, annex to his specification a picture or a model, 
descriptive of it; but his specification must in itself be suffi
cient, or I apprehend it will be bad.' As I understand this 
language, it is not intended to assert the doctrine for which 
it is cited. It means, that the specification must in itseli be 
sufficient, and that the mere annexation of a picture or model 
will not help any defect in the specification. This may be true, 
where such picture or model is not referred to, as constituting 
a part of the specification itself. But if the explanations of the 
specification call for drawings, and refer to them as a com
ponent part in the description, they are just as much a part 
of the specification, as if they were placed in the body of the 
specification. Indeed, in many cases it would be impracticable 
to give a full and accurate description of the form, adjust
ments, and apparatus of very nice and delicate machinery, 
without drawings of some of the parts, as everything might 
depend on size, position, and peculiar shape. Lord Eldon 
could not have meant, that if drawings and figures were 
necessary to a full description of a machine in the specifica
tion, there was still some stubborn rule of law prohibiting it. 
That would be to require the end, and yet to refuse the means. 
One of the objections in Boulton vs. Bull ( 2 H. Bl. 463) 
was, that the specification was imperfect, and it was pressed, 
that there ought to have been drawings to explain the ma
chinery. How was this objection met? Not by stating, that 
by law no cxpianatory drawings would help a specification, 
even if referred to in it, but by showing the specification suffi
cient without them. Mr. Justice Rooke said (p. 480), 'As to 
the objection of a want of a drawing or model, that at first 
struck me as of great weight. I thought it would be difficult 
to ascertain, what was an infringement of a method, if there 

• 
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was no additional representation of the improvement, or thing 
methodized.' 'If they (the jury) can understand it without a 
model, I am not aware of any rule of law, which requires a 
model or drawing to be set forth, or which makes void an in
telligible specification of a mechanical improvement, merely 
because no drawing or model is annexed. It seems to me then 
there is no ground for this objection to the charge, even upon 
the law of patents in England, where the specification consti
tutes no part of the patent itself, but is required by a proviso 
in every grant, to be enrolled in the Court of Chancery, within 
a limited time, and particularly to describe and ascertain the 
nature of the invention, and in what manner the same is to be 
performed. But how stands our own law on this subject; for 
by this the question must, after all, be decided? The patent 
act requires, that the inventor 'shall deliver a written descrip
tion of his invention, and of the manner of using, or process 
of compounding the same, in s1.1ch full, clear, and exact terms, 
as to distinguish the same from all other things before known, 
&c., &c.; and in the case of a machine, he shall fully explain 
the principle and the several modes, in which he has contemp
lated the application of that principle or character, hy which 
it may be distinguished from other invention; and he shall 
accompany the whole with drawings and written references, 
where the nature of the case admits of drawings,' &c. This is 
an explicit direction' to annex drawings, where the nature of 
the case admits of them, with written references;- and when 
so annexed, they become part of the written description re-

• 

quired by the act. They may be indispensable to distinguish 
the thing patented from other things before known. Surely, 
then, the act could not intend studiously to exclude them as 
part of the written description. That would be to require the 
end and denv the means."~65 

• 
285 Aced. Schneider v. Lovell, 10 Fed. 666; Banker v. Bostwick, 3 Fed. 

5li; Hogg v. Emerson. II How. 587, 6o6, •'Under the instructions of the 
court the jury found that it (the description) was clear enough to be un
derstood by ordinary mechanics, and that machines and wheels could be 
readily made from it, considering the sr>ecifications as a whole, and ad
verting to the drawings on file. This is all which the 1aw requires in re
spect to clearn~ss .... " Tannage Patent Co. \', Zahn, 66 Fed. 984. 990. • 
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But while the drawings may be adverted to in connection 
• 

with the written description to give it exactness sufficient to 
• 

enable one skilled in the art to understand the inYention and 
to construct or use it; while they may be used to explain and 
interpret it, they may not be considered for the purpose of 
amplifying or supplementing a description which is not in it· 
self complete. They can not be used to extend the scope of 
the written description. The propriety of such use was ex· 
plicitly denied in the case of Ca\·erly v. Deere. 286 The patent 
there sued on could be saved from a change of anticipation 
only by holding that the device described had certain knife· 
blade parts set at an angle of 45". It was admitted that this 
at least might constitute patentable novelty. The drawings 
showed these parts set !lt that angle, but nothing whatever 
was said in the specification to indicate that the inventor in· 
tended them to be set especially at such an angle, or at any · 
particular angle except such a one as would produce the best 
results, and the court held the patent invalid.287 

§ 3· CLAIM 
• 

CLAIM AN IMPORTAt\T PART. The claim itself, while only 
a part of the whole application, is an extremely important part. 
By the claim the extent of the monopoly covered by the patent 
is determined.289 The statute provides, precisely, that the ap
plicant must, in his specification, "particularly point out and 
distinctly claim the part, impro~ement, or combination which 
he claims as his invention or discoYery.'' 280 The purpose of 

280 66 Fed. 305. 
287 Tinker v. Wilber Eureka etc. Co., I Fed. 138, "The ilrawing could 

and should be looked at, if necessary, in order to explain an ambiguous 
or doubtful specification, and to make the invention capable of being un
derstood and used. But it can not supply an entire want of any part of 
a specification or claim in a suit upon a patent, although it might afford 
ground for a re-issue covering the part shown by it.'' 

288 Description extraneous to the claim itself is necessary, because while, 
as said above, the claim may be used to explain the description, the claim 
can not be utilized for expanding the description. Nothing can, there
fore be effectively claimed which is not described. 

289 § 4888 . 

• 
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the statute is primarily to benefit the public, not the indiddual. 
It gives to the individual a monopoly for a limited time, as 
an inducement for him to reveal his invention to the public. 
If he chooses to give his invention to the public without the 

• • 

recompense of a 'monopoly he is as free to do so as ever he 
was, and he may make his revelation by describing it and mak
ing it public in any way he wishes. For him to describe it in 
a written instrument filed with the Commissioner of Patents 
has no other effect, so far as he is concerned, than if he had 
sent his writing to the editor of a magazine. He must ask for 
a patent to receive one, and his request is the claim. 'Vith
out any claim, he asks for nothing; what he does ask for is 
what he has included in his clai:.n. Only that which he claims, 
therefore, is granted to him by the patent. The descriptive 

0 

part of the application may set out with clarity and exactness 
• a device which constitutes an invention and would be patent

able, but the patentee does not acquire by that particular part 
a monopoly of the described device unless he has claimed it. 
The phrase "by that particular patent" is inserted in the pre
ceding sentence because it seems clear that he might later pro
tect himself by a new application containing a proper claim. 
(This question, whether failure to claim a described device 
amounts to an actual loss of the right or merely to a presump
tive abandonment which can be rebutted by a proper showing, 
is discussed above.) But, at any rate, no protection is given by 
the particular patent issued on the application. This is well 
illustrated by the case of Merrill v. Yeomans. 200 The claim
an~ sued for infringement of an improved manufacture of 
heavy hydro-carbon oils. The defendants were dealers in oils 

• 

and not manufacturers of them .. The court found as an issue 
that, "If the appellant's patent was for a new oil, the product 
of a mode of treating the oils of that character which he de
scribes in his application, the defendants may be liable; for 
they bought and sold, without license or other authority from 
him, an oil which is p'roved to be almost if not quite identical 
with the one which he produced. If, however, appellant's 

200 94 u. s. s68. 

• 

0 
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patent is only for the mode of treating these oils itwented and 
descril>cd by him, in other words, for his new process of 
making this new article of hydro-carhon oil, then it is clear 
the defendants ha,·e not infringed the patent, because they 
never used that process, or any other, for they manufactured 
none of the oils which they bought and sold." The appellant 
contended that his patent was in fact for the product. The 
defendant urged that it was for the process of manufacture 
only. It was admitted by all parties that the product as \\·ell 
as the process was sufficiently described in the specification, 
and the court found that on the description as it stood the 
inventor ,night haYe had a valid patent for both the product 
and the process. But the court came to the conclusion that he 
had not in fact claimed the product and that his patent, there
fore, gave him no monopoly oi anything but the use of the 
process of manufacture. ::\Ir. Justice Clifford dissented on the 
ground that the claim, as properly construed,· did cover the 
product as well as the pracess. ~01 

~nit might be noted that the laborious and unsatbfactory reasoning of 
the decision as made was unnecessary; the same evidently desired result 
might have been reached on the ground that the oil sold by the defendants 
was not the same as the product which the complainants claimed to have 
patented. The cases consistently accord with the principle that the meth
od of manufacture is one of the distinguishing elements of a product. 
In this case the court had distinctly found ."that the oils sold by defendants 
were produced by a process very different from that described by appel
lant." This being so, the claimant could not have hoped to cover it, no 
matter what his claim. Accord, that nc:nhing is protected which is not 
claimed; "He cannot go beyond what he has claimed and insist that his 

• 

patent covers something not claimed, merely because it is to be found in 
the descriptive part of the specification." Railroad Co. v. Me11on, 104 U. S. 
n.z, 118; Stirrat v. Excelsior )Hg. Co., 61 Fed. g8o; We11s v. Curtis, 66 
Fed. 318; "The claims measure the ir:vention," Paper Bag Patent Case, 
210 U. S. 405, 419; Anderson, Foundry & :\Iach. Wks. v. Potts. 1o8 Fed. 3i9· 

It is pertinent to note the remark of the court that, "no such question 
(of construction) could have arisen if the appellant had used language 
which clearly and distinctly points out what it is that he claims in his 
invention." 

The necessity of determining just what it is that a r.atentee has claimed 
and been awarded thereon by the patent office, arises out of the question 
whether the idea of means, for the unauthorized use of which suit has 

• 

• 
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MuLTIPLICITY oF CLAIMS. Applications for patents, and.the 
patents issued thereon, frequently contain more than one claim 
as to the part, improvement or combination which constitutes 
the itwention. lq part this arises from the recognized custom 
of joining two or more distinct inventions in one patent. 

Sen·ral i11JL•mtions. \Vhate,·er mm· be the theon·, it is in-• • 

disputably the fact that single patents are, in certain cases, 
issued for more than a single invention. As an illustration, a 
combination which is itself patentable as a means to an end 
ma,· contain elements which are themselves inventions. An • 
explosion turbine for instance might be patentable as a novel 
combination of parts, and the particular form of vah·es used, 
or the combination of parts of the rotor element, might in 
themselves be new. In such cases, a single patent can legiti
mateh· be issued to co,·er the entire combination, as an inven~ 

• • 

tion, and to cover also the new parts or sub-combinations as 
inventions. In the same way, an idea of static means for ac
complishing a result, a peculiar shaped collar button for in
stance, might be of inventh·e quality, arid the idea of dynamic 
means for making such a button might also be the novel result 
of inventive genius. Each of these ideas of means is an in~ 
,·ention in itself, but the courts seem to permit the patenting 
of them both through one application and under a single patent. 

The right to join distinct inventions in a single application 

hecn brought, is CO\'crcd by th'~ claim. It is simply a way of stating the 
issue of infringement. If the alleged infringer has used a device pre
cisely described in the claim, the infringement is evident, and there is no 
necessity for construing the claim. But the scope of the protection given 
by a patent is not limited to the precise substantial device described and 
claimed therein. As we ha\·e already said, it covers the idea of means set 
forth, as well as the particular substantial means actually described. It 
covers every thing which is essentially identical with the means described. 
When the alleged infringer has used a device different from the mearis 
particularly described in the patentee'3 claim, he is guilty of infringement 
only if his device was l'J'seutiallJ' described in the claim. It becomes, 
therefore, necessary to determitJe whether the claim does set out an idea 
of means broad enough to include the defendant's device. In a sense, 
the claim must be construed. A discussion of this construction and in
terpretation of claims will be found under the subject of infringement . 

• 

• 

• 

• 
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anti patent is coYeretl by rules of the Patent Office.m "Two 
or more independent inventions can not be claimed in one ap
plication: but where several distinct inn:'ntions are dependent 
upon each other and mutually rontrilmtc to produce a single 
result they may be claimed in one application. If seYeral in
ventions. claimed in a single application, be of such a nature 
that a single patent may not be issued to cover them, the in- . 
ventor will be required to limit the description, drawing, and 
claim of the pending application to whiche\·er im·ention he may 
elect. The other inventions may be made the subject of sep
arate applications, which must conform to the rules applicable 
to original applications. If the independence of the im·entions 
be dear, such limitation will he made before any action upon 
the merits: otherwise it may be made at anY time before final 

• • 

action thereon, in the discretion of the examiner. A require-
ment of (lh·ision will not be repeated without the written ap
prO\·al of a law examiner. After a final requin;ment of divi
sion, the applicant may elect to prosecute one group of claims, 
retaining the remaining claims in the case with the pri\'ilege of 
appealing from the requirement of division after final action 
hy the examiner on the group of claims prosecuted." 

These rules are discussed bv the court in the case of Stein-
• 

metz , .. :\!len. ~03 At that time the rule of the Patent Office 
forbade the inclusion in a single patent of a machine and its 
product, or of a machine and the process in the performance 
of which it was used, or of a process and its product. The 

• 

petitioner had been required by the Commissioner of Pat~nts 
to eliminate certain claims from hisrapplication on the ground 
that they should be the subject matter of a separate applica
tion. The court's discussion of the law is worth quoting, and 
is as follows: "There is nothing in the language of the sec
tion (R. S. 4886) which necessarily precludes the joinder of 
two or more inventions in the same application. But the sec
tion does distinguish im·entions into arts (processes). ma
chines. manufactures and compositions of matter, and the 
earliest construction of the law denied the right of joinder. 

~02 Rules of Practice X o. 41 and 42. 
29a 192 U. S. 543· 
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An exception, however, came to be made in cases of depend
ent and related inventions. In Hogg v. Emerson, 6 How. 437, 
it was said: 'The next objection is, that this description in 
the letters thus considered covers more than one patent and is 
therefore Yoid. There seems to have been nu good reason at 
first, unless it be a fiscal one on the part of the government 
when issuing patents, why more than one in favor of the same 
inventor should not be embraced in one instrument. like more 
than one tract of land in one deed or patent for land. Phil. 
Pat. 21 7· Each could be set out in separate articles or para
graphs. as different counts for different matters in libels in · 
admiralty or declarations at common law, and the specifica
tions could be made distinct for each and equally clear. But 
to obtain more re\'enue, the public officers have generally de
clined to issue letters for more than one patent described in 
them. Renouard. 293: Phil. Pat. 218. The courts have been 
disposed to acquiesce in the practice, as conducive to clearness 
and certaintv. And if letters issue otherwise inadvertent!\· to 

• • 

hold them, as a general rule, null. But it is a well established 
exception that patents may be united. if two or more, included 
in one set of le.tters. relate to a like subject, or are in their 
nature or operation connected together. Phil. Pat. 218. 219; 
Barret v. Hall, 1 )Jason. 447; ~Ioody v. Fiske, 2 )Jason, I 12; 
Wyeth et al. v. Stone et al., I Story. 283.' 

"This language would seem to imply that not the statute 
but the practice of the Patent Office required separate appli
cations for inventions, but the cases cited were explicit of the 
meaning of the statute. )Jr. Justice Story, in \Vyeth "· Stone. 
said: 'For, if different inventions might be joined in the same 
patent for entirely different purposes and objects, the patentee 

• 

would be at liberty to join as many as he might choose, at his 
own mere pleasure. in one patent. which seems to be inconsis
tent with the language of the patent acts, which speak of the 
thing patented, and not of the things patented, and of a patent 
for invention. and not of a patent for inventions; and they di
rect a specific snm to he paid for each patent.' But he con
fined the requirement to independent im·entions, and his il-

• 

• 
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lustrations indicated that he meant by independent inventions 
not those which, though distinct. were 'for the same common 
purpose and auxiliary to the same common end.' Hogg v. 
Emerson came to this court again, and is reported in 1 I How. 
587. Of one of the objections to the p~tent the court said·: 
'It is that the improvement thu~ described is for more than 
one invention, and that one set of letters patent for more than 
one inventioti is not tolerated by law. But grant that such is 
the result when two or more inventions are entirely separate 
and independent, though this is doubtful on principle, yet it 
is well settled in the cases formerly cited, that a patent for 
more than one invention is not \'Oid if they are connected in 
their design and operations. This last is clearly the case here.' 
l'vlanv other cases are to the same effect." 

• 

The court went on to say that the line between independent 
and related inventions is vague and unplacable, and that "It is 
difficult, perhaps impossible, to lay down any general rule by 
\Yhich to determine when given im·entions or improvements 
shall be embraced in one, two, or more patents. . . . It is often 
a nice and perplexing question. The discretion which must 
n::cessar'ly therefore, reside in the Commissioner of Patents, 
is not final, in him, but is reviewable." "The Patent Office has 
not been consistent in its views in regard to the division of in
ventions. At times convenience of administration has seemed 
to be of greatest concern; at other times more anxiety has 

• 

been shown for the rights of im·entors. The policy of the 
office has been denominated that of battledore and shuttlecock, , 
and rule 41 as it now exists was enacted to give simplicity and 
uniiormity to the practice of the office. Its enactment was 
attempted to be justified by the assumption that the patent 
laws gave to the office a discretion to permit or deny a joinder 
of inventions. But, as we have alreadv said, to establish a rule • 
applicable to all cases is not to exercise discretion. Such a 
rule ignores the differences which invoke discretion, and which 
can alone justify its. exercise, and we are of opinion therefore 
that rule 41 is an invalid regulation.'' In this particular case 
the court held that a process and an apparatus might be such 

• 
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related inventions as to be r.apable of inclusion in a single 
patent, and that inasmuch as the rule purported rigidly to pre
clude such a combinatioti it was invalid. 204 

It is often desirable to take advantage of this right to join 
inventions, both because it is a monetary saving so to do, and 
because the failure to claim one of the im·entions might be 
construed as showing an intent to abandon it. 

Repetition of claims. Another cause for a multiplicity of 
claims is found in the difficulty of making clear to all minds. 
by mere words, precisely what it is that is claimed. As 011e 
court expressed it,205 "\Vhile, according to strict rules of law, 
two distinct claims for the same substantial matter, differing 
onh· in nonessentials, cannot both be sustained. vet. out of • • 
regard to the frailty of human methods of expression. and 
the ,·ariety of views among different legal judicial tribunals as 
to the construction of instruments of the character of letters 
patent, and conceding, also, the difficulty of always correctly 
defining what one's invention really is; the practice has become 
settled to allow the same substantial invention to be stated in • 

different ways, very much as the satne cause of action, or the 
same offense intended to be covered by indictment. are per-

20* Leeds & Catlin v. Victor Talking Machine Co., 213 U. S. 301, 318, 
• 

"A process and an a1>paratus hy which it is performed arc distinct things. 
They may be found in one patent; they may be mad<! the subject of dif
ferent patents. So may other dependent and related irwentions." Ben
et v. Fowler, 8 Wall. 445; DuBois ''· Kirk, 158 U. S. 58; Thomson
Houston Elec. Co. v. Elmira & H. Ry. Co., 71 Fed. 396; Benj. Elec. Mfg. 
Co. v. Dale Co., 158 Fed. 617. ::\Ierrill v. Yeomans, 9-l- U. S. 568. The 
patent in this case was for the process of making certain hydro-carbon 
oils. The defendants were charged with selling oils similar to those made 
by the patented process but in fact made by an entirely different process. 
The court held that the patent had not been infringed because the oils 
had not been made by the defendants, nor e\·en by the same process and 
because the right to use and vend the oils as a product had not been cov-

. ered by the patent. This case contains the stronge.it sort of intimation 
that two distinct things, namely, the process and the product, could have 
been and should have been claimed :n the one patent. In another case, 
Rubber Co. v. Goodyear, 9 \'.'all. 788, syll. 7 reads, "A process and the 
product of a process may be both new and patentahle, and are wholly 
disconnected and indepcndc:-~t of each other." 

205 Dececo Co. v. Geo. E. Gilchrist Co., 125 Fed. 293, 300. 

-
• 

• 
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mitted to be propounded in different counts, with a ge.neral 
verdict on all of them." 

The fact that one or more of these claims cowrs matter to 
which the patentee is not, in the court's opinion, entitled, and 
i::; therefore void, does not necessarilv invalidate the entire -
patt>:lt. A notable examplt> of this is the patent issued for tl1e 
:.Iorse telegraph wncept. 200 It contained eight claims, of 
which seven were Leld valid and the eight11 so broad as to be 
invalid. While the court would not go so far as to concede 
the contention that this void claim might be treated as a nullity 
and of no effect at all upon the patent, it did hold that it might, 
before or after the conclusion of the suit, be disclaimed, and 
the rest of the pate:1t thereby be rendered valid and effective. 
In the later case of Carleton v. Bokee207 the fourth claim of 
the patent was held void because ot anticipation. "One void 
claim, however," said the court, "does not vitiate the entire 
patent. if made by mistake or inadvertence and without any 
willful default or intent to defraud or mislead the public." It 
is eddent from the case that the court did not consider the 
claiming of too much, under a real belief that he might be en
titled to it all, to show an intent to defraud or mislead the 
public. 208 

It has grown, therefore, to be a legitimate practice to claim 
not only all that the inventor may seem entitled to, but, lest 
this be too much, or the claim be misunderstood, to claim also 
narrower and surer degrees of comprehensiveness. 200 

2oo O'Reilly v. ~forse, 15 How. 62. 
207 17 \Vall. 463. 

• 

2PS Leeds & Catlin v. Victor Talking ~lachine Co., 213 U. S. 301, syll. 
"Separate claims in the same patent are independent inventions, and the 
infringement of one is not the infringement of the others, and the redress 
of the patentee is limited to the injury he suffers; nor is the validity and 
duration of valid claims affected by the invalidity or expiration of any 
other claim." 

The English rule seems to be otherwise. The United Horsenail Co. v. 
Stewart, 2 R. P. C. 132. Also 59 Law Times 561. 13 Att. Cases 401. 

209 The course of "multiplying claims unnecessarily" was criticized by 
the court in Westinghouse Air-brake Co. v. N. Y. Air-brake Co., I 12 
Fed. 424· Criticism is justly due the !Go frequent practice of multiplying 
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A multiplicity of claims may be of value for its effect upon 
the courts under certain circ'.tmstances. A patent for a com
hi11ation is of such narrow t:redit that its use, with the omis-

• 

sion of a single element, is often held not to be an infringe-
ment. Technicallv the claimant of a combination, who has -
not expressly and explicitly limited rimself to the one precise 
form, should be given a scope of equivalents appropriate to the 
deserts of his invention. This breadth of scope should be 
given him, theoretically, and in harmony with other decisions, 
whether he has met1tioned the particular equivalents or not. 
In other words. if he has not explicitly limited himself, his 
invention entitles him to protection against all merely formal 
evasions of it: and if a later de·.-ice is not a mere formal 
evasion, it could not properly have been included under the 
patent for the first invention had the patentee thought of in
cluding it. Therefore, the recital of various forms of the 
combination is, theoretically. either mere surplusage such 
forms being included in the one combination as stated in its 
broadest form or .they are distinct and independent of the 
im·ention and not properly included in the patent. ·. 

It is possible, ho\\'ever, that such variant claims. do have a 
practical value, owing to the effect upon the courts' opinions, 

• 

·of matters extraneous to the mere merits of the invention. A 
court which, because of the narrowness of an invention, might 

• 

refuse it any range of unexpressed equivalents. may perhaps 
he induced to hold it broad enough to cover mere mechanic
ally skillful variations which have been actually exprc3sed in 
the patent. 

claims because of the solicitor's own cncomprehension of the law. 1\fany 
patent attorneys, as well as some courts, are still obsessed by the notion 
that nothing can be property that is not taugible, or represented by some
thing tangible. They fail, therefore, to realize that it is the idea of 
means which is patented and not merely the means literally described. In 
order to secure the protection to which· they feel the inventor is entitled, 
they literally describe a~ many valiaticns in the cmbodimeut of the idea 
as they can think of. The actual result is that they often, by the very 
extent and prolixity of their descriptions limit the scope of protection un
necessarily, and they always con fuse the records of the patented art. 

• 

• 

• • 

• 

• 

• 
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§ 4·· DISCLAD!ER 

\Vith these possihle exceptions. the neces:;ity for including 
se\·eral claims, and e\·en the Yalue of ~~) doing is dubious. The 
practice is not e.~sential in pre\·cnting harm \\'hen it appear~ 
that too much has been claimed in the effort to get all 
that is allo\\'ahle. The statute'100 prO\·ides, "\Vhene\·er, through 
inach·ertence. accident, or mistake, and without any fraudulent -
or decepti\·e intention, a patentee has claime1l more than that 
of which he was the original or first im·entor or disco\'ercr, 
his patent shall be \'alid for all that part \\'hich is truly and 
justly his own, prodded the same is a material or substantial 
part of the things patented: and any such patentee, his heirs or 
assigns, whether of the whole or any sectional interest therein, 
may, on payment of the fee required by law, make disclaimer 
of such parts of the thing patented as he shall not choose to 
claim or to hold by Yirtue of the patent or a::;signment stating 
therein the extent of his interest in such patent. Such dis
claimer shall be in writing, attested by one or more witnesses, 
and recorded ii1 the Patent Office; and it shall thereafter be 
considered as part of the original specification to the extent 
of the interest possessed by the claimant and by those claiming 
under him after the record thereof. But no .such disclaimer 
shall affect any action pending at the time of its being filed. 
except so far as may relate to the question of unreasonable 
neglect or delay in filing it." This is a specific statement to 
the effect that the "patent shall he valid for all that part which 
is truly and justly his own," without limitation to such part 
as has been stated in a separate claim, valid in itself. In the 
words Jf the statute, a claim would appear to be equally Yalid 
whether it is that part of a single claim which is left after 
pruning off the surplus and im·alid parts, or is a claim, origi
nally complete in itself. left after other excessive claims have 
been removed. 301 

300 R. S. ~: 4917. 
• 

301 "Matters properly disclaimed cease to be a part of the invention; 
and it follows that the construction of the patent must be the same as it 
would be if such matters had never been included in the description of 

• 

• 

• 

• 
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Even when a disclaimer has not been filed before suit, the 
statute provides30~ that "\Vhene\·er, through inadvertence, ac
cident, or mistake, and without am· willful default, or intent 

• 

to defraud or mislead the public, a patentee has, in his specifi-
cation . .:!aimed to be the original and first inventer or disco\'
erer of any material or substantial part of the thing patented, 
of which he was not the original and first im·entor or dis
coverer, every such patentee, . his· executors, administrators, 
and assigns, whether of the whole or any sectional interest in 
the patent, may maintain a suit at law or in equity, for the 
infringement of an)• part thereof, which was bona fide his OWl', 

i i it is a material and substantial part of thl! thing- patentei:l, 
and definitely distinguishable from the parts claimed without 
right. notwithstanding the specifications may embrace more 
than that of which the patentee was the first innntor or dis
coverer. But in every such case in which a judgment or de
cree shall be rendered for the plaintiff, no costs shall be re
conred unless the proper disclaimer has been entered at the 
Patent Office before the commencement of the suit. ·But no 
patentee sl:tall be entitled to the benefits of this section if he· 
has unreasonably neglected or delayed to enter a disclaimer. ''303 

Failure to claim all that the patentee might have been en
titled to can not be corrected bv means of disclaimer. That • 
is to say, a patentee can not under pretense of disclaiming 

the invention or the claims of the specification." Dunbar v. )!eyers, 94 
L'. S. 187; Schwartzwalder v. New York Filter ~o.; 66 Fed. 152. 

An intere~ting: instance in which the patentee, i· fear of proof of antici
pation, di~claimed the only feature on which his patent could be upheld, 
aud thereby worked his own defeat i~ found in Brunswick, Balke, Col
leuder Co. v. Klumpp, IJI Fed. 255. Disclaimer not allowed to be cor
rected account of mistake, Hillborn v. Hale & Kilborn 1Ifg. Co., 66 
Fed. 958. 

302 R. S. ~ 4922. 
ao3 Failure to file a disclaimer does not become unreasonable until it is 

evident on the face of the patent that it is too broad or until the decision 
of a court has shown it to be necessary. Seymour "· McCormick, 19 How. 
96; O'Reilly \', ::\Iorse, 15 How. 62; Gage v. Herring, 107 t!. S. 6-10 . 

• 

• 
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part of his claim so alter the rest as to make it include more 
than it would ha,·e done in its original form. 30

l 

§ 5· RErssn: 
Such failure to claim all that the im·ention included can be 

corrected only by a reissue such as the statute provides for. 30
" 

This provision is. "\ Vhene\·cr any patent is inoperative or in
valid, by reason of a defective or insufficient specification, or 
by reason of the patentee claiming as his own im·ention or dis
covery more than he had a right to claim as new, if the error 
has arisen 1)\· inad,·ertence, accident, or mistake, and without 

• 

m~y fraudulent or deceptive intention, the Commissioner shall. 
on the surrender of such patent and the payment of the duty 
recjltired by law, cause a new patent for the same invention, 
and in accordance with the corrected specification, to be issued 
to the patentee, or, in case of his death or of an assignment 
of the whole or any undivided part of the original patent, then 
to his execators, administrators, or assigns, for the unexpired 
part of. the term of the original patent. Such surrender shall 
take effect upon the issue of the amended patent. The Com
missioner may, in his discretion, cause several patents to be 
issued for .distinct and separate parts of the thing patented, 
upon demand of the 'applicant, and upon payment of the re
quired fee for a reissue for each of such reissued letters patent. 
The specifications and claim in every such case shall be sub
ject to re\·ision and. restriction in the same manner as original 
applications are. Every patent srr reissued, together with the 
corrected specifications, shall hare the same effect and opera
tion in law, on the trial of all actions for causes thereafter 
arising, as if the same had been originally filed in such cor
rected form; but no new matter shall be introduced into the 
specification, nor in case of a machine patent shall the model 
or drawings be amended, except each by the other; but when 
there is neither model nor drawing, amendments may be made 

304 Albany Steam Trap Co. v. Worthington, 76 Feel. 1)66; Hailes v. Al
bany Sto\'e Co., J2J u. s. 582; Collins Co. v. Coes, IJO u. s. s6; Carnegie 
Steel Co. v. Cambria Iron Co., 185 U. S. 403. 

305 R. S. § 4916. · 
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upon proof satisfactory to the Commissioner that such new 
matter or amendment was a part of the original im·ention, and 
was omitted from the specification by inadvertence, accident, 
or mistake, as aforesaid." 

It will be obseryed that this section provides for a reissue 
only when an existing patent is ''inoperath·e or invalid," by 
reason of the deficiency in specification, etc. It does not, in 
terms, co,·er the case of a patent which is perfectly valid and 
effective, but which, because of the mistake in specification, 
etc., does not gh·e the patentee all of the protection which he 
might have had if he had properly claimed it. The right to 
a reissue originated, however, prior to any specific statutory 
provision, as a judicial interpretation of the spirit of the law 
as a whole. This appears in the case of Grant v. Raymond.306 

Grant had secured a patent which, through inadvertency, was 
so vague and inaccurate in its specification as to be ineffective. 
On discovering this he petitioned the Secretary of State to 
issue a new patent, containing a correct description of his in
vention and a valid claim which should protect him for the 
unexpired part of his term, and to cancel the old patent. This 
the Secretary did although no part of the Patent Statute spe
cifically authorized it. Grant then sued Raymond for in
fringement of his reissued patent, and the defense was that 
there was no authority for the second, the corrected patent, 
and that it was void. A number of very practical objections 
to even authorized reissue .vere also raised. The court held, 
howe,·er, that although there was no specific authority, the 
reissued patent was good. Chief Justice Marshall, in deliver
ing the opinion, said, "If the mistake should be committed in 
the department of state, no one would say that it ought not to 
be corrected. All would admit that a new patent, correcting 
the error, and which would secure to the patentee the benefits 
which the law intended to secure, ought to he issued. And yet 
the act does not in terms authorize a new patent, even in this 
case. Its emanation is not founded on the words of the law, 
but is indispensably necessary to the faithful execution of the 

aor.6 Peters 218 (1832). 



• 

2CO Patents and lw<:cntions 

solemn promise made by the l.Jnited States. \Vhy should not 
the same step Le taken for the same purpose, if the mistake 
has been innocentlv committed bv the inventor himself? ... 

• • 
The great object and intention of the act is to secure to the 
pt1blic the advantages to be derived from the discoveries of 
indh·icluals, and the means it employs is the compensation 
made to those indh·iduals for the time and labor devoted to 

• 

these discow·ries. by the exclusive right to make, use and sell, 
the things discovered for a limited time. That which gives 
complete effect to this object and intention, by employing the 
same means for the correction of inadvertent error which are 
directed in the first instance, cannot, we think; be a departure 
from the spirit and character of the act. ... The communi
catiot1 of the discovery has been made in pursuance of law, 
\\'ith the intent to exercise a privilege which is the considera
tion paid hy the public for the future usc of the machine. If, 
hv an innocent mistake, the instrument introduced to secure 

• 
this privilege· fails in its object. the public ought not to avail 
itself of this mistake. and to appropriate the discovery with
out paying the stipulated consideration. The attempt would 
be disreputable in an indi\'idual, and a court of equity might 
interpose to restrain him. "307 

The original patent in that case appears to have heen actu
ally inoperative and ineffective to give any protection. But 
the reasoning on which the court proceeded would equally \Yell 
sustain the correction of a patent which, while in fact opera
tire, did not protect the inventor .as' fully as his invention en
titled him to be protected. And the courts do extend it to 
just such cases. Thus in \ Vilson v. Coon308 it was contended 
that the reissued patent was void because the original was in 

307 The court also answers the practical objections that to allow a reissue 
for mhtake would vest judicial power in the Secretary of .State, and that 
the reissue would retroact upon persons who had lawfully taken ad
vantage of the failure to protect the invention. That a reissue may be 
granted to correct a mistake of the Patent Office itself, as suggested in 
Grant v. Raymond, see, Railway Register Co. v. Railroad Co., 23 Fed. 
593. In Hobbs v. Beach, 180 U. S. 383, a reissue w·1s allowed to correct 
a mistake, not in the specification but in the drawings. 

ao&6 Fed. 611. 
• 

• 
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fact valid and operative. But the court rejected the proposi-
• 

tion, saying, "a patent may be inoperative from a defective or · 
insufficient description, because it fails to claim as much as 
was really invented, and yet the .claim may be a valid claim, 
sustainable in law, and there may be a description valid and 
sufficient to support such claim. In one sense such patent is 
operative and is not inoperative. Yet it is inoperati\'e to ex
tend to or claim the real invention, and the description may 
be defective or insufficient to support a claim to the real in
yention, although the drawings and model <:;how the things in 
respect to which the defect or insufficiency of description ex
ists, and show enough to warrant a new claim to the real in
vention. It can never be held, as it never has been held, in a 
case where the point arose for decision; that a patent can not 
be reissued where a suit could be sustained on the specifica-

. tion and claim as they are. " 3011 

lNADVEUTENCE, ACCIDENT, OR :MISTAKE are essential in the 
justification for a reissue. The whole theory of a reissue is 

• 
the correction of such an error only. If the inventor has de-
liberately omitted matter which he knew belonged in his speci
fication and. claim, he will be presumed to have intended not 
to claim it and to have abandoned it to the public.810 "A clear 
mistake, inadvertently committed, in the wording of the claim 
is necessary." 811 \Vhat amounts to inadvertence or mistake 
depends upon the circumstances. It should be noted however 

• 

that the question will be much more strictly examined when 
the attempt is to expand the claim (as discussed in the follow-

3°0 "To justify a reissue it is not necessary that the patent should be 
wholly inoperative or invalid. It is sufficient if it fail to secure to the 
patentee all or' that which he has invented and claimed," Hobbs v. Beach, 
J8o U. S. 383, 394; Miller v. Brass Co., 104 U. S. 350; American etc. Co. 
v. Porter, _232 Fed. 456. 

a1o For further discussion c,£ this point see the topic Abandonment. 
311 Parker, etc. Co. v. Yale Clock Co., 123 U. S. B;, 103; "Where it is 

apparent on the fa1;e of the patent, or by contemporary records, that no 
such inadvertence, accident, or mistake, as claimed in a reissue of it, 
could have occurrtd, an expana.ion of the claim cannot be allowed or sus
tained," James v. CamJ.lbell, 104 U. S. 356, 371; Stafford Co. v. Coldwell 
Co., 202 Fed. 744. See also the cases cited in the following paragraphs . 

• • 

• 

• 

• 

• 

• 
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ing paragraphs) than when it is only to perfect, without broad-
ening, an existing patent.312 

. 

It seems to be a generally accepted rule that courts will not 
re\·iew the decision of the Commissioner of Patents that the 

• 

• 

defect was in fact the result of mistake and inadvertence, if · 
the purpose of the reissue is only to perfect the protection 
which the original purported to grant and not to enlarge the 
scope of the protection. Tbere is a great deal of conflict and 
more confusion upon the question of review. Many cases say 
specifically that the Commissioner's finding of mistake, etc., 
will not be reviewed; many more say that, on one ground or 
another, it will be reviewed. So far as the confusion can be 
cleared at all, the weight of opinion seems to be that where the 
reissue does not give any wider scope of protection than the 
original claimed, the decision will not be reviewed; but if the 
reissue enlarges the claimed protection the courts will review· 
the question of mistake, etc., if there seems to be any real 

. doubt of the matter. 313 

PuRPOSE OF REissuE. The statute authorizes a reissue onlr 
• 

in cases where the specification is defective or insufficient, or 
the claim is for more than the im·entor is entitled to. But the 
reasoning of the decision in Grant v. Raymond, supra, that a 
reissue might be had independently of statute, justifies it for 
purposes other than those stated in the statute. It has be
come a settled rule that reissues may be had for the purpose 
of expanding original patents which, through mistake and in
advertence, claimed less than the inventor was entitled to. "If 
a patentee who has no corrections to suggest in his specifica
tion except to make his claim broader and more comprehen-

• 

3 12 As to what constitutes mistake, etc., see Autopiano Co. v. American 
Player Co., 222 Fed. 276; Morey v. Lockwood, 8 Wall. 230; .Tames \', 
Campb~ll, 104 U.S. 356; Yale Lock Co. v. James, 125 U.S. 477; American 
etc. Co. v. Porter, 232 Fed. 456; Moneyweight Co. v. Toledo Scale Co., 

• 

187 Fed. 826. · 
313 "This court will not review the decision of the Commi~sioner upon 

the question of inadvertence, accident or mistake, unless the matter is 
manifest from the record," Hobhs v. Beach, 18o U. S. 383, 395, quoting 
from Topliff v. Topliff, 145 U. S. 156, 17i; Mahn v. Harwood, I!2 U. S. 

354· 
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sive, uses due diligence in returning to the Patent Office, and 
says, 'I omitted this,' or, 'my solicitor did not understand that,' 
his application may be entertained, and, on a proper showing, 
correction may be made. "31f 

It is this right to have a reissue for the purpose of enlarging 
the scope of protection afforded, as well as for perfecting that 
originally claimed, which has caused much of the confusion 
of statement in regard to reissues. If the original patent actu
ally claimed a certain breadth of protection, but the specifica
tion upon which the claim was based was inaccurate, or de
scribed so much as to be yague, or had some such defect, there 
could not be the objection, and the necessity for close scrutiny 
in allowing a reissue, that there would be if the patentee were 
trying to secure something which he did not even attempt to 
claim in the original. In the latter case the courts will scrutin
ize the grounds for the reissue most carefully. To quote fur
ther from Miller v. Brass Co.m "We think it clear that it 
was not the special purpose of the legislation on this subject 
to authorize the surrender of patents for the purpose of re
issuing them with broader and more comprehensive claims, 
although, under the general terms of the law, such a reissue 
may be made where it clearly appears that an actual mistake 
has inadvertently been made. But by a curious misapplication 

• 

of the law 'it has come to be principally resorted to for the 
purpose of enlarging and expanding patent claims. And the 

' evils which ha,·e grown from the practice have assumed large 
proportions. Patents have been so expanded and idealized, 
years after their first issue, that hundreds and thousands of 
mechanics and manufacturers, who had just reason to suppose 
that the field of action was open, have been obliged to dis-

au :\filler v. Brass Co. 104 U. S. 350, 352; Topliff v. Topliff, 145 U. S. 
156, 170; while it is clear that a reissue for the purpvse of broadening 
claims would be permissible on the authority of Grant v. Raymond, Sltpra, 
and this seems the real authority, the case of American etc. Co., ·v. Porter, 
232 Fed. 456, brings such a re-issue under the statute by saying that 
"specification" includes "claim" and therefore a· too limited claim is an 
"insufficient specification." 

315 104 u. s. 350. 

• 

• 

• 

• 
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continue their employments, or to pay an enormous tax for 
continuing them. N'ow whilst, as before stated, we do not 
deny that a claim may be enlarged in a reissued patent, we 
are of opinion that this can only be dune when an actual mis-

. take has occurred; not from a mere error of judgment ( ior 
that may bc·rectified by appeal), but a real bona fide mistake, 
inadvertently committed: such as a Court of Chancery, in 
cases within its ordinary jurisdiction, would correct. Reissues 
for the enlargement of claims should be the exception JJ.nd not 
the rule." 

THE REISSUE :\lUST BE FOR THE SAME INVENTION as the 
original. It is not a new patent, but a correction of one al
ready issued wh:ch did not protect the inventioti for which it 
was issued. "Two leading and imperative re<]uirements stand 
in the path of a reissue; First, that the error must have arisen, 
'bv inadvertence, accident, or mistake' ; and, second, that the 

• 

new patent is to be for the 'same invention.' Conse<]uently. 
it must appear, in some manner provided by law, that the in
vention for which the reissue is granted was in the contempla
tion of the patentee at the outset ... .''816 

That the new matter claimed in the reissue was really a part 
of the original invention nwst be shown, said the same court, 
by "clear and positive proof, in harmony with the universal 
rules of equity n:::t to disturb the existing status except by 
proof of that character. l\o mere inferences can take the 
place of such proof. Ordinarily. what is called for by the 
words 'same invention' should appear in some way on the face 
of the original patent, and it cannot be gathered from mere 
inferences or suggestions with reference to what the patentee 
might or might not have conceived.'' To determine just what 
was the scope of the original invention, beyond what was origi
nally claimed, is an extremely difficult proposition. . The nat
ural tendency of the human mind is to look at any itwention 
in the light of later progress, and to ascr·ibe to an inventor 
that which to later and more completely educated minds seems 

• 
3111 Stafford Co. v. Coldwell Co., 202 Fed. 744; McDowell v. Ideal Con-

crete Co., 187 Fed. 814; Parker v. Yale Clock Co., 123 U. S. 87, citing 
much authority. 
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so obvious that he could not but have known it. The inventor 
himself is still more inclined to believe that he knew and fore~ 
saw at the time of his invention all that subsequent experience 
has taught him. Therefore, "if enlargement is to come, not 
from evidence contained in the original patent (or in the pro
ceedings to obtain it), but from what the inventor subsequently 
says (truthfully or untruthfully) was in his mind prior to 
filing the original application, a region of danger, of tempta
tion to fraud and deception, would be opened wide. . . . "m 

The statement of the court first quoted is; that "ordinarily'' all 
that is co\·ered by the reissue "should appear in some way on 
the face of the original patent." While there are a number of 
decisions which do not absolutely require this, the later Su
preme Court decisions refuse to allow any claim in a reissue, 
the substance of which is not at least shadowed in the original 
application. 318 A real workable understanding of what the 

3H ~!'Dowell v. Ideal etc. Co., 187 Fed. 8q, 821. 
3 B A full discussion of this matter is found in Parker v. Yale Clock 

Co. 123 U. S. 87; Yale Lock Co. v. James, 125 U. S. 447; "If the claims of 
the reissue arc limited, as they must be, to the specific mechanism de
scribed in the specification ... " Electric Gas Co. v. Boston Elec. Co., 
139 U. S. 481. 503; Freeman v. Asmus, 145 U. S. 226; "It is settled by 
the authorities that to warrant new and broader claim~ in a reissue, such 
claims must not be merely suggested or indicated in the original specifi
cation; drawings or models, hut it must further appear from the original 
patent that they constitute parts or portions of the invention which were 
intended or sought to be covered or secured by such original patent. lt 
is also settled by the authorities that in applications for reissue the patentee 
is not allowed to incorporate or secure claims covering or embracing 
what had been previously rejected upon his original applic'ltion," Corbin 
Lock Co. \', Eagle Co., 150 U. S. 38, 42; American etc. Co. v. Porter, 
232 Fed. 456, "The further and last statutory condition is that the reissue 
must be for "the same invention.'' It is true .that, for purposes of de· 
t~rmining infringement, th~ identity of the patented im·ention is fixed hy 
the claims; but to apply the same test to inentity of invention as between 
original and reissu~ loses sight of the difference between the real invert- · 
tion and the originally patented in\'ention, and unless there is such a dif
ference, there is no occasion for reissue. To recognize that difference 
and permit it to be corrected is the whole purpose of the reissue statute; 
and so it seems quite destructive of th ... statute to assume that the identity 
of the actual invention is permanently declared and fixed by the form 

• 

• 

• 
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courts will recognize as indicated in the original application, 
can be had only in study and comparison of the cases them
selve~. much more fully than can be set out in a text book. The 
presumption is in favor of the validity of the reissue, as it is 
in favor of the validity of any patent, and the original must 
be introduced in evidence as the basis of an attack. 310 

THE TIME WITHIN WHICH .A REISSUE MUST BE ASKED is not 
limited by the statute in any \vay, although of course there 
would be no point in a reissue after the term of the original 
had expired. Where the reissue is sought for the purposes 
specified in the statute, namely, to correct a defective or in
sufficient specification, or to narrow the claim·, there could be 
no real objection to its being granted at any time.320 But as we 
have seen, the right to a reissue for the purpose of broadeuillg 

• 

a claim appears to be founded on judicial interpretation of the 
general law, not on specific statute. There might well be ob
jection to broadening a patent after the lapse of time; and the 
same judicial authority which inaugurates the right can of 
course limit it. The Supreme Court •. accordingly, has limited · 
the time, within which a reissue for the purpose of broaden
ing claims may be had, to what is reasonable under all the cir
cumstances. In ~diller v. Brass Co.,321 the court says, "Re
issues for the enlargement of claims should be the exception 
and not the rule. And when, if a claim is too narrow, that 
is, if it dccs not contain all that the patentee is entitled to,-
the defect is apparent on the face o£ the patent, and can be dis-

which the original claims are inadvertently allowed to take. In the same 
way as with reference to mistake, the question of identity is submitted to 
the Patent Office, and for the s~1me reason its conclusion is to be taken 
as prima facie right. The last sentence of section 53 even permits the 
Patent Office, in certain cases, to go entirely outside the record to de
termine what the original invention was. It follows that only when it is 
cl~ar that the reissue is not for the same invention are the courts justified 

· in reaching that conclusion; and we take this to be the rule of the decis
ions hereinafter cited." 

s1o Seymour v. Osborne, II Wall. 516; Second reissue may be compared 
directly with the original, Hoskin v. Fisher, 125 U. S. 217; But cf. post. 

n2o Accord, Sewing-Machine Co. v. Frame, 24 Fed. 596. 
821 104 u. s. 350. 
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covered as soon as that document is taken out of its envelope 
and opened, there can be no valid excuse for delay in asking 
to have it corrected. Every independent inventor, every me
chanic, every citizen, is affected by such delay, and by the issue 
of a new patent with a broader and more comprehensive claim. 
The granting. of a reissue for such a purposf!, after an un
reasonable delay, is clearly an abuse of t~e power to grant re
issues, and may justly be declared iliegal and void. It will not 
do for the patentee to wait until other inventors have pro
duced new forms of improvement, and then, with the new 
light thus acquired, under pretence of inadvertence and mis
take, apply for such an enlargement of his claim as to make 
it embrace these new forms. Such a process of expansion 
carried on indefinitely, without regard to lapse of tim~, would 
operate most unjustly against the public, and is totally un
authorized by the law. In such a case, even he who has rights, 
and sleeps upon them, justly loses them. The correction of a 
patent by means of a reissue, where it is in,valid or inoperative 
for want of a full and clear description of the invention, can
not be attended with such injurious results as follow from 
the enlargement of the claim .. And hence a reissue may be 
proper in such cases, though a longer period has elapsed since 
the issue of the original patent. But in reference to reissues 
made for the purpose of enlarging the scope of the patent, 
the rule of laches should be strictly applied ; and no one should 
be relieved who has slept upon his rights, and has thus led the 
public to rely on the implied disclaimer involved in the terms 
of the original patent. And when this is a matter apparent 

• 

on the face of the instrument, upon a mere comparison of the 
original patent with the reissue, it is competent for the courts 
to decide whether the delay was unreasonable, and whether the 
reissue was therefor contrary to law and void."322 

Since the matter depends upon circumstance, it is obvious 
that there can be no arbitrary length of time after which the 
right to a reissue will be automatically lost. A rule of pre-

322 Reiterated, Mahn v. Harwood, 112 U. S. 354-
• 
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sumption was stated·, however, in Topliff v. Topliff,323 as fol
lows: ''due diligence must be exercised in disco\·ering the mis
talke in ~he original patent, and, if it he sought for the pur
pose of enlarging the claim, the lapse of two years will ordi
narily, though not always, he treated as evidence of an aban
donment of the new matter to the public to the same extent 
that a failure by the inventor to apply for a patent within two 
years from the public use or. sale of his in\'ention is regarded 
by the statute as conclusive evidence of an abandonment of the 
invention to the public. " 324 But while .it tluts api>ears that the 
presumption of invalidity does not begin to run until two years 
have passed, a much shorter time than this may demonstrate 
such unjustified delay a,; \vill bar the right to a reissue.m 

THE INVENTIVE QUALITY of the matter covered by the re
issue will, as in the case of all inventions. be considered as of 

323 1-lS u. s. 156, 171. 
32t "Where a reissue expands the claims of the original patent, and it 

appears that there was a delay of two years, or more, in applying for it, 
the delay invalidates the reissue, unless accounted fnr and shown to be 
reasonable." Hoskin v. Fisher, 125 U. S. 217, quoting \-\' ollensak v Reiher, 
115 U. S. c;6; American. etc. Co. v. Porter. 23.2 Fed. 456. "By the issue of 
a !>a tent,· the inventor dedicates to the public e\·erything which he does not 
claim as his monopoly. Upon this dedication. the public has a right to rely, 
and if members of the public devote time and money to the manufacture 
of a de\·ice which the inventor has so dedicated, or to the devising, in
venting and patenting of structures which embody such a fe'lture, it may 
be presumed that this is done upon the faith of the dedication; ar.d so 
the inventor may not he permitted therea-fter to enlarge 'his monopoly to 
the prejudice of these new rights, even though, except for them, the 
reissue would be permissible. The settled doctrine has come to be that 
from a delay of more than two years, and in the ab~ence of any sufficient 

·contrary evidence, these fatal internning rights (public or private) will 
be presumed; in the presence of less delay, they must be proved. But 
see White \', Dunbar, 119 U. S. 47, 52, 7 Sup. Ct. 72, 30 L. Ed. 303, and 

• 

Milloy Co. v. Thompson Co. (C. C. A.) 148 Fed. 843, 847, 78 C. C. A. 533." 
325 The authorities on the matter of time allowed are not as numerous 

as they appear to be. In many cases in which it is said that too long a 
time has been allowed to pass, it is specifically held that the reissue is 
not for the same invention, and it would, therefore, have been invalid even 
if applied for within two hours. Cf. Haines v. Peck, 26 Fed. 625. 

As instance ·of what will excuse a long delay, sec Whitcomb v. Coal 
Co., 47 Fed. 658; Cf. Wollensak v. Sargent, 151 U. S. 221. · 

• 

• 

• 
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the date of the invention. Siuce the reissue is only a correc-
tion of the original patent and covers only the original in
vention, the date must be that of the original invention. Also 
since the reissue is considered not as a new patent, standing 
by itself, but as a correction of the old patent, the fact that 
the device involved has been in public use or on sale more than 
two years prior to the application for reissue does not neces
sarily bar the reissue, as it would bar an original patent. That 
fact will, however, have an important bearing on the question 
of whether or not a reissue is lost through undue delay in ap
plying for it. 320 

• 

§ 6. AMEND~ENT 

When the defect is discovered before the oatent has actu-• 
ally been issued, it may be corrected by amendment of the ap
plication. There is no express provision of the statute upon 
this subject, but it seems to follow as a matter of course. The 
rules of practice of the Patent Office provide thae27 "the ap
plicant has a right to amend before or after the first rejection 
c.r action; and he may amend as often as the examiner pre
sents new references or reasons for rejecting." The rules also 
provide when and how the amendment shall be made. 

The patentee can not by amendment make the application 
cover a different device than the one claimed in his original 
application. He may so correct the description, or even add to 
it as to make it cover the entire invention. but he can not de
scribe what would amount to another invention. -He is re-

• 

stricted to the remedying of defects in the description thereof 
and in the claims.328 

a~o Grant v. Raymond, 6 Pet~rs 2I8, 244; Stimpso•1 v. Railroad Co., 4 
How. 38o; Coffield Co. v. Howe Co., 172 Fed. 668 . 
. a21 Rule No. 68. 

a2s Hobhs v. Beach, d!o U. S. 383, 395 holding the defense that the 
claims had been unlawfully exrmnded before issue of the patent not sus
tained." Eagleton Mfg. Co. v. West, etc. Mfg. Co., II I U. S. 490; Kirch
berger v. Am. Acetylene Burner Co., 128 Fed. 599; Cleveland Foundry 
Co. v. Detroit Vapor Stove Co., IJI Fed. 853; American Lava Co. v. 
Steward, ISS Fed. 731. 

• 
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If the change desired is such as would amount to the descrip-
tion of another idea of means, a different invention, than the 
one actually though incompletely described and claimed, a new 

. application under oath must be made, as for a new and distinct 
invention . 

§ 7· XEW APPLICATIONS 

ABANDONED APPLICATIONS." AJl applications for a patent 
must be completed so as to be ready for examination by the 
Commissioner within one year from the time the application is 
filed. 329 An applicatiou consists330 of the petition, specifica
tion, oath, fee of $I 5.00, arid when required, drawings, model 
and specimen. It is not complete until all these parts are re
ceived by the Patent office. 331 If it is not .so completed within 
the year it will be regarded as abandoned, unless it be shown 
to the satisfaction of the Commissioner of Patents that such 
delay was unavoidable .. 332 

\Vhen the application is completed, if it has been acted upon 
unfavorably and the applicant has been notified thereof, it is 
his duty to take some further action to secure his patent. If 
he fails to prosecute his application within one year from the 
date of the adverse action333 he is presumed to have abandoned 
it just as ~n case of failure to ·complete it. 

The right to a patent may be abandoned to the public by the 
inventor regardless of his actions in respect to securing a 
patent. Such abandonment is a matter of his real intent as 
evinced by his conduct. The abandonment of an application~ 
and consequent possible loss of his patent, is quite another 
matter, in that it has nothing whatever to do with his real 

a2o R. S. § 4894. Until amendment of 1897 the time limit was 2 years. 
33° Rule No. JO. 

• 
331 "It is desirable that all parts of the complete application be de-

posited in the office at the same time, that· all the papers embraced in the 
application be attached together; otherwise a letter mt•st accompanv each 

• 
part, accurately and clearly connecting it with the other parts of the 
application." 

332 R. s. ~ 4894. 
333 Two years prior to amendment of 1897 . 

• 
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intent. The abandonment of an application, is an arbitrary 
condition fixed by statute, and resulting from the mere lapse 
of time. There is the ameliorating provision, however, that 
this condition of abandonment shall not be deemed to exist if 
the delay is excused to the satisfaction of the Commissioner. 
This possibility of excuse should not be confounded with the 
fact that when certain circumstances give rise to an appear
ance of real inten~ to abandon, it is possible to refute that ap
peara•1ce by a showing of other facts which nullify the infer
ence from the first ones. The arbitrary conclusion· decreed by 
the statute, and the conclusion of intent deduced from the 
facts, are, however, often enough confused in the opinion to 
make some seeming conflict.m Real abandonment arising 
from apparent intent thereto has already been discussed.335 

N c-<v applicatious. An important difference between aban
donment of the invention, and abandonment of the applica
tion is, that when the former is satisfactorily shown by the cir
.:umstances :t is irretrievable. The abandonment of the ap
plication, however, even if the delay be not excused, does not 
ipso facto preclude the inventor from later securing a patent.336 

He may file another application and does not lose his right to 
a patent unless, and until, such time has elapsed before the 
filing of that application that the device has been in public use 
or on sale more than two years prior thereto. 337 

The two years dates from the filing of the new application 
and not from the filing of the origina] one. This question has 
come squarely before the court.338 In 1894 ari inventor filed 
an application which was rejected, and notice given to him, the 
same year. He failed to take further action for more than a 
year. This delay he attempted to excuse, but the reasons 
given were not satisfactory to the Commissioner. Accordingly 

334 Beverly v. Henderson, Fed. Cas. ~o. 1379, 9 Blatch. so. 
B35 Commissioner's decision against sufficiency of excuse held to be final. 

Hayes-Young Tire Plate Co. v. St. Louis Transit Co., 137 Fed; &>. 
sao Western Electric Co. v. Sperry E!ec. Co., 58 Fed. 186. 
ss7Western Elec. Co. v. Sperry Elec. Co., 58 Fed. 186; Hayes-Young 

Tire Plate Co. v. St. Louis Transit Co., 137 Fed. So. 
sss Hayes etc. ~o. v. St. Louis Tran~it Co., 137 Fed. &l. 

• 
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he filed a new application in 190r. A question of pleading 
raised the issue whether the patent would be valid if the in
vention had been in public use more than two years before this 
later application, though not before the date of the first appli
cation. The court .said that the two years would date from 
the application of 1894 if that of 1901 could be considered a 
mere amendment and continuation of- the former. But they 
l].eld that, "the abandonment of an application destroys the 
continuity of the solicitation of a patent. After abandonment 
a subsequent application institutes a new and independent pro
ceeding, and the two years public use or sale which may in
validate the patent issued upon it must be counted from the 
filing of the later application. ''339 

· • 

As the public use or sale is effective to defeat patentability 
regardless of the inventor's consent therein, it is wise, where 
the time on which abandonment is predicated has passed, un
less the inventor is certain there has been no such use with or 
without his consent, to present excuse, if possible, for the de
lay, rather than to let the original application go and file a 
new one. 

F'AII,URE TO PAY FINAL FEE. If after an application 'has 
been allowed and a patent ordered to issue, the patentee fails 
to pay the final fee within six months after the sending of 
notice to him, a new application becomes necessary.Mo It has 
been held that such new application may contain more in 
breadth of claim than the original one did. so long as the in
vention itself is not exceeded. aH A new application, in the 
sense of a new petition. oath. description. etc., while it is ap
parently allowable, is not necessary. The statute provides that 
in such case of non-payrrient. "Any person who has an inter
est in" the im·ention, "whether as inventor, disco\·erer or as
signee" may make an application for a patent. It logically 
follows that the statute does not here use "application" with 

33° Citing, Beverly v. Henderson, Fed. Cas. No. 1379, 9 Blatch. so; 
Mowry v. Barber, Fed. Cas. No. 9892; Lindsay v. Stein, 10 Fed. 907; Lay 
v. Indianapolis Brush & Broom Mfg. Co., 120 Fed. 8.31. 

340 R. s. ~ 4897· 
3H Bowers v. San Francisco Bridg.: Co., 6<) Ferl. 640 . 

• 
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the same meaning it has elsewhere, and requires only an ap
plication for the issue of the patent already adjudged.m 

§ 8. APPEAL IN CASE OF REJECTIO~ 

The statute343 provides "vVhenever, on examination, any 
claim for a patent is rejected, the Commissioner shaii notify 
the applicant thereof, giving him briefly the reasons for such 
rejection, together with such information and references as 
may b:: useful in judging of the propriety of renewing his ap:. 
plication o·r of altering his specification." The applicant may 
then, if he chooses, alter his claims so as to eliminate there-

• 

from matter which has in the opinion of the Commissioner 
been anticipated and offer the altered claims for approval. If 
they are again rejected as too broad, he may again correct 
them, and this rejection, correction and resuhmission may con
tinue until limited by the subject matter itself. When, at any 
stage in this procedure, the applicant does not believe that the 

• 

earlier patents, referred to by the Commissioner as anticipa-
tions, necessitate a change in his claims, the statute provides, 
"And if, after receiving such notice, the applicant persists in 

· his claim for a patent, with or without altering his specifica
. tions, the Commissioner shaii order a re-examination oi the 

case." 

• 

• 

If upon this re-examination, the application is again re
jected, the applicant may then, and then only, appeal. Al
though the statute reads as though these examinations and 
rejections were made by the Commissioner, they are in fact 
the work of "preliminary examiners," and the appeal is made 
from their decisions to a group of examiners, also subordi
nate to the Commissioner, called the board of examfners-in- · 
chief.3

H If the applicant is dissatisfied with the decision of 
this board he may, on payment of the fee prescribed,345 appeal 
to the Commissioner in person. 346 If he is still dissatisfied, 

S42 Ex parte Livingston, 20 0. G. 1747. 
343 R. S. ~ 4903. 
3H R. S. ~ 4909· The course of procedure is described by the court in 

Butterworth v. Hoe, ll2 U. S. so. 
345 $20.00, Rule 140. 
346 R s II • • 1'j 4910 . 

• 

• 

• • 
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after the decision of the Commissioner he may carry his ap
peal to the -Court of Appeals of the District of Columbia. 347 

A favorable decision by this court affects only the right to have 
a patent issued and does not in any way determine the validity 
of the patent after it has been issued. a~s 

• 

The rules of procedure of appeals. the time for filing papers, 
notices to be gi\·en, forms, etc. can be found in: the Rules of 
the Patent Office and in books upon the detail work of solicit
ing patents, and are too technical to be discussed here.34

, 

If the decision of the Court of Appeals is adverse to the 
claimant, or if he does not choose to appeal to that court at 
all, he has still a further proceeding to compel issue of a patent 
to him.350 "\Vhenever a patent on application is refused, eith~r 
by the Commissioner of Patents or by the S~tpreme Court of 
the District of Columbia upon appeal from the Commissioner, 
the applicant may have remedy by bill in equity; and the court 
having cognizance thereof, on n_otice to adverse parties and 
other due proceedings had, may adjudge that such applicant 
is entitled, according to law, to receive a patent for his inven
tion, as specified in his claim, or for any part thereof, as the 

347 Prior to the act of February 9, 1893 creating this court, the appeal 
was to the Supreme Court of the District of Columbia, R. S. * 4911. It 
was changed by ~ 9 of the act. By the act of March 3, 1911 (Judicial 
Code * 250) the decision of the Court of Appeals is declared to be final 
except in certain cases which do not include patent matters, subject to 
certiorari by the Supreme Court of the United States or certificate to it. 
If the examiner or the Commissioner should refuse to act at all, a writ 
of mandamus would undoubtedly be proper. Steinmetz v. Allen, 192 

u. s. 543· 
s•s R. S. * 4914, Rousseau v. Brown, 21 App. D. C. i3· 
see It has been held that there is no appeal from the Commissioner to 

the Secretary of the Interior on hi~ finding as to patentability. Butter-
• 

worth v. Hoe, II2 U. S. so. The multiplicity of appeals and difficulty 
of acquiring a patent is severely criticized by U. R. Lane, in Dilatory 
Patent Procedure, 20 Green Bag 503. 

ar.o R. S. § 4915. By § 2-J. of the ]!ldiciat Code, the action is within the 
primary jurisdiction of the United States District Courts. In Butter
worth v. Hill, II.J. U. S. 128, it was held, without deciding where the action 
should be brought, that it could not be brought in any other district than 
the one of which the Commissioner was an inhabitant. 

• 

• 

• 
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facts in the case may appear. And such adjudication, if it 
be in favor of the right of the applicant, shall authorize the 
Commissioner to issue such patent on the applicant filing in 
the Patent Office a copy of the adjudication, and otherwise 
complying with the requirements of law. In all cases, where 
there is no opposing party, a copy of the bill shall be served on 
the Commissioner; and all the expenses of the proceeding shall 
be paid by the applicant, whether the final decision is in his 
favor or not." This right has been held to be available only 
when the application has been rejected on the ground that the 
alleged invention is not, on its merits, entitled to a patent. 350

" 

This proceeding must be brought within the one year limited 
for the prosecution of applications after adverse action,351 un
less the delay is satisfactorily excused,352 and to secure a de
cision in its favor the alleged invention must not only be prior 
in time to the one specifically set up in anticipation by the Com
missioner, but must also be patentable on its own merits. 353 

§ 9· INTERFERENCES 

Whenever an application is filed, setting out an alleged in
vention which the Commissioner feels is 'lnticipated by an un
expired patent or earlier application for a patent, and there is 
a contention that the device for which application was last 
made was in fact invented before the one already patented or 
for which patent was first asked, the Commissioner is required 
by the Statute to give notice to the parties and to try the 
question of priority of invention.354 The statute reads, "\<\'hen
ever an application is made for a patent which, in the opinion 
of the Commissioner, would interfere with any pending appli-

. cation, or with any unexpired patent, he shall give notice there
of to the applicants, or applicant and patentee, as the case may 
be, and shall direct the primary ex~miner to proceed to de
termine the question of priority of im·ention. And the Com-

• 

s5o• Butterworth v. Hoe, 112 U. S. so. 
m R. S. ~ 4894. 
352 Gandy v. Marble, 122 U. S. 432. 
353 Hill v. Wooster, 132 U. S. 693. 
354 R. s. § 4904· 
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missioner may issue a patent to the party who is adjudged the 
prior inventor. unless the adverse party appeals from the de
cision of the primary examiner, or of the board of examiners
in-chief, as the case may be, within such time, not less than 
twenty days, as the Commissioner shall prescribe." Literally 
taken. this covers all cases where the later application is, in 
the opinion of the Commissions, anticipated by an earlier one, 
for in all such cases one would interfere with the other. But 
it is obvious that a CJuestion of priority does not arise, so as 
to be triable. in all such cases. Even if the opinion of antici
pation is not acquiesced in, the controversy may be solely over 
the essential identity of the two devices, and priority of one or 
the Gther be admitted. In such circumstance the statute would 
not require notice and trial. · When a trial as to priority is had 
under the statute. the procedure, taking of testimony, etc .• is 
governed by the statutes and the rules of the office. Appeal 
irom the decision of the Commissioner is the same as in other 
cases of tmfa\·orable decision upon an application.m 

~ 1 o. PRoTEST AGAINST IssuE 

One who is not a party in any way to a patent, may, on learn
ing that a patent is pending in the patent office, file with the 
Cummissioner a protest against its allowance, on the ground 
of public use or sale more than two years prior to the filing 
of the application. a~u 

• 

3 ~ 5 The question of what constitutes PJ;:iority of invention is discussed 
supra. . . ' 

:i 511 In re N a tiona! Phonograph Co., &; 0. G. 1669; U. S. ex. rei. v. Allen, 
JOJ 0. G. 1133; Ex parte Kephart, 103 0. G. 1914; Ex Parte Hartley, 136 
0. G. 1767; Kneisely \'. KaisEng, 174 0. G. 830; In re Lewthwaite, 176 · 
0. G. 525. 

• • 

• 

• 

• 

• • 
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AcTio~s TO AvoiD PATENTs 

After a patent has once been issued by .the patent office, in 
proper form, it is too late for that office to revoke it or other
wise actively to affect its validity.. "It has passed qeyond the 
control and jurisdiction Of that office, and is not subject to be 
re,·oked or cancelled by the President or any other officer of 
the Government.860 It has become the property of the paten
tee, and as such is entitled to the same legal protection as 
other property.361 The only authority ~ompetent to set a pat
ent aside, or to annul it, or to correct it for any reason \,·hat
ever, is vested in the courts of the United States, and not in 
the department which issued the patent."802 

Go\'ERNl\IENT ACTIO~ TO INVALIDATE. The government 
may bring an action in the courts to have a patent that has 
been issued annulled and set aside, and this may be done 

' ''not only when it has a proprietary and pecuniary interest 
in the result, but also when it is necessary in order to en
able it to discharge its obligation to the public, and some
times when the purpose and effect are simply to enforce the 

' 

rights of an individual. " 303 Such suits must be based on the 
ground that the patent has been improperly issued on account 
of fraud, accident, mistake or the like, and the fraud or other , 
matter on which invalidity is predicated must be clearly 
proved. 304 

· 

aco ~fcCormick }lachine Co. v. Aultman, 169 U. S. 6o6, citing U. S. v. 
Schurz, 102 U. S. 378; U. S. v. Am. Bell Telepho'nc Co., 128 U. S. 315, 
363. 

aot Citing Seymour v. Osborne, II Wall 516; Cammeyer v. Xewton, 94 
U. S. 225; U. S. v. Palmer, 128 U. S. 262, 271. 

ao2 Citing :Moore v. Robbins, 96 U. S. 530; U. S. v. Am. Bell Telephone 
Co., 128 U. S. 315, 364; ~fich. Land & Lumber Co. v. Rust, 168 U. S. s8g, 
593. 

aoa U. S. v. Am. Bell Telephone Co., 167 U. S. 224, 264; Id. 128 U. S. 315. 
so• U. S. v. Am. Bell Telephone Co., 167 U. S. 224; in this case delay of 

' 
' 

• 
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I :XTEH.FEIU:XG P.\TE:->Ts. \Vhen two patents have been issued, 
whether by O\'ersight of the patent office, or for any other 
reason. which one of the patentees helie\'CS to cover the same 
im·ention. the f}ttestion is ordinarily decided in the usual pro
cellure of an infringement suit. The defense is made that the 
plaintiffs patent is imalid. or if valid does not include the 
de,·ice which the de.fendant is making. vending or using under 
the second patent. A decision in faYor of the defense, sus
tains either the non-identit\' of the innntions or the ilwalidit\' 

• 0 • 

of the plaintiff's patent. .-\s the llecision may be in the defend-
ant's favor on either ground, it cloes not necessarily determine 
the nlidity or itwalidity of the plaintiff's patent unless the 
court so specifies particularly. But a decision in the plaintiff's 
fa,·or settles the identity of the patents and the priority of the 
plaintiffs patent, and thus indirectly, determines the defend
atH's patet~t to be inmlid. The statute provides in addition to 
this procedure an action whereby one of the patents may he 
directh· declared \·oid. The section reads.3 ~·•l "\\"hene\·er there 

• 

are interfering patents, any person interested in any one of 
them, or in the working of the in\'ention claimed under either 
of them, may ha\'C relief against the interfering patentee, ami 
all parties interested under him. hy suit in equity against the 
owners of the interfering patent: and the court, on notice to 
adverse parties, and other due proceedings had according to the 
course of equity, may adjudge and declare either of the pat
ents void in whole or in part, or ii1operath·e. or im·alid in any 
particular part of the l:nited States, according to the interest 
of the parties in the patent or the im·ention patented. But no 
such judgment or adjudication shall affect the right of any 
person except the parties to the suit and those derh·ing title 
under them subsequent to the rendition of such judgment." 

It is to be noted that the result of the decision affects onlv 
• 

the parties to the suit and those subsequently deriving title 
from them. Its practical ad,·antage is therefore uot much 
greater than that of the ordinary infringement action. The 
the patent ofticc from the time of application in 1877 to an issue in 1891 
without any intermediate action was held not to invalidate the patent. 

350 R. s. ~ 4918. 

• 
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statute also provides that both patents may be declared in
valid on a proper showing. so that there is a certain risk in 
bringing the action to the plaintiff, unless he has, as in some 
actions, something to gain and nothing to lose. It was actu
ally·held, in the case of Palmer Pneumatic-tire Co."v. Lozier,m 
that both patents were im·alid. Counsel on both sides agreed 
that the court could decide nothing but the priority of one or 
the other of the patents and such had been the opinion of the 
court below, which decidea that the patent later applied for and 
issued really represented the prior itl\'ention and was there
fore the ,·alid one of the t\\'o. "On the contrary," said the 
Appellate Court, "we think the court is bound to determine 
whether, upon identifyipg the subject matter of the interfering 
patents, the in\'Cntion therein stated is patentable. If it is not, 
and the court should go on and pronounce a decree of nullity 
against one of the patents, it would do so at the instanc~ of 
one who has no right to protect, and consequently no standing 
on \\·hich to assail his ad,·ersary. The parties would not stand 
on equal ground in such a litigation. and consequently the 
power of the court would be perYerted to the determination of 
an unprofitable inquest as to \Yho was th.e first discO\·erer of a 
nullity. The outcome would be that, while one pretender 
would be dislodged, the other would occupy the field unscathed. 
\V e think that if, upon inspection of the patents, or in the 
course of the investigation it must make in order t0 determine 
the nature of the alleged invention, the court should see that 
the patents are void for lack of patentable subject matter, it 
ought not to proceed to an inquiry as to who first discovered 
the thing which the court finds to be null, and decree thereon, 
but should dismiss the bill." The general state of the art as 
shown by e\'idence outside of the patents themselves is ad
missible in this action as it is in others. 359 

IxseFFrcrEXCY OF RE~lEDIEs. It will be observed that neither 
of these· actions gi,·es any remedy to the indi,·idual \\'ho be
lie,·es an existing patent to be void and unenforcible, but who 
is not certain of the fact. The statute authorizes an ac-

s~r 90 Fed. 732. 
sns Simplex Ry. Appliance Co. v. \Vands, 115 Fed. 517 . 

• 

• 
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tion to question the validity of a patent only when the com
plainant is himself the owner of another patent, or otherwise 
interested in an existing patent. The action by the govern
ment, to have a patent declared void, may be started in the 
interest of an individual, but it appears to be maintainable only 
where the patent is attacked on the ground of fraud, or some-. 
thing more fundamental than the mere lack of invention in the 
thing patented. Yet these seem to be the only cases in which 
a patent can be attacked when the owner of the patent has not 
himself started the action and will not do so. 

The only way, therefore. that the yalidity and effecth·eness 
of a patent can be ascertained by one who wishes to enjoy the 
use of the thing patented without the permission of the pat
entee, is for him to make use of the itn-ention and take his 
chances either of not being sued by the patentee, or, if he is 
sued, of being able to defeat the patent. But such a course 
involves unjust risk. :\Iany inYentions require the investment 
of considerable fixed capital for their utilization. If one 
should make such inYestments in a mistaken belief that the 

• 

patent was void, and then be successfully restrained by the 
patentee from infringing what the courts should hold to be a 
valid patent, his loss, through inability to utilize his fixed capi
tal, would be far in excess of the compensatory damage,; which 
might be recovered by the plaintiff. That is, he would not only 
have to pay damages to the patentee, but also \\"Otdd lose his 
own inYestment. Even if no great iuitial investment were re
quired, men might hesitate to go into the manufacture of a 
patented article, even though ad\"isrd by expert counsel that 
the patent was invalid, knowing that if the patent should be 
held good by the courts. all their profits would be swept away 
and a carefully built up business destroyed. 

Even when capitalists are perfectly willing to take the risk 
of operating in contravention of what they are COil\"inced is an 
improperly issued and worthless patent, they can not always 
do so, successfully, on account of the patent. The patentee 
may himself be too doubtful of the validity of his patent to 
go into court where it can be attacked, and yet he may never
theless successfully prevent serious infringement. The Vac-

' 
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uum Cleaner Co., for instance, had patents covering certain 
clements of the usual construction of vacuum cleaners. The 
Electric Reno,·ator Co. manufactured cleaners which the 
Vacuum Co. asserted infringed its patents. As the Renova
tor Co. denied that it was infringing a valid patent, the Vac
uum Co. sent out circulars and threatening letters warning the 
wholesale houses and other customers of the Renovator Co., 

• 

that the Renovator Co. had no license and that whoever han-
dled its products would be prosecuted for infringement of the 
Vacuum Co.'s patents. For two years it ~ontinued this practice 
of frightening off the Renovator Co.'s customers, while at the 
same time persistently refusing to bring suit against anyone, 

• 

in which the validity of its patents could be tried out. Finally, 
• 

the Renovator Co., in the absence of any other remedy, sued 
for an order restraining the Vacuum Co. from continuing its 
unfair practice. The court granted the injunction on· the 
ground that the allegation of infringement and the warnings 
sent out were not made in good faith, and that the lack of 
good faith ,,·as indicated by the refusal to bring suit in which 
the matter could be tried out.36

'" But even in this case the 
validity of the patent itself was not tried out; the defenda:-~t 
was merely enjoined from unfair practices. It is' quite con
ceivable that, without going so far as to be demonstrably un
fair, the owner of an invalid patent might make it almost im
possible for any one successfully to itwade his unjust monopoly. 

It is a serious defect itr the patent law that it does not fur
nish any practical method by which the individual public can 
protect itself against t_he menace and extortionate monopolies 
of invalid patents. It may be that in time an action of some 

• 

form will be provided, whereby one who honestly doubts the 
validity of an existing patent can get the judgment of a court, 
without having to await the dangerous convenience of the 
patentee. 36

'b 

364• Electric Renovator Co. v. Vacuum Cleanel' Co., 18g Fed. 754. Ac
cord, Adriance Co. v. National Harrow Co., 121 Fed. 827. 

satb For a discussion of "declaratory judgments" in general see the arti-
• 

de by E. R. Sunderland in 16 Michigan Law Rev. 69. See also that of 
' 

Borchard in 28 Yale Law Rev. 1. The state of Michigan now provides for 
such declaratory judgments, Pub. Acts of 1919, No. 150. 

• 
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THE ow~ERSHIP OF THE :MoNOPOLY 
• 

§ 1. DuRATION · 

The statute provides3
'
15 that the owner of a valid patent shall 

haYe the exclusye right, to make, use and yend the inYention or 
discovery covere·d by it throughout the United States and its 
Territories. This exclusive right is given for a period of 17 
years. The time begins to nm from the date of issue of the 
patent, and is unaffected by the date of invention or the date of 
application. The right to acquire a monopoly dates from the 
time of the invention, and the first inventor alone is entitled to 
a patent, no matter if another has been the first applicant. The 
duration of the monopoly, however, dates from the time the 
patent is issued. 305

" .An extreme illustration of the materiality 
of this difference is found in the case of United States v. Amer
ican Bell Telephone Co.36° From about I8i8 that Company 
had been operating its phones with transmitters that were 
covered by patents issued at that time. In 1891 another patent 

305 R. s. ~ 4884. 
so>• It is obvious, of course, that since the monopoly dates from the issue 

of the patent, the inventor has no monopoly until then. He can not pre- · 
vent others from using his invention prior-to the issue of his patent, nor 
can he recover anything as damage. "A patentee can not reco\''.!r damages 
for the sale or use of his invention prior to the issuance of a patent but 
the fact that articles embodying the invention were manufactured before 
the patent was issued, unless by the patentee's consent, does not authorize 

• 

their use thereafter." (Syl.) Columbia & N. R. R. v. Chandler, 241 Fed. 
261. See also cases cited infra. 

One who has applied for a patent may, however, mark his product 
"Patent Applied For" and this does have a practical deterrent effect, be
cause it warns the user of the invention that his invested capital may be 
rendered worthless by the granting of the patent. 
. 300 167 U. S. 224. The "Oldfield Bill," H. R. 1700, April 1913, which 
failed of passage in Congress, contained a provision limiting the monopoly 
to a maximum period of 19 years from the date of application . 

• 

' 



• 

• 

Duration of 0'lCJicrslzip 223 

was issued to ~hem for precisely the same invention. On in
vestigation it appeared that the invention on which this latter 
patent was issued had been made prior to that of the patents 
under which the Company had been securing protection. Ap
plication for this patent had been made at the proper time, thus 
saving the right to a patent, but the whole matter had been 
neglected by the Patent Office, and no patent had been issued 
till 1891. On suit to set aside this long delayed patent the 
court decided that the delay was not the result of fraud in any 
form and that the patent was valid and operative from the time 
of its issue. The result was that the company, having operated 
for many years under a very effective appearance of monopoly, 
although without any actual right whatever thereto, now ac
<tuired a valid and actually enforcible monopoly for another I 7 
years longer. 

Conversely, the inventor has no right to the exclusive enjoy
ment of his invention, no monopoly of it at all, until a patent 
has actually been issued to him.360

" 

The patent must be issued by the Patent Office within three 
months from the date of payment of the final fee, which must 
itself take place not later than 6 months from the date on 
which notification that the application was passed and "the 
patent allowed, was sent to the applicant. If this fee is not 
paid within the proper time the statute provides that the patent 
shall be withheld. A new application must then be made in 
order to secure the issue of the patent.367 

THE :\IONOPOLY IS ABSOLUTE. After the patent has been 

aoo• Standard Scale Co. v. McDonald, 127 Fed. 709; D. M. Steward Co. 
v. Steward, 109 Tenn . .288. 

au1 Patents for designs are granted for the term of 3 years and 6 mo., 
cr for 7 years, or for 14 years, as the applicant may in his application 
elect." ~ 4931 R. S. The statute prior to the amendment of March 3, 1897, 
provided that patents issued in this country for inventions already pat
ented in a foreign country, should expire coincidentally with the expira
tion of the shortest of the foreign patents, but this phraseology was 
changed by the amendment, R. S. ~ 4887. See the statement, in 1915, in 

· regard to this in Fireball G'ls Co. v. Commercial Acetylene Co., 239 
U. S. 156; and in Cameron Septic Tank Co. v. City of Knoxville, 227 

u. s. 39· • 

• 

-

• 
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issued the right which it confers is absolute. The right is not 
the invention nor the enjoyment of the invention. It is the 
monopoly of the right to enjoy it. The patentee may utilize 
the invention, may make, use and ,·end the things covered by 
it if he chooses, but whether he does exercis=~ his privilege of 
enjoyment or not, his right to exclude others is absolute, and 
is not affected by his own non-use of the privilege. This is 
established beyond doubt by the cases. In the Paper Bag 
Patent caseos the question was passed upon in actual decision, 
not as mere dictum. It was contended in the ·case that a court 
of equity had no jurisdiction to restrain by injunction the in
fringement of letters patent, the im·e!ltion C')vered by which. 
had "long ami always and unreasonably been held in non
use . . . instead of being made beneficial to the art to which 
it belongs." It was conceded, the court said, e\·en by the 
claimant, that the monopoly was not defeated by the non-user 
of the privilege; that an action at law for infringement would 
still lie. The only contention \\"as that the right to an injunc
tion was lost; that, for the good of the public, unauthorized 
persons should be allowed to make, use and vend the inven
tion without restraint by the courts, if the patentee would not 
exercise the privilege himself, and that the patentee should be 
left to his legal remedy of damages. This contention the court 
absolutely rejected, on the ground that Congress had given 
to a patentee not merely the right to make, use and vend his 
invention himself, but the absolute right of keeping others 
from so doing, and that this monopoly was not lost by neglect 
to nut the im·ention into use. 31111 

r 
• 

368 210 u. s. 405. 
301J Button Fastener CJses, 77 Fed. 288, 35 L. R. A. 728, cited with ap

proval Henry v. Dick, 224 U. S. J, 28: "If he will neither use his device 
nor permit others to US\! it, he has but suppressed his own. That the 
grant is made upon the reasonable expectation that he will either put 
his im·ention to practical use or permit others to avail themselves of it 
upon reasonable terms, is doubtless true. This expectation is based alone 
upon the supposition that the patentee's interest will induce him to use, 
or let others use, his invention. The public has retained no other security 
to enforce such expectations. A suppression can endure but for the life 
of the patent, and the disclosure he has made wiH enable all to enjoy the 

• 
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§2. TRANSFER OF THE RlGHT 

The monopoly conferred by the patent may be transferred · 
to others at the will of the patentee as freely as any other 
form of incorporeal personal property. It is personal prop
erty and descends to the personal representatives of a deceased 
owner, rather than to his heirs.a111

" The owner p1ay also enter 
into agreements in respect to the enjoyment of the right, 
which agreements may, like other contracts, be either written 
or oral. The transfer of the title to the patent, that is to say, 
the complete ownership of the monopoly itself, can be made 
only by an instrument in writing, as the statute is interpreted. 
The statute provides that ''e\·ery patent or any interest therein 
shall be assignable in law by an instrument in writing,''370 and 
the conveyance, to be effecth·e, is apparently limited to this 
method.3n 

• 

fruit of his genius. His title is exclusive, and so clearly within the con-
stitutional provisions in respect of prh·ate property that he is neither 
Lound to use his discovery himself nor permit others to use it." Victor 
Talking Machine Co. v. The Fair, 1:23 Fed. 4:2~· Aa attempt was made 
to change this rule by a bill introduced in Congress, April 7, 1913 H. R. 
17oo-called the "Oldfield Bill." It prodded, among other minor changes, 
that when it should be proved that the owner of a patent was withholding 

• 

or suppressing all benerit to the public, from the in\·ention, he might Le 
compelled, by court action, to license others to make use of it upon proper 
terms of recompense. The bill failed to pass and [•rominent patent at
torneys and inventors were reported as having testified that deliberate 
suppression of marketable inventions was practically non-existant. The 
act of July 13, 1832 provided 'that in case of patents i~sued to aliens, they 
should become void in the event of failure to introduce the invention into 
public use within one year and to continue such use. This was repealed 
four years later. 

A commendation, on economic grounds, of the fact that inventions need 
not be put into use in this country, is uttered by 0. C. Billman in The 
Compulsory \Vorking of Patents, 24 Green Bag 513, 21 Case & Com. 276. 

aov• Wilson v. Rousseau, 4 How. 646, 6i4; De Ia Vergne Mach. Co. v. 
Featherstone, 147 U. S. :209· 

370 R. s. § 4898· 
an Gayler v. Wilder, 10 How. 477, 492; Blakeney v. Goode, 30 0. S. 350; 

But see dictum, Paulus v. Buck, 129 Fed. 524· An oral contract to assign 
future inventions will be enforced in equity, Dalzell v. Dueber Mfg. Co., 
149 U. S. 315. 

' 

• 

• 
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Such a transfer of the ownership of the patent right vests 
in the assignee all the rights which the assignor has under the 
patent. It is in effect like any other sale of property. The 
new owner, by virtue of the transfer, may sue for infringe
ment, may resell the monopoly, or in any other way exercise 
the same power that his assignor could have used.372 

The transfer is, '\·oid as against any subsequent purchaser 
or mortgagee for a valuable consideration, without notice, un
less it is recorded in the Patent Office within three months 
from the date thereof."373 Such recording is not obligatory 
and does not affect the validity of the assignment except as 
against subsequent purchasers without notice. The usual rules 
as to what constitutes actual notice are applicable in respect to 
these assignments. 

Although the patent m~,·,opoly itself is created by Federal 
law, its sale, and other contracts concerning it, are subject to 
regulation by State law in the same way that other personal 
property is. .-\ number of states have exercised this power in 
requiring such sales to be recorded, or in declaring promissory 
notes given for the purchase price to be void, unless they show 
on their face that they are so gi,·en. It behooves the pur
chaser, as well as the seller, of a patent right, therefore, to 
examine the statutes of the particular state upon the matter. 373

" 

No SPECIAL FORM OF ASSIGX:\IEXT is set out or suggested by 
the statute, nor is any particular form requisite. Anything 
that would be sufficient at the Common Law to indicate a clear 
intention to transfer the patent right, properly executed, would 

-
372 Assignee may sue his assignor, if the latter infringes, just as he 

could any one else. Littlefield v. Perry, 21 Wall. (88 U. S.) 205. In short, 
he is the "owner" of the patent, in place of the original patentee. 

373 R. S. § 4898. Compare, National Cash Reg. Co. v. New Columbus 
Co., 129 Fed. II..J. 

373" A Kansas statute, (Gen. Stat. of 1901, 4356 ff.) requiring the seller 
to file affidavits of ownership·, etc, was held valid, in Allen v. Riley, 203 

U.S. 347; John Woods & Sons v. Carl, 203 U.S. 358. A somewhat similar 
statute had been held not valid in Hollida v. Hunt, 70 Ill. 109. Parish v. 
Smith, (Ark.) 204 S. W. 415. 

This should not IJe confused with the power of the state, which also 
exists, to regulate the sale of articles embodying a patented invention • 

• 

• 

• 
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undoubtedly be sufficient.m A seal upon the assignment is 
not necessary to its validity.375 

An acknowledgment before a notary or other official is un
necessary to the effectiveness of the instrument. It is how
ever provided in the statute thae;o "If any such assignment, 
grant, or conveyance of any patent shall be acknowledged be
fore any notary public of the several States or Territories or 
the District of Columbia, or any commissioner of the United 
States circuit court, or before any secretary of legation or 
consular officer authorized to administer oaths or perform no
tarial acts under section seventeen hundred and fifty of the 
Revised Statutes, the certificates of such acknowledgment, un
der the hand and official seal of such notary or other officer, 
shall be prima facie evidence of the execution of such assign
ment, grant, or com·eyance."3

;
7 It would seem a wise policy 

therefore to have it acknowledged and recorded, both because 
of the evidentiary effect of the acknowledgment and because of 
the prote.ction which the record gives against a fraudulent 
second sale by the assignor. 

EFFECT OF THE TRAXSFER. The sale and transfer of a patent 
monopoly has the same effect, and creates only the same rights 
and liabilities as does the sale of any personal property. The 
seller, for instance, gives up all property interest in the mo
nopoly. He has no lien upon the patent right for payment, 
and if the buyer resells, the sub-buyer is not liable to the 
original seller if the first buyer fails to pay. The recent Eng
lish case of Barker v. Stickney,m• although it arose out of the 

314 Campbell v. James, 18 Blatch. 92; Siebert Cylinder Oil-Cup Co., ·v. 
Beggs, 32 Fed. 790; Delaware Seamless Tube Co. v. Shelby Steel Tube 
Co., 16o Fed. 928; ~lyers v. Turner, 17 Ill. I 79; Hill v. Thuermer, 13 Ind. 
351. Fonns of assignment whose use is recommended are given in the 
Rules of Practice of the Patent Office . 

375 Gottfried v. :\Iiller, 104 U. S. 521. 

376 R. s. § 4898. . 
377 It is not necessary that the acknowledgment be made at the same 

• 
time the assignment is executed. It will be effective as prima facie proof 
of the execution whenever made. Lanyon Zinc Co. v. Brown, II5 Fed. 
150; Murray Co. v. Continental Gin Co., 149 Fed. 989. 

377• (1918)2 K. B. Div. 356, citing many other English decisions . 

• 

• 

• 
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transfer of a copyright, is a precise analogy on this point. 
The plaintiff was author of a book. He had granted to a pub
lisher the cxclush·e right to publish the book, and the owner
ship of the copyright when procured. The publisher agreed, 
in consideration, to pay a certain royalty and not to dispose of 
the copyright to others except, "subject to the terms· of this 
agreement, so far as the same is applicable." This publishing 
company fell into financial difficulties, and a receiver was ap
pointed, who sold the coypright, and other assets, to the de
fendant. Tile dcft•ndant !mc'W of the terms 011 ·which tlzc 
copyriglzt lzad bccu sold by plaintiff to the publishing com
pany, and, indeed. bought the assets from the receh·er, "sub
ject to all equities or other claims thereon." Plaintiff sued to 
reco\·cr the agreed royalties upon val umes published by the 
defendant, and also for the amount of ro\·alties which had not 

• 

been paid on volumes published by the first company. The 
court held, that the defendant was not liable either for unpaid 
royalties on volumes published by the first company nor on 
those published by itself: that such liability could be iounded 
only on contract between the defendant and plaintiff, or on the 
theory of some sort of lien attaching to the property, i.e. the 
copyright; and that neither a contract nor a lien existed.307

" 

It is not impossible, that by express provisions in the con
tract of sale a right in favor of the seller could be attached to 
the patent, so as to hind subsequent purchasers with knowl
edge thereof. The court, in the decision just referred to, 
strongly intimates that it could be done, and, indeed, says as a 
matter of dictum. that "the assignment will create a \·endor's 
lien for royalties if some of the provisions of the document 
fairly, though impliedly, point to a reservation of such a iien 
by the patentee or author, provided that the effect of such pro
visions is not negath·ed by the other terms of the bargain."mc 

' 
377" In Dance! v. United Shoe 1\Iach. Co., 120 Fed. 839. it was held with-

out discussion that the successor in ownership of the assignee of a patent 
right was not liable to the seller, in Ia w •. but that he might be liable, under 
certain conditions, in equity. · 

a;;c In Bagot Pneumatic Co. v. Clipper Co. ( 1902), I Ch. Div. 146, 157, 
is a dictum to the effect that, "If you had notice of a contract between 
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The question of how far legal or equitable servitudes can be 
imposed upon personal property seems never to have been 
very positively settled, however. Instances are not infrequent 
of patentees having sold their patents, without payment in 
cash, to corporations which have later become bankrupt and 
whose assets, including the patent, have been sold to pay debts. 
By virtue of -the rule just stated, the inventor, having trans
ferred the title to his patent to the corporation, would have no 
right whatever against the purchasers from the corporation or 
from the trustee in bankruptcy. There is no doubt but that 
such transactions have occasionally been brought about with 
deliberate intent to "freeze out'' the original owner of the 
patent. It is possible that the terms of the original sale might 
be so made as to provide for a revesting of title in the seller in 
case of the buyer's subsequent bankruptcy, etc. The safest 
method, however, for a patentee to protect himself against such 
a- contingency would be to sell not to the co·rporation itself, but 
to a trustee to hold for the corporation on stated terms . 

• 

The seJler having transferred the ownership of the right to 
the buyer, can not take it back again merely because the buyer 
fails to pay as agreed, or has become insolvent, nor because the 
buyer has failed to do other things agreed upon.3m But the· 
actual fraud of the buyer, in the inducement of the contract, 
will, of course, permit the seller to rescind the contract, as 
against the buyer, and take back the title. :\nd the parties may 
effectually provide by express stipulation that the title shall 
revert to the sc!ller on the buyer's failure to perform certain 
conditions, or on the occurrence of certain extraneous 
events.3

"• 

the person under whom you claim property, real or personal, and a former 
owner of the property, wherehy a charge or incumbrance was imposed 
upon the property of which you thus take possession, and have the en
joyment, you take the property subject to· that charge or incumbrance, and 
can only hold it subject thereto." The real decision, however, was: that 
the sub-licensee of the right to enjoy a patent was not liable in any way 
to the owner of the patent. 

m• :Morgan v. National Pump Co., 74 :\Io. App. 155; Barclay v. C. R. 
Parmele Co., 70 N. ]. Eq. 218; Comer v. Byers, 40 Tex. CiY. App. 239. 

377h Pierpoint Boiler Co. v. Penn etc. Co., 75 Fed. 28<); Janney v. Pan
coast etc. Co., 122 Fed. 535; Van Tuyl v. Young, 13-2;~ Ohio C. C. 15 • 

• 
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Com·ersely, it appear:; that, in the absence of fraud, the 
buyer can not rescind the agreement and get his money back, 
,.r reiuse to complete his payment, merely because the patent 
turns out to be worthless. 377

' But, like any other contract of 
sale, it may be rescinded if it was induced by the fraud of the 
seller.3771 

Although a buyer of the. title to a patent right is not af
fected by prior sales of which he has no knowledge, actual or 
:onstructi,·e, he does take the monopoly subject to the prior 
rights of those to whom his seller has gi\·en licenses. And this 
seems to be true e\·en though the buyer had not even construc
ti\'e knowledge of the existence of such licenses.3

''" But the 
buyer does not necessarily assume the personal obligations of 
his seller toward the licensee.311

• 

Furthermore, the mere sale of the patent right, without also 
an assignment of the seller's contracts under it, does not vest 
in the buyer any right to the royalties due from licensees of 
his seller. Tints, in Carlton v. Bird317r it appeared that G. E. 
Carlton had been the owner of a certain patent and that while 

• 
owner he had gi,·en the defendant a license to use the iiwen-
tion, for which the defendant had agreed to pay certain yearly 
royalties. Thereafter, he sohl the patent to his wife. The sale 

"''' :\ilsson ,., De Haven, 47 X. Y. App. Div. S37. affd. 168 N. Y. 
6:;6: t:nitcd States\'. Harvey Steel Co .. 196 U.S. 310; Eclipse Bicycle Co. 
v. Farrow. 199 l:. S. sSt. 

nrJ Pratt v. Hawes, u8 Wis. 603: Holp1es , .. Bloomingdale, 76 N. Y. S. 
182; Rose v. Hurley, 39 Ind. 77; Rice v. Gilbreath, II9 Ala. 424; Swinney 
, .. Pattcr,;on. 25 ~e\·. 411. There is conflict on this point, however. Thus 
in ~!arston , .. Swett, 66 .!\. Y. 200, the court says, by way of dictum, "It 
is the >ettled law of this and several other states that the invalidity of a 
patent is a defense to an action for the purchase price of the same, on the 
ground of a failure of consideration," citing, Dunbar v. 11;;~rden, 13 N. H. 
311: Geiger , .. Cook, 3 \\'atts & Serg. 266: Dorst Y. Brockway, 11 Ohio 
471: ~lcClure \',Jeffrey, 8 Ind. 79; Mullikin v. Latchen, 7 Blatchf. 136. 

37r•• Fort \\'ayne etc. Rr. v. Haberkorn, IS Ind. App. 479; Pratt v. Wil
cox Mfg. Co .. 64 Fed. s&J; Whitson Y. Phonograph Co., 18 App. D. c. 
565: :-\'. Y. Phonograph Co. , •. National Phonograph Co., 1.14 Fed. 404; 
~!cCiurg v. Kingsland, I How. 202, 200. 

m• Brad ford Belting Co. v. Kisinger-Ison Co., II3 Fed. 8II. 
:lorr 94 ~1e. 182. 
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was of "all the right, title and interest I have in the above de
scribed invention .... " The grantee thereafter started this 
suit, as an action in debt for the royalties due since she had be
come owner of the patent. The court dismissed the action . 
because "the case does not show any assignment of the con
tract (to pay royalties) to her, except in so far as the deeds 
of the patent rights·, already quoted from, may have the effect 
of an assignment. ... \Ve are, therefore, of the opinion that 
a suit for the breach of a purely personal covenant, such as the 
one in suit, must be brought in the name of the convenantee, 
and that this action, for ,that reason can not be maintained." 

These rules make it incumbent upon the buyer of a patent 
to examine the character of the seller as well as the value of 
the patent itself. If the seller has no title, this fact will show 
on the records of the Patent Office, or else the buyer will not 
be affected by prior sales. But if the seller has theretofore 
granted licenses to use the invention, these grants may not 
show on the records, but ne\·ertheless will be effective even 
against the innocent buyer. It may happen therefore that in
stead of getting an absolute monopoly in respect to the im·en
tion the buyer will find himself subject to the competition of 
one or more licensees, from whom he is not even entitled to 
collect the royalties they ha\'e contracted to pay. His only 
safety lies in the honesty and financial reliability of the seller, 
although he may find some a(h·antage in ha\'ing the seller 
make affidavit that there are no licensees, or in taking from 
him an assignment of his rights against all possible licensees. 

The sale of the monopoly transfers the ownership of the 
monopoly only, and does not invest the buyer with any right 
to recover damage suffered by the prior owner. The buyer, 
therefore, acquires no right to sue on account of infringement 
which took place before his purchase.srr• 

CONDITIONS AND OTHER PROVISIONS may be put into the as-
signment to the same extent as in· any other instrument of 
sale, and will be given effect to the same extent, prO\·ided they 

sH• "Claims for damages for past trespasses do not pass by any convey
ance of the thing trespassed upon." Superior Dritt Co. v. Ney Mfg. Co., 
98 Fed. 7~· 
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do not so limit the quantity of the interest passed as to pre,·ent 
the transaction from being in fact an assignment of the owner
ship of the patent right. In such case the transfer would not be 
entirely void, but the assignee could not sue in his own name, 
or otherwise act as owner. 378 

PARTIAL ASSIGNMENTS. It is occasionally said by courts, that 
the patent right can not be divided into parts.379 It is true 
that it can not be divided subjecth·ely, as it were, so that a 
part of the itwention is controlled by one person and a part 
b\' another, and the statements, in their context, reallv mean. 

• • 

though loosely expressed, that the im•c11tion can not be di-
vided.3"0 This iollows obdoush· from the fact that an inwn-

• 

tion is a unity a single idea, exi5ting only as an entirety·
although the concrete embodiment of it may consist of many 
part •. and although it may have various applications or uses. 

a7B In Rude v. \Vestcott, 130 U. S. 152, an assignment was made by an 
iustrument which the court found to ue amply sufficient to convey the 
assignor's entire interest in and title to the patent. It contained, howe\·er, 
a provision that the uct profits were to be shared with the assignor. It 
was contended that this so depri\·ed the instrument of effect as an assign
ment that the complainants the as~ignees had uot title under which to 
sue. The court denied this propositiO!l, saying, "The concluding provision, 
that the net profits arising from sales, royalties, or ~ettlements, or other 
source, are to be divided l•rtwecn the parties to the assignment so as to 
give the patentee one fourth thereof, does not, in any respect, modify or 
limit the aJ,solute transfer of title. It is a provision by which the con
sideration for the transfer is to he 11aid to the grantor out of the net 
profits made; it reseh·cs to him no control over the patents or their use 
or disposal, or any power to interfere with the management growing out 
of their ownership." Boesch v. Graff, 133 U. S. 697; \Vaterman v. ~lac
kenzie, 138 U. S. 252. In this case the assignment contained a condition 
oi ddeasance upon performance of a condition and was in reality a 
mortgage. 

37!1 Waterman v. Mackenzie, 138 U. S. 252, 255. 
aso Pope :\If g. Co. v. Gormully, 144 U. S. 248; In this case the patentee • 

had transferred to plaintiff all his right, title and interest in and to a 
patent on velocipedes so far as the patent related to the saddle part of 
the velocipede. It was contended that the plaintiff had not title on which 
to sue and the court upheld this contention on the ground that "the as
~;ignment was neither of an undivided interest in the whole patent, nor 
of an exclusive right within a certain territory." 
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But the ownership of the patent right may, it is well settled, be 
divided in a geographical apportionment. The patentee can 
not transfer the title to a part of the i1wcntiou, but he may 
transfer title to a part of the rigllt which the patent gives him. 
Thus, he may assign the right to the whole invention, to make, 

• 

use and vend it, throughout a particular territory. The trans-
feree of the right acquires by the transfer all the rights and 
privileges of the transferor, in the same degree as any assignee 
of the entire patent right, subject only to the restriction as to 
territory in which they may be exercised. Such assignee of 
the right in a particular district may sue as owner and other
wise comport himself as one having complete title within that 
territory. 381 

ast Littlefield v. Perry, 21 Wall. 205; Gayler v. Wilder, 10 How. 477, 
"By the fourteenth section, the patentee may assi~1 his exclusive right 
within and throughout a specified part of the United States, and upon 
such an assignment the assignee may sue in his own name for an in
fringement of his rights. But in order to enable him to sue, the assign
ment must undoubtedly convey to him the entire and unqualified monopoly 
which the patentee held in the territory SJ>ecified, excluding the patentee 
himself, as well as others. And any assignment short of this is a mere 
license. For it was obviously not the intention of the legislature to per
mit several monopolies to he made out of one, and divided among dif
ferent persons within the same limits. Such a division would inevitably 
lead to fraudulent impositions upon persons who desired to purchase the 
use of the improvement, and would subject a party who, under a mistake 
as to his rights, used the invention without authoritv, to be harassed by 

· a multiplicity of suits instead of one, and to successive recoveries of 
damages by different persons holding different portions of the patent 
right in the same place. Unquestionably, a contract for the purchase of 
any portion of the patent right may be good as between the parties as 
license, and enforced as such in the courts of justice. But the legal right 
in the monopoly remains in the patentee, and he alone can maintain an 
action against a third party who commits an infringement upon it. This 
is the view taken of the subject in the case of Blanchard v. Eldridge, 
]. W. Wallace, 337, and we think it the true one. Applying these princi
ples to the case before us, the action was properly brought by the plaintiff 
below, and could not have been maintained by Herring. The agreement is 
singularly confused and complicated. It purports to grant to Herring the 
exclush·e right to make and vend the Salamander safe in the city, county, 
and state of New York; and Herring agrees to pay to the defendant in 
error a cent a pound for evc:ry poun,l the safes might weigh, to be paid 
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UNDI\'IDED INTEREST. So, also, the assignment may be of 
an undivided interest in the patent right; in which case the 
assignee becomes an owner in common with the assignor and 
acquires the rights and liabilities of owners in common of 
personalty generally. as~ 

There is a Yery graye danger inherent in joint ownership 
of patents which should be well considered before one shares 
a title. It lies in the fact that each owner has the right to 
use and enjoy the im·ention to the fullest extent as owner, and, 
hence, is not accountable to anyone for such use. One's only 
control, therefore, oyer the acts of his co-owner lies in the 
honestv of such owner . 

• 

An illustration of what may happen is found in Blackledge 
\'. Weir and Craig :Mfg. Co. 3 "~" The plaintiff, Blackledge, 
had been the co-owner of a patent with one Silberhorn. They 
two had licensed the defendant to use the im·ention on a royalty 
basis. Later, however, the defendant managed to buy Silber
horn's half interest. Thereafter it, the defendant, continued 
to use the invention but it no longer paid any royalties to the 
plaintiff. Furthermore, it. as an owner of the patent, granted 
licenses to other persons for which it got royalties, but for 
which the plaintiff got nothing. When the ,·alue of these 
rovalties and this use by the defendant had amounted to • • 

$ r o,ooo, the plaintiff sued, as co-owner, to reco,·er half of the 
amount. TI1e court rejected the suit. The defendant, it held. 
was an owner of the patent right and as such he had a com
monthly. But at the same time it reserves to ·Wilder the right to set 
up a manufactory or works for making~these safes in the state of New 
York, provided it is not within fifty miles of the city, and to sell them in 
the state of New York, paying to Herring a cent a pound on each safe so 
sold within the state. It is evident that this agreement is not an assign
ment of' an undivided interest in the whole patent, nor the assignment of 
an exclusive right to the entire monopoly in the state or city of New 
York. It is therefore to be regarded as a license only, and under the act 
of Congress does not enable Herrinr{ to maintain an action for an in
fringement of the patent right. The defendant in error continues the· 
legal owner of the monopoly created by the patent." Paulus v. Buck, 
129 Fed. 594· 

as2 Waterman v. Mackenzie, r38 U. S. 252; Gayler v. Wilder, 10 How. 

477. 493· 
3X2" 108 Fed. 71; Acc'd, Paulus ·v. Buck Mfg. Co., 129 Fed. 594· 

• 
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plete right of enjoyment of it. The only limitation was that 
he could not exclude the other owner from a similar enjoy
ment. As owner, he did not have to pay anyone for his use of 
the invention; the granting of licenses is part of the enjoyment 
and use of a patent right and as the defendant did not have to 

· pay for his enjoyment, he did not have to account to the plain
tiff for the roYalties receh·ed from such licenses. The de-

• 

defendant could not, the court said, keep the plaintiff from 
likewise using the device and licensing others to do so, but he 
could use it himself or sell his right of use without accounting 
to am·one . • 

So it follows that when a patent is owned jointly, anyone 
who wishes to use it has two possibilities. If the two owners. 
expecting to divide the returns, put too high a royalty on the 
license, he may, if one of them is susceptible, pay a little more 
than half such royalty to that one alone and get almost as val
uable a license. He may eyen buy outright the right to use it 
and to license others, and the deceived co-owner will be help
less. The onlv difference in the result to the buver will be, • • 
that if he had bought from both owners he might have ac-
quired an exc/ush·e right, whereas if he buys only from one he 
can not eclude the other or the other's licenses.382

" 

BEFORE EXISTENCE OF THE PATENT. An assignment may 
be made of a patent right which has not yet been acquired by 

•• 

the assignor. This is different from an assignment so made 

• 

• 

and recorded that the patent will issue in the name of the 
assignee. The patent will be issued to the inventor, but his 
prior assignment of the rights which· he is to get, will oper
ate upon those rights just as though it had been made after 
their acquisition. This was declared by the court in the case 
of Gayler v. \Vilder.393 The defense was made in this case . 

3S2b Lalance & Grosjean Mfg. Co. v. National Enameling Co., 1o8 Fed. 77, 
one co-owner may sell without consent of other; no sufficient evidence to 

• 

show an agreement to account for the proceeds. But one co-owner's 
release will not affect prior accrued damages, Lalance & Grosjean Mfg. 
Co. v. Haberman Mfg. Co., 107 Fed. 487: Id., 93 Fed. 197. 

The respective rights of the co-owners may be regulated by contract, 
as between themselves. Harrison v. Ingersoll, 56 l\lich. 36. 

383 10 How. 477. 
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that the plaintiff had no legal right to the monopoly, and there
fore could not sue in his own name, because the assignment 
under which he claimed had been executed before the patent 
was in existence. The invention, however, had been perfected 
at the time the transfer was made. · The court upheld the 
plaintiff's right to sue, saying, "The inventor of a new and 
useful improvement certainly has no exclusive right to it, un
til he obtains a patent. This right is created by the patent, and 
no suit can be maintained by the inventor against any one for 
using it before the patent is issued. But the discoverer of a 
new and useful improvement is vested by law with an inchoate 
right to its exclusive use, which he may perfect and make ab
solute by proceeding in the manner which the law requires. 
Fitzgerald possessed this inchoate right at the time of the 
assignment. The discovery had been made, and the specifi
cation prepared to obtain a patent. And it appears by the lan
guage of the assignment, that it 'yas intended to operate upon 
the perfect legal title which Fitzgerald then had a lawful right 
to obtain, as well as upon the imperfect and inchoate interest 
which he actually possessed. The assignment requests that 
the patent may issue to the assignee. And there would seem 
to be no sound reason for defeating the intention of the parties 
by restraining the assignment to the latter interest, and com
J>elling them to execute another transfer, unless the act of Cou
gress makes it necessary. The court thiv!\s it does not. The 
act of 1836 declares that every patent shall be assignable in 
law, and that the assignment must be-in writing, and recorded 
within the time specified. But the thing to be assigned is not 
the mere parchment on which the grant is written. It is the 
monopoly which the grant confers; the right of property which 

• 
it creates. And when the party had acquired an inchoate right 
to it, and the power to make that right perfect and absolute at 
his pleasure, the assignment of his whole interest, whdher 
executed before or after the patent issued, is equally within the 
provisions of the act of Congress."884 Of course, a plaintiff 

ss4 Ace. Littlefield v. Perry, 21 Wall. 205; Hendrie v. Sayles, !)8 U. S. 
546; Hammond v. Mason, 92 U. S. 724; Brush Elcc. Co. v. California 

• 
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who is not the person named in the patent, must prove his title 
to it; that is, must prove the assignment, before his suit can 
be maiRtained. 

§ 3· CoNTRACTS TO TRANSFER 

Even before the invention itself comes into existence a con
tract to assign it when it shall have been made, may be validly 
entered into and will be enforced like anv other contract.385 

• 
There can not be an actual transfer of the im·ention before .it 
comes into existence, for the evident reason that there is noth
ing in existence to be transferred. There is not ever. the right 
to. a patent, such as was made the subject of a :ransf.er in 
Gayler v. \Vilder, supra. But a contract to transfer the right 
to the patent when the im·ention does come into existence, or 
to transfer the patent ,,,hich shall have been acquired for an 
invention that is to be made, is possible; jmt as is a contract 
to do any act upon the happening of certain events. \Vhen 
the e\·ents have transpired, that is to say, when the invention 
has been made, the courts will enforce the contract to transfer 

• • 

the patent the right to a patent. 3811 

Elcc. Light Co., 52 Fed. 945; Xilsson v. De Haven, 47 N. Y. App. Div. 
537; affd. 168 N. Y. 656; Burton v. Burton Stock Car Co., 171 Mass. 437. 
Such an assignment will not, however, affect an a ssignce of the issued 
patent without knowledge, even though the first assigmnent was recorded 
in the Patent Office, Nat'! Cash Reg. Co. v. New Columbus CCJ., 129 Fed. 
I q. 

3~r. Reece v. Fenwick, 140 Fed. 287; American Brake Beam Co. \', Pungs, 
141 Fed. 923; Littlefield v. Perry, 21 Wall. 205; Dalzell v. Dueber :Mfg. Co., 
149 l'. s. 315. 

sao Regan Vapor-Engine Co. v. Pacific Gas Engine Co., 49 Fed. 68; 
''The agreement of May 15, 1886, is not the assignment of a patent, though 
it contains language 'grant and convey' sufficient for that purpose if 
there was anything to assign. It may be good as an agreement to sell 
and assign a future invention, but it can not operate as a sale or assign
ment of such an invention, even when made. No one can sell that which 
he hath not." 

A court of equity will order an inventor to apply for a patent and to 
assign it, in favor of one with whom the inventor has contracted so to 
do. Adams v. Messinger, 147 Mass. 185; Runstetler v. Atkinson, Mac
Arthur & Mackey '(D. C.) p. 382. 

• 
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EXPRESS AGREE:\IE~TS. It is not altogether infrequent for 
employers to insert in the contract of employment an express 
provision that any invention produced by the employee in the 
course of the employment shall become the property of the 
employer. 387 Such contracts appear to have been uniformly 
enforced. In Thibodeau v. Hildreth/88 Thibodeau had con
tracted in writing with Hildreth to enter his employ, and to 
give him his best services and ·also the full benefit and enjoy
f\lent of any kind and all inventions and improvements which 
he had made or might thereafter make relating to machines 
or devices pertaining to said Hildreth's business. Suit was 
brought involving the conveyance of an invention under the 
terms of the contract, and the court said of it, "This contract 
is neither unconscionable nor against public policy. Such an 
agreement is not uncommonly made by an employee with his 

367 Rudyard Kipling notes, in his descriptions of India, that the East 
Indian Railway Co. at that time required all employees to sign such a 
contract to the great decrease in inventive production. 

ass 124 Fed. Sgz, 63 L. R. A. 4&>. For an interpretation of this contract 
see Hildreth v. Duff, 143 Fed. 139. A still broader contract was upheld 
in Hulse v. Bonsack ~fach. Co., 65 Fed. 864. Here Hulse had agreed as 
a stated condition precedent to any contract of employment that any in
ventions he might make in respect to cigarette machines would be "for the 
exclusive use of the said company whether they should be made while he 
was in the employment of the company, or at any time thereafter." This 
contract was enforced despite the contention that, being perpetual, it was 
uncqnscionable, unreasonable and contrary to public policy. On the lat
ter point the court said, "Is the contract void as against public policy? 
Does it injure the public? Here we !•ave the case of an ingenious man, 
without opportunity of developing his talent, and struggling under diffi
culties, enabled by this contract to secure employment in a large and 
prosperous corporation, where he ::ould give his inventive faculties full 
play. He in this way was afforded every opportunity of discovering and 
removing defects in cigarette machines. He secured this employment by 
signing this contract. He could not have obtained it if it had been un
derstood that this contract had no validity. Then, in all human probabil
ity, the public would have lost the benefit of his discovery. In this point 
of view, a contract of this character cannot be said to be against public 
policy." Binney v. Annan, 107 Mass. 94; \Vright v. Volalion Organ Co., 
148 Fed . .209, contract that a half interest should appertain to the em
ployer. 

• 



• 

• 

• 

Coutracts Concemi11g Omzerslzip 239 

employer, and it may be necessary for the reasonable protec
tion of the employer's business." 

Such contracts to assign inventions have nothing whatever 
to do with the patentability of the invention or the validity 
generally of the patent. They do not involve the patent statute, 
despite the fact that the property with respect to which they 
relate is created by that statute, but, like any contract create 
only rights in personam. ~Their enforcement, therefore, lies 
within the normal jurisdiction of the state courts and is not 
exclusinly the province of the federal courts.389 

The title to inventions not covered by the terms of the con
tract is not affected, of course, by the contract. In one case, for 
i1Justration,390 one Dice contracted in writing to work for 
th~ company in whate\·er capacity ''pertaining to th~ manu
facturing of shellers and powers, and disposing of the 
same," the company might direct. He further agreed that all 
imprm·ements he might make should belong to the Company. 
After the making of this contract, the company took up the 
manufacture of "check rowers," which had no relation to 
"shellers and powers," and Dice was employed at that work 
for part of his time. He then invented an improvement in 
"check-rowers," for an assignment of which the company 
brought this suit. The bill was dismissed on the ground that 
Dice had not contracted to assign this invention; that the 
written contract had reference only to "shellers and powers" 
and not to ''check rowers." In another case.391 one Thibodeau 
had bound himself by written agreement to allow his employer 
the use of all inventions which he might make "relating to 
machines or devices pertaining to" the employer's business, 
which was that of candy manufacturing. Suit was brought by 

aso Binney v. Annan, 107 :Mass. 94; American Circular Loom Co. v. 
Wilson, 198 :\lass. 182; Holt v. Silver, 16g Mass. 435; Keyes v. Eureka 
Mining Co., 158 U. S. 150; Shoemaker v. South Bend Spark Arrester Co., 
22 L. R. A. 332, 135 Ind. -til : title in this case was derived through judg
ment of another court. Carleton v. Bird, 94 ::\{e. 18.:>, even though state 
court has to construe the patent. 

a9o Joliet Mfg. Co. v. Dice, 105 Ill. 649. 
391 Hildreth v. Duff, J..t3 Fed. 139, affirmed 148 Fed. 676. 

• 
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the employer to compel assignment of the patent for a· machine 
for pulling candy which Thibodeau had invented. This was 
refused Ly the court, which said that by the contract Thibodeau 
had been employed.to work on "machines for use in the manu
facture of candy, and especially for si2.ing, shaping, cutting, 
wrapping, and packing, also the pulling of molasses candy." 
"At the time the paper was. signed,'' said the court, "machines 

• 

for pulling candy, such as that here in question, to take the 
place of the men who pulled the candy over hooks to whiten 
it, were not known in the art. No such machine was in use 
in Hildreth's business nor in course of construction for him. 
Under the circumstances, neither Hildreth or Thibodeau could 
have contracted with immediate reference to such a machine. 
At that time, however, machines performing a different k'nd 
of pulling operation were known to and used in the trade. 
The function of that machine was to pull the candy down to 
the requisite size to feed the cutting and wrapping machine, 
doing the work of a girl who was accustomed to pull the candy 
down to the required size. .\ pair of such pulling machines 
were built for Hildreth in l\Tarch, 189i, about two months be
fore the Thibodeau contract was signed. Thibodeau was fa
miliar with that class of pulling machines, but had no knowl
edge whatever with respect to any other machine for pulling 
candy. Therefore it is well within reasonable belief that he 
understood the words 'also for the pulling of molasses candy,' 
especially in view of their assoc~'lted words, to refer to that 
class of then known and used pulling machines, as he testifies 
he did so understand them." "In the recital of the paper in 
contrm·ersy, which is the key to the meaning of the parties, 
it is not machines generally, but 'a certain machine or ma
chines,' which Hildreth is desirous of having 'perfected and 
manufactured,' and it is on such machines that Thibodeau is 
to be employed for the purpose of 'constructing, improving 
and perfecting.' Kow, this recital, in view of its specific ref
erence to a certain machine or machines, cannot fairlv be con-

• 
strued to co,·er a machine not then known to the art and radi-
cally different from any known machine. The more general 

• 
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words subsequently employed in the body of the paper ought 
not to be held to have a larger scope than the language of the 
recital, especially as they expressly relate to machines or de
vices 'pertaining to said Hildreth's bus:ness.' :\lcFarland v. 
Stanton Manufacturing Company. 53 N. J. Eq. 649, 650, 33 
Atl. 962, 51 A1n. St. Rep. 647. Looking at the whole paper. 
it seems to me that Thibodeau had a right to understand that 
the contract related to Hildreth's business as then conducted, 
and that the machines mentioned in the body of the paper were 
not other than such as had already been made the subject of 

. . '' rc:citattan. 
IMPLIED AGREEMENTS. A promise to give another an in

terest in an invention to be produced, need not he in express 
words. It, like any other promise, may be implied by circum
stances .. These implied promjses are often, loosely, spoken of 
as if they arose out of estoppel. Properly speaking they have 
nothing in common therewith. Estoppel is essentially a pre
clusion, for equitable reasons, from denying the existence of 
certain facts, whatever the reality may he. But in the case of 
an implied promise there is no preclusion of the truth; there 
is an assumption that· the promise exists because the evidence 
indicates a tacit intent that such should be the result and there 
is no countervailing evidence produced. It is a judicial con
clusion of fact, based upon all the circumstances of the case, 
not a fiction of truth imposed out of equity. The implied con
tract is the reciprocal intent which the court belie,·es must have 
actuated the parties as normal men, und~r the circumstances, 
when they do not appear to have had any conscious intent. 

An intent that the employer shall have an interest in an in
vention of the employee will not be assumed by the courts tram 
the mere relation of employer and employee. Every employ
ment is the result of a contract, of one sort or another, where
by the employee, in consideration of certain recompense, 
agrees to do certain things. The courts will not read into 
such contracts an agreement by the employee to make inven
tions for the benefit of the employer, unless unt1sual circum
stances indicating it are present. It is impossible to formu-

• 

• 
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late any rule of law as to when the circumstances are such as 
do indicate an intent that the employer shall have an interest 
in the employee's inventions, and when they do not so indicate. 

As a broad rule it may be said. that the courts will ne\·er 
assume a tacit agreement that inventions outside the actual 
.scope of the employee's. normal occupatio'~ shall be for tl1e 
benefit of the emplover. Xeither will an agreement that the 

• • 

employer shall have the benefif of the employee's inventions be 
assumed when the employment is one of merely mechanical 
or routine labor. .·\ ditch-digger, inventing a shovel, or a 
bookkeeper, im·enting an account-book, would not be bound to 
allow his employer any interest whatsoeYer therein. 

It may further be said that an agreement to vest the O'tt'ncr
ship of an itl\'ention in the employer will practically never be 
deduced from mere tacit circumstances. The most that will 
Le assumed without express words, is an intent that the em
ployer shall have a right to use the invention, with or without 
further payment. 3n 

3U2 American Circular Loom Co. v. \Vil:;on, 1\)8 ~lass. 182. "The plain
tiff has not established its right to require an assignment of the tubing 
machine patent, the letter~ patent numbered 543,587, and dated ] uly .;o, 
1895, upon a machine for making tubing. This was the invention of the 
defendant himself, made while he was employed by the plaintiff as the 
superintendent of its manufacturing department. The machine was de
signed to turn out the same product, a flexible covering and protection for 
electric wires, which the plaintiff was already producing under the Her
rick patent, so called, for the use of \\:hich the plaintiff held an exclusive 
license; and it was ;1 material improvement upon the previous mode of 
nbtaining that product. One of the defendant's duties under his employ· 
ment was to look after the plaintiff's machinery and to make improvements 
therein. The expenses of procuring the patent were paid by the plaintiff. 

• 

:\!any machines embodying the invention and built under the patent have 
!Jeen constructed under the direction and supervision of the defendant at 
the expense of the plaintiff, and have been used by it in its business with 
his knowledge and consent; and the success of its business has largely 
depended upon its use of these machines. But these circumstances and 
the other facts which have been found do not show that the plaintiff is 
entitled to the property right in the invention itself and in the letters 
patent which secure that right. The invention and the patent thereon be
long to the inventor, to whom the patent has been i•sued, unless he has. 

• • 
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When one has been employed for the express purpose of de
vising means for accomplishing a certain end, the courts gen
erally assume a tacit agreement that the employer shall have 
at least a license to use 'vithout further pay any inventions 
that may be produced for that purpose. A very clear indica
tion of such intent is illustrated by the circumstances of Solo
mons v. Pnited States.303 The government was seeking a 
practicable stamp for use in internal revenue collections. A 
committee of Congress was appointed to consider the matter. 
One Clark was, at the time, head of the Bureau of Engraving 
and Printing. He was directed by the committee, apparently 
as part of his employment in th~ Bureau, to devise a stamp, 
with ·the understanding· that the best one he should devise 
would be put into use. ~othing whatever was said by either 

• 

party in regard to the government's right to use the stamp. 
Clark did devise a stamp which was adopted by the govern
ment. It was subsequently patented by Clark, who brought an 
action to recover for its use by the government. The Supreme 

made either an assignment of his right or a valid an:! enforceable agree
ment for such an assignment, even though it was his duty to use his 
skill and im·entive ability to further the interests of his employer by de
vising improvements gei1erally in the appliances and machinery used in 
the employer's business." Hildreth v. Duff, 1~3 Fed. 139; Hapgood v. 
Hewitt, II9 U. S. 226; Dalzell v. Dueber ~Hg. Co., 149 U. S. 315; Joliet 
Mfg. Co. v. Dice, 105 Ill. 6~9; Burr v. De LaVergne, 102 N. Y. 417, "The 
proposition asserted in behalf of the defendant, that one partner acquires 
no right or interest, legal or equitable, in an im·ention made by his co
partner during the existence of the partnership by reason merely of the 
copartnership relation, although the invention relates to an improvement 
in machinery to facilitate the business carried on by the firm, and al
though the P'!rtner making the invention, uses copartnership articles to 
devote his whole time and attention to the firm business, is a doctrine 
supported by authority and consonant with reason. Slemmer's Appeal, 
58 Penn. St., 155, 164; Belcher v. Whittemore, 134 ~lass. 330." Pressed 
Steel Car Co. v. Hansen, 137 Fed. 403; Barber v. National Carbon Co., 
129 Fed. 370; But compare Solomon v. U. S. 137 U. S. 342; Pressed 
Steel Car Co. v. Hansen, 128 Fed. 444, assumption not warranted by mere 
fact that the employee has theretofore assigned other inventions to his 
employer. 

393 137 u. s. 342· 
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Court denied his right to recover saying, "An employee, per
forming all the duties assigned to him in his department of 
service, may exercise his inventi,·e faculties in any direction 
he chooses, with the assurance that whatever invention he may 
tlms conceive and perfect in his indh·idual property. There 
is no difference between the go,;ernment and any other em
ployer in this respect. But this general rule is subject to these 
limitations. If one is employed to devise or perfect an instru
ment, or a means for accomplishing a prescribed result, he can
not, after successfully accomplishing the work for which he 
was employed, plead title thereto as against his employer. 
That which he has been employed and paid to accomplish he
comes. when accomplished, the property of his employer. 
\Vhate,·er rights as an indi\·idual he may ha\·e had in and to 
his im·enti\·e powers, and that which they are able to accomp
lish, he has sold in ach·ance to his employer. So, also, when 
one is in the employ of another in a certain line of work, and 
de\·ises an improved method or instrument .for doing that 
work. and uses the property of his employer and the services 
of other employes to de\·elop and put in practicable form his 
invention. and explicitly assents to the use by his employer of 
such im·ention, a jury, or a court trying the facts, is war
ranted in finding that he has so far recognized the obligations 
of sen·ice flowing from his employment and the benefits re
sulting from his use of the property, and the assistance of the 
coemployees. of his employer, as to have gh·en to such em
ployer an irrevocable license to ttse such im·ention." These 
statements of the court are undoubtedlv too broad and in their 

• 

breadth are in conflict with tlK dctual decisions in other cases, 
htt the finding of implied intent as to the right· of the gov~ 
ernment to use is quite in accord with other decisions. 394 

If the e\·idence shows that in addition to being employed to 
impro\·e known methods of accomplishing a given purpose the 
employee has user! his employer's materials and machinery in 
the development of his im·ention and has actually permitted 
the employer to tt:-'e it without further agreement, the con~ 

:wl Cf. ca~cs cit~tl supra. 
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elusion that his employment gave his employer a right to usc 
the invention is particularly clear. 

The cases involving the matter are not numerous enough 
for any real classification of facts to be made and a rule of 
judicial custom founded thereon. The best that can be done 
by an attorney is to examine particular cases, seek the closest 
analogy, and hope that the force of the an;-~logy will influence 
the court to a similar conchtsion. 3115 

EsTOPPEL. The decision in a number of cases appears to 
have been based on a real estoppel. The expressions of the 
court rather indefinitely combine tacit contract. and estoppel, 
hut the moving factor of these latter decisions seems to be that 
the employee has allowed the employer to change his position, 
upon a supposition of a right in the invention, to such an ex
tent that it would be inequitable to allow the employee to deny 

3115 An often cited case is that of }.fcClurg v. Kingsland, 1 How. 202. 

Here the inventor was employed at a weekly wage, ?.pparently as a mere 
mechanician. After his invention he allowed his employers to use it, and 
his wages were increased in consequence. Eventually he left their employ, 

• 

and subsequently brought suit on account of their continued use of the 
invention. The trial court charged the jury that these facts would fully 
justify the presumption of a license, and that they amounted to a con
sent and allowance of such use and fiOVI! tlzc defendants a ri[Jizl to tire 
continued use of tlzc im,,•ntion. This charge was sustained by the Su
preme Court, and approved by it again in Solomon v. U. S. 137 U. S. 3·12· 

In Lane & Bodley Co. v. Locke, 150 U. S. 193, the inventor had been 
employed as a designing engineer and draughtsman to assist in the de
velopment and construction of elevators and other machinery. He used 
his employers' tools and machinery in perfecting his invention of a check 
valve for elevators and subsequently allowed them to use the invention 
without a claim for compensation. These facts were held to demonstrate 
a license to the employers to continue the use of the invention even after 
a termination of the contract of employment. 

See also, Continental Windmill Co. v. Empire Windmill Co., 8 Blatch. 
295, Fed. Cas. No. 3142; :Magoun v. !\Jew England Glass Co., 3 Bann & 
Ard, 114, Fed. Cas. No. Ssfo; Davis v. U. S. 23 Ct. Cl. 329; Barry v. 
Crane Bros. :Mfg. Co., :22 Fed. 396; Bensley v. Northwestern Horse-!IJail 
Co., 26 Fed. 250; Withington-Cooley Mfg. Co. v. Kinney, 68 Fed. soo; 
Herman v. Herman, 29 Fed. 92: Jencks \'. Langdon Mills, 27 Fed. 622; 
Fuller & ). Mfg. Co. v. Bartlett, 68 Wis. 73, 6o Am. Rep. 838; Keyes T. 

Eureka Mining Co., 159 U. S. 150. 
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the reality of that right. It is quite impossible, howe\'er, to 
draw any line between those \vhich turn upon pure estoppel 
and those which base their decision upon a conclusion of an 
implied license to a limited use. An illustration is the case of 
Barber v. ~a tiona! Carbon Co. :wn Barber ha 1 heen in the em
ploy of the defendants as a mechanical engineer. for the pur
pose of imprO\·ing their processes of manufacture. \Yhile so 
employed he im·ented a valuable device which. with the de
fendant's knowledge, he patented. Six machines embodying
this device were constructed under his direction for the com
pany and used by them without any mention of royalty. The 
use of the machines by the company had im·oh·ed the con
struction of special buildings and necessitated other expensive 
arrangements. On suit for infringement brought br Barber, 
the court held that there was no indication that he had agreed 
to assign title to his invention to the defendants, as was sug
gested, but that the defendants were. ne,·ertheless, justified in 
the continued use of the machines alread,· constructed. At the 

• 
beginning of one paragraph the court says. "\\' e think that the 
presumption is that he (Barber) intended to grant to the 
Carbon Company the right to use his process in connection 
with the machines, for which space in the seYeral factories had 
been specifically arranged with his knowleJge and under his 
direction." This would indicate a finding of constructive in
tent, but at the close of the same paragraph the court says, 
"By his conduct, Barber has. estopped himself from asserting 
that the use of his invention to thi§ extent is an infringement 
of his right as a patentee.'' Either doctrine leads to the same 
result. 

The case of Gill v. U. s.=m was a clear cas.! of estoppel and 
was expressed as such. The plaintiff had persuaded the gov
ernment to defray the cost of embodying and perfecting me
chanically an invention which he had made while in govern
ment employ. and had allowed the government to use the com
pleted invention without any mention of recompense. His suit 

3 !'0 I 29 Fed. 370. 
3P7 I 60 U. S. 425. 
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to recover for this use was dismissed. The court said, "The 
principle is really an application or outgrowth of the law of 
estoppel in pais, by which a person looking on and assenting 
to that which he has power to pre\·ent, is held to be precluded 
ever afterwards from maintaining an action for damages. A 
familiar instance is that of one who stands by, while a sale is 
being made of property it; which he has an interest. and makes 
no claim thereto, in which case he is held to be estopped from 
setting up such claim. The same principle is applied to an 
inventor who makes his discovery public, looks on and per
mits others to use it without objection or assertion of a claim 
for a royalty." 

An inventor may lose his right of exclush·e enjoyment, to 
a limited extent, not only through estoppel as just discussed, 
but also through the provision of the statute itself which reads, 
"E,·ery person who purchases of the inventor or disco,·erer, or, 
with his knowledge and consent. constructs any newly invented 
or discovered machine, or other patentable article, prior to the 
application by the inventor or discO\·erer for a patent, or who 
sells or uses one so constructed, shall have the right to use. and <- . 

vend to others to be used. the specific thing so made or pur
chased, without liability therefor."av•• 

A CONTRACT TO ASSIGN WILL BE SPECIFICALLY EXFORCED. 

As a contract gives only a right against the person of the 
promissor, and does not create any right in the particular thing 
concerning which the contract was made, it follows that no 
right in the invention itself vests in the purchaser under such 
a contract to transfer. An actual transfer is necessary.S08 If 
the inventor refuses to make such a transfer, according to the 
tern1s of his contract, he will be liable in damages just as in 
anv other case of breach of contract . 

• 
Furthermore, equity will step in and compel the inventor to 

perform his contract specifically and to make the transfer. un
less the rights of third parties ha\·e intervened or it would for 

ar••• \Vade v. l\Ietcalf, 129 U. S. 204. 

:H•~ Milwaukee Can·ing Co. v. Brunswick-Balke-Collender Co .. 126 Fed. 
!7f. 
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other reasons be incquit:~ble to do so.auu Equity will not act 
to compel such an actual transfer if it would reflect injuriously 
upon some other purchaser for value, without notice, from the 
inventor. The mere recording of the co11tract to assign, even 
though it be in form a present assignment, is not constructive 
notice to any one purchasing the invention or an interest there
in, after the invention is in existence. Hence, even a contract 
so recorded does not give the buyer therein named any interest 
as against one without actual' knowledge of the contract, to 
whom the patentee has subsequently conveyed the patent. ~oo 

s; L . ~ 4· ICE::-<SES 
• 

The name of "assignment'' is technically and properly lim-
ited to those transactions by which the O'ilmcrslrip of the patent 
right is transferred: It includes not only transfers of the ab
solutely unlimited ownership, but also those which convey an 
absolute ownership of the right within a particular geographi
cal limit and those which convey a joint, but otherwise abso
lute, O\Vnership. 402 The com·eyance of anything less than the 
ownership creates in the person to whom it is conveyed only 
a right to do certain things in respect to the invention withqut 
interference from the owner of the patent. Such a transaction 
is properly called a "license,'' and the person in whom the 
privilege is created a "licensee." These two relations, i.e. that 
of assignee or that of licensee are the only ones which the 
patentee can create, although various other names are some
times given to them. That is to say, a particular person must 
be either owner of the patent monof>Oiy, or not owner of it. 

3 00 Dalzell v. Dueber ::\Hg. Co., 149 U. S. 315. ' 
4°0 Xational Cash Reg. Co. v. New Columbus 'Watch Co., 129 Fed. II4. 

An exception to the rule as stated is made in this case as regards future 
improvements. Concerning this the cot!rt says, "That an assignment of a 
patent, together with any future improvements thereon, is recordable and 
operative as a notice to subsequent assignees of patents for improvements 
may he conceded. Littlefield v. Perry, 21 Wall. 205, 22 L. Ed. 57i; Aspin
wall Co. v. Gill et al (C. C.) 32 Fed. 697." 

40~ Waterman v. Mackenzie, 138 U'. S. 252; Paulus .,, Buck :Mfg. Co., 129 

Fed. 594; Pope ~If g. Co. \', Gormully, etc. Co., 144 U. S. 248. 
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though his position may be given various indicative names. 
The same thing is, oi course, true of all .other forms of per
sonal property, one is either owner or not m\•ner, as the terms 
are employed in their never yet defined legal usage, but it is 
necessary to speak of. it because confusion on this point is 
noticeable in some cases. ~on 

If one is not owner. he has only such rights in respect to 
the monopoly as his agreement with the owner, directly or in
termediately, gives to him. Towards third person he is not 
owner, and can not assume such position, and therefor can 
not bring suit against them in his own name. ''In equity as 
in law, when the transfer amounts to a license only, the title 
remains in the owner o i the patent: and suit must be brought 
in his name, and never in the name of the licensee alone, un
less that is necessary to prevent an absolute failure of justice, 
as where the patentee is the infringer, and can not sue him
self. Any rights of the licensee must he enforced through or 
in the name of the owner of the pate1,,, and perhaps, ii neces
sary to protect the rights .of all parties, joining the licensee 
with him as a plaintiff."m · 

CHARACTER OF THE TRANSACTION. The particular naq1e by 
which the parties ha\'e called the transaction does not determine 
its character. It does not amount to a transfer of ownership 
merely because it is called an assignrnent.by the parties; it will 
be called an assignment by the courts only if it does transfer 
the title. \Vhether the transaction is a transfer of ownership, 

· or merely confers a right to make, use or Yend the invention 
,\•ith permission of the owner of the monopoly, depends wholly 

~oa A mortgage amounl.s to a transfer of the ownership and vests title 
in the mortgagee, subject to defeasance upon performance of the condi
tion. \Vaterman v. ~lackenzie, 138 U. S. 252, \Vaterman v. Shipman, 55 
Fed. 982. 

~ 0~ \Vaterman v. ~Iackenzie, 138 U. S. 252, 255; Paper Bag Cases, 105 
U. S. 766; Birdsell v. Shaliol, 112 U. S. -tBs; Rice v. Boss, 46 Fed. 195; 
Moore l\lfg. Co. v. Cronk Hanger Co., 09 Fed. 998; Bogart v. Hinds. 23 
Fed. 484; Littlefield v. Perry, 21 Wall. 205; Suydam v. Day, 2 Blatch. ;;;o, 
\Vhether an assignment needs to be in writing or not, a license, it is 
settled, may he created by parole. 

' 
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upon the intention of the parties as determined by the courts . 
• 

In cases of doubt as to this intention the name by which the 
parties called their transaction would undoubtedly be of in
f1uence upon the decision,40~ so that it is _well to use the terms 
in their accepted sense, and in accord with the real intent. The 
intention of the parties as to the relations created, the scope 
of the rights conveyed, and so forth, will be determined from 
the facts and circumstances of the entire transaction under the 

· same rules of evidence and presumption as apply to the in
terpretation and construction of other agreements. 406 As in 
other cases of written instruments, the instrument itself con-

• 

trois and will be enforced according to its own terms if its 
meaning be clear and indisputable; it can be "interpreted'' 
from the extrinsic circumstances only when the true meaning 
is in doubt. 407 

RIGHTS OF LICENSEE. Because a mere license conveys to 
the licensee no title to the monopoly itself, but only the right 
to invade it without liability, and, in consequence, does not 
itwest him with any right to sue as owner of the monopoly, 
his power to protect hi.s own rights is, in theory at least, in
direct only. If a license is so construed as to give the licensee 
nothing more. than a right himself to invade the monopoly, he 
is not entitled to any protection whatever against other per
sons who may also invade the monopoly. So long as his own 

405 hloore Mfg. Co. v. Cronk Hanger Co., 69 Fed. 998. 
4oo Kicholson Pavement Co. v. Jenkins, ~1 U. S. 452, "An assignment of 

an interest in an invention secured by letters patent, is a contract, and like 
all other contracts, is to be construed so as to carry out the intention of 
the parties to it." Illingworth v. Spaulding, 43 Fed. 827; In Littlefield v. 
Perry, 21 \Vall. 205, it was held that a record instrument containing in 
unmistakable language an absolute assignment of title to a patent would 
not be reduced to a mere license and. the assignee precluded from sueing 
as owner, by a subsequent oral agreement limiting the assignee's right of 
user. The second agreement was said to be in effect a license back to the 
assignor from the assignee of the complete ownership. 

40 ' Railroad Co. v. Trimble, 10 Wall. 367. For the interpretation of 
particular licenses on possibly recurrent points see, Pelzer v. City of 
Binghamton, 95 Fed. 823; Western Elec. Co. v. Robertson, 142 Fed. 471; 
Indiana Mfg. Co. , .• J. I. Case Co., 154 Fed. 365. · 

' 

-
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freedom of enjoyment is not itself restricted, his right is not 
lessened, although his profits may be more or less eliminated. 
He has no cause for action against the others who make, use 
or vend the invention, nor against his licensor for allowing 
such others to do it. 

If his license gives him, either expressly or by implication, 
an e.rclusit'e right to make, use or vend the invention in certain 
particulars, the exercise of such prh•ilege by others is obvi
ously an invasion of his own right. This matter of exclusive
ness of the right granted must be determined, of course, by the 
ordinary rules for construing contracts, before the procedure 
of protecting it can become a pertinent issue. 

If it is an exclusive right and the assignor himself invades 
it, he, the assignor, is undoubtedly liable in an action for 
breach of contract. 408 Since the title, however, is still in the 
assignor and he is therefore the only person entitled to sue 
because of infringement of the patent monopoly. it is the only 
logical conclusion that the licensee can not sue him for in
fringement, an)• more than he could sue a third party, and that 
action in breach of contract is the licensee's only remedy. He, 

• 

· the licensee, acquires no right in rem to the patent monopoly, 
but only a right in personam against the owner of the mo
nopoly. who has agreed to let the licensee, and the licensee · 
only, invade the monopoly without liability!00 

. 

4°8 In N. Y. Phonograph Co. v. Edison, 136 Fed. 600, affd. 144 Fed. 404, 
the licensee was allowed to bring action based on contract liability against 
the assignee-with-notice of his licensor. 

40° Two cases at least have suggested, as matter cf more or less loose 
dictum, that the licensee could sue the licensor for infringement in such 
circumstances. In Littlefield v. Perry, 88 U. S. (21 Wall.) 205 that court 
held that title to the monopoly had actually passed to the plaintiffs. It 
then went on to say, "But even if they (plaintiffs) are not technically 
assignees, we think this action is, nevertheless maintainable (against the 
infringing grantor) .•. A mere licensee can not sue strangers who in
fringe. In such case redress i? obtained through or in the name of the 
patentee or his assignee. Here, however, the patentee is the infringer, 
and as he can not sue himself, the licensee is powerless,' so far as the com1s 
of the United States are concerned, unless he can sue in his own name. A 
court of equity looks to substance raher than form. \\'hen it has juris
diction of parties it grants the appropriate relief without regard to 
whether they come as plaintiff or defendant. In this case, the person who 

• • 

• 

• 
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\\"hen the inva:-<ion of the licensee's right is by a third per
S011, not the licensor or one acting hy his authority, it is clear 
that t11e lic"nsee can not sue such inva,Jer in his own name, on 
the ground of infringement of the patent. The patent is in
fringed, to be sure, but the licensee docs not own it and there
fore cannot sue to pro:;ect it. 411

' He may, however, sue in the 
name of his licensor, if his license is exclusive. 

Cnder these circumstances, •; the licensor bound bv his con-
• 

tract himself to sue the invader of the liceusee's right? In 
other wonls. did he contract onlv that the iicensce should have 

• 

the exclush·e right of enjoying the invention, with power to 
protect himself in the licensor's name: or <lid he further agree . 
that he would himself: under his right to prevent infringement, 
protect the licensee. The question is a material one, because 
the financial burden of protecting the licensee from in fringe
ment of the patent might be extremely heavy. . To hold that 
the licensor, the patentee, does, by gra:1ting an exclusive li
cense, impliedly undertake to prvtect the Iic~nsee against in
fringement of the patent by others, is to throw a possibly 
hea,·y bnrden upon the 1il:cnsor; a burden for which compen
sation could not he esf, nwtecl in advance. If the licensor has 
not expressly agreed to ;~ ·otect the licensee against infringe
ment he is apparently not bound to do so.m This has been 
said to be the case even whe· : the lil:ensor has agreed "to pro
tect the patent," as distinct from protecting the licensee. 412 

~ 

• 

should ha\·e protected the plaintiff against all infringements has uecome 
him;;elf the infringer. He held the legal title to his patent in trust fur 
his licensees. He h·,s been faithless to his trust, and c:ourts of equity 
arc alway~ open for the redress of such a wrong. This wrong is an in
f ringcment. lts redress ill\'olves a suit, therefore, arising under the patent 
law;;, and of that suit the Circuit Court has jurisdiction." It might well 
!Je dou!Jtcd whether the court would have said invasion of the licensee's 

• 

exclusive right by ·way of colltract was an infringement of the patent 
mollof>oly if that <{uestion had real!~· ~l'en involved. See also, \\'ater
man v. :\IcKeHzie, 1,38 U. S. 252, 255; \~ Jlerman v. Shipman, 55 Fed. 9g2. 

WJ See at!thorities supra. · 
mIn re ).lcLeod, 66 N. Y. S. 253; :Martin v. New Trinidad Lake A3-

phalt Co., 255 Fed. 93, citing authority. 
H2 Kliue v. Garland Co., 135 ~Iich. 313 . 

• 

• 

• 

• 

• 



• 

Licenses 

If the licensor has expressly agreerl to protect the licensee 
against infringement he will. of course, he required to do so 
at his own cost.~ 13 

As between the licensor and .licensee, the yalidity of the 
patent should not be capable of becomiug an issue in court 
proceedings. The agreement of a licensee to pay royalties, or 
whatsoe\·cr the consideration may be, can be made dependent 
on the Yalidity of the patent. In such e\·ent, it would be a 
proper defense, perhaps. to allege and attempt to lll"o\·e the in
validity of the patent. But unless such conditional liability on 
the licensee's part is clear from the terms of the license, his 
agreement is to pay the consideration named in return for im
munity from prosecution for infringement by the licensor; the 
validity or im·alidity of the patent is not an element in the 
mutual considerations, is not a condition precedent, and con
sec1uently not a proper defense. 414 

\ Vhere the evidence is clear 
that the acts of a defendant ha,·e been done under the pretense 
of a license from the patentee .. he will be estopped to deny that 
they were in fact so done.m , 

413 Foster v. Goldschmidt, 21 Fed. iO; ·Such an agreement is valid, 
Virtue v. Creamery Co., 227 U. S. 8, 32; Bailey \'. :Milier, .15 Ind. Ap. 475; 
Clark v. Cyclone, etc. Co .. 22 Tex. Ch·. Ap. 41; .Macon Knitting Co. v. 
Leicester, etc. Co., ll3 Fed. 844, affd. 116 Fed. 19(5, cost of suit dh·ided by 
agreement. The obligation to protect the licens-:c does not run with the 

• 

ownership of the patent, so as to hind an as~ignee of the licensor, .Brad-
ford Belting Co. v. Kisiuger Iron Co., 113 F ..:d. 8u. 

4 14 Platt v. Fire-Extinguisher Mfg. Co., 59 Fed. 8g7; Mc>ore \', :\a tiona! 
Water-Tube Boiler Co., 84 Fed. 346; :\fanin v. New Trinidad Asphalt Co., 
255 Fed. 93; Tilghman v. Proctor, •02 U . .:). 707, 734, dictum. Marston v. 
Sweet, 66 N. Y. 2o6; In re McLeod, 66 :!\. Y. S. 253; Eureka Co. , .. Bailey 
Co., II wa::. iB8; Fair v. Sheiton, 1::!8 N. c. 105. 

m The Winois Watch Case Co. , .. Ecanbt!rt, 177 Ill. 587, syll. "One 
who has paid fees or royalties to the owner of a patent for the usc 
thereof, and who has enjoyed the benefits of the patent, is cstopp~d to 
set up that he is not a licensee but an infl'inger, in order to defeat tht! 
jurisdiction of the Sta~e court of an action for royalties claimed to be 
due and unpaid." Aced. Am. Street Car Advertisin:r Co. v. Jones, 122 

Fed. 8o3; Marston v. Sweti, 82 N. Y. 526, dictum; !•·huston v. Swett, 66 
N. Y. 2c6; Holmes v. McGill, ro8 Fed. 238. 

• 

• 
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If the defendant could show that the contract had been re
pudiated, or in other ways put an end to before the acts com
plained of took place, or that such acts were, for any other 
reason, not within the purview of a contract, he would then be 

' 

free to contest the claim of the plaintiff in the same way that 
a!")y alleged infringer could do. Ho 

A suit to recover royalties due under the contract is purely a 
contract action and, although the contract deals with a patent 
right,, the suit is not one which, because it arises under the 
patent laws, give£ the Federal courts a jurisdiction which they 
would not otherwise have. 117 

The extent to which a licensee can assign his license to 
others is purely a matter of contract law, and is essentially the 
same in respect to licenses under patents as in respect to any 
other contracts of similar' type. The mere fact that a licensee 

· does assign his license, without right to do so, does not give 
the patentee any right of action in contract against such as
signee. In such case the patentee's right is not 0n contract, 
which does not exist between him and the assignee, but for in
fringement of the patent, on the ground that such assignee is 
using the invention without authority from the patentee.417

• 

416 It has been held that the failure of the licensee to pay the royalties 
contracted for does not in itself terminate the• contract; which is quite in 
accord with the law in respect to other contracts, such as those for the 
payment of rent. White v. Lee, 3 Fed. 222; Wagner Typewriter Co. v. 
Watkins, 84 Fed. 57; Standard Dental Mfg. Co. v. National Tooth Co., 
95 Fed. 291 ; Am. Street Car Advertising Co. v. Jones, 122 Fed. 8o3. The 
fact that a patent had been invalidated by interference proceedings in the 
Patent Office was held ipso facto to terminate a contract for the payment 
of royalties in Marston v. Swett, 82 :-J. Y. 526. 

Estoppel to deny validity of the patent ceases on termination of the 
contract, regardless of the motiv"' in terminating it. Stimpson, etc. Co., 
v. Stimpson, 104 Fed. 893. As to right to sell articles. made during life 
of the contract, compare Pelzer v. City of Bingham to:~, 95 Fed. 823. 

417 Briggs v. United Shoe Co., 239 U. S. 48; Even though the State 
court has to construe the patent, Carleton v. Bird, 94 Me. 182; Odell v. 
Farnsworth Co., 39 Sup. Ct. Rep. 516 (June, 1919). 

m• Wilson v. Mechanical, etc. Co., 68 N. Y. S. 173, 170 N. Y. 542; 
Moore v. Coyne, etc. Co .. 98 N. Y. S. 892; A promise to pay royalties will 
not be implied from the mere fact that the defendant has deliberatelv in· 

• 

• 

• 

• 
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In general it may be said, that he can not assign it unless his 
contract with the owner of the patent expressly so provides. 
He may, howe\'er, arrange to enjoy his license through the 
use of other persons as employees. 

• 

~ 5· RESTRICTIONS IN LICENSES 

The statute gives a patentee the exclusive right to make. use 
and vend his invention. \Ve have seen that he can transfer 
the ownership of this monopoly to another without destroying 
it. He neefl not make anv use of the invention himself nor • • 

permit others to use it; he may keep all advantage of it from 
the world during the period of his patent, if he so chooses.m 
But if he chooses to ·put his invention into use he can, as we 
i1a\'e seen, open his .monopoly to one or more particular per
sons; that is to say, he may license certain persons to invade 
his monopoly, without thereby throwing it open to the public. 

FurthermorP., the patentee may limit this permitted im·asion 
of his monopoly not only to the particular person, but also to 
the particular extent. He may limit the invasion permitted t-:l 
enjqyment of the invention in a particular territory or at a 
particular place,423 or for a j1articular time,424 or for a particu
lar purpose only,425 or to a particular person without right of 
transfer. 4211 So also t!1e limitation in a permission to usc em-

. bodiments of the invention but 11ot to malu: them has been up
held.427 All of these restrictions have been recognized as 

• • 

fringed the patent monopoly, :\lay v. We;;tern Lime Co., 65 Wash. 61)6, 
44 L. R. A. (N. S.) 333· 

4:!2 Continental Paper Bag Co. "· Eastern, etc. L<;., 210 U. S. 405; 
Heainn-Penin:;ular Co. v. Eureka, etc. Co., 77 Fed. 288. 

423 Rubber Co. ·1. Goodyt.ar, 9 Wall. 788. 
m :\litchell v. Hawley, 16 Wall. 544. 
t2n Pope Mfg. Co. v. Gormully, 144 U. S. 248, Gamewell, etc. Co. v. 

Brooklyn, 14 Fed. 255. 
• 

426 \Va~erman v. Shipman, 55 Fed. 982; Oliver v. Rumford Chemical 
Works, 109 U. S. 81. 

421 Brush Elec. Co. v. Califo: nia, etc. Co., 52 Fed. 945; In Oliver v. 
Rumf• "d Cher.~ical \Vurks, 109 U. S. n. the patent covered the process 
of making an acid to he used in the manufacture of certain kinds of flour. 

• 
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proper, and the /imift•d pamission to inYade the monopoly and 
enjoy the inYention did not create in the license a complete 
right to use and enjoy the inn:ntion. 

RESTHICTioxs ox I<ES.\LE, OR t:SE oF E:\IBOilDll~z.>Ts. Fr:m1 
the iact that the patentee can thus limit the extent to which 
others arc permitted to itn-adc his monopoly. it would ~eem 
to follow that he could ,·alidly limit the licensee in respect to 
the profit he mi~ht, or must, make ancl the '' ays in which he 
might usc embodiments of tfte invention. Such is undeniably 
the logical proposition, and it is one which was accepted by 
the courts until r·ecenth·. Thus in Bement Y. Xational Harrow 

• 

Co.~~· the plaintiff had contracted, for certain considerations, 
to let the defendant make and sell embodiments of his inYen
tion, on the agreement of the defendant, howe\·er, not to sell 
the embodiments at less than a stipulated price. In suit to 
reco\·er damages for the defendant's breach of this contract, 
it was claimed that the contract was \'aid as an attempt to re
strain trade in contraYention of the Sherman Anti-trust Act. 
The court said. ''On looking through these licenses we have 
been unable to find any conditions contained therein rendering 
the agreement yoitl because of a Yiolation of that act. ... 
The prodsion in regard to the price at which the licensee would 
sell the article manufactured under the license was also an 
appropriate and reasonable condition. It tended to keep up 
the price of the implements manufactured and sold, but that 
was only recognizing the nature of the property dealt in, and 
prodding for its \'alue so far as possible. This the ·parties 
were legally entitled to do. The owner of a patented article 
can, of course, charge such a price as he may choose, and the 
owner of a patent may ~tssign it or sell the right to manufac
ture and sell the article patented upon the condition that the 
assignee shall charge a rertain amount for such article." The 
decision is, that a condition on the right to enjoy the patentee's 
monopoly. requiring the maintainance of a stipulated sale price, 

The restriction of a licenst: to make and sell such flour, hut not to sell the 
acid itself was upheld. 

m 186 U. S. 70. 
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is not im·alid because of the Shennan Anti-trust Act. There 
seems to ha,·e been no question, e\·en, but that except for that 
act, the condition was perfectly valid and enforcible. 

Again, in Henry , .. :\. B. Dick Co .. ~~" the patentee had sold 
a mimeograph machine, embodying his itl\'ention, upon concli
tion that the bm·er shoultl use it onh· with ink made bv the 

• • • 

seller. The seller sought to enjoin a third party from induc-
ing the buyer to use other ink in breach of the condition. In 
granting the injunction the court not only said that the agree
ment not to use other inks was valid as a contract, but it held 

• 

that inasmuch as the buyer's right to use had been limited to 
use with the seller's inks, any other use was an unauthorized 
invasion of the seller's exclttsi\·e patent right. The opinion 

• 

explicitly says, "We repeat. The property right to a patented 
machine may pass to a purchaser with no right of use, or with 
only the right to use in a specified way, or at a specified place. 
or for a specified purpose. The unlimited right of exclush·e 
use which is possessed by and guaranteed to the patentee will 
be 'granted if the sale he unconclitional. But if the right of 
use be confined by specific restriction, the use not permitted is 
necessarily rescn<ed to the patentee. If that resen·ed control 
of use of the machine be violated, the patent is thereby in
vaded. This right to se\·er ownership and use is deducible 
from the nature of a patent monopoly and is recognized in the 
cases." This statement makes a clear distinction between the· 
ownership of the right to enjoy the im•c11tion and the owner
ship of a chattel embodying the itl\'ention. 430 Although it is 
oh\'ious from the whole opinion that the court does rather con-

42!• 224 U. S. I. 
430 Accord, Heaton-Peninsular Co. , .. Eureka Co., 77 Fed. 288; National 

' Phonograph Co. v. Schlegel, 128 Fed. 7JJ. To the effect that e\•en absolute 
ownership of a chattel embodying a patented invention does not save the 
owner from liability for infringement if he makes U5e of his chattel, see 
Birdsell ,., Shaliol, II2 U. S. 485. It woulcl. not be denied that one who 
makes a machine of his own materials is the owner of it, yet it is equally 
undeniable that his use of the machine would be infringement of a patent 
covering such machines, unless he had permission of a patentee:. Dicker· 
son v. Sheldon, g8 Fed. 621: Rcdgers v. Torrant, -13 Mich. IIJ . 

• 

-
• 

• 
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fuse the two and think of the tangible machine as being itself 
the invention. m 

Thus the law stood until it was upset by the flecision in 
Bauer v. O'Donnell. 432 The defendant in that case had pur
chased packages of "Sanatogen," a preparation protected by 
the plaintiff's patent. On each package \\'as a notification:
knowledge of which the defendant did not deny to the effect 
that no one was authorized to sell such packages at less than a 

• 

stated price, and anyone selling at less than that price would 
be guilty of infringing the pateilt monopoly. The defendant 
did resell at less than the stated price. The issue in the case 
was whether this sale. at a price less than that authorized by 
the patentee, constituted infringement. The court held that it 
did not. 433 Thi5 decision was followed in a few years by that 
of The ~lotion Picture Co. v. Universal Film Co.,m which 
specifically overruled Henry v. Dick Co., ntpra. The plaintiff, 
as patentee of a device for operating motion picture films, had 
gh·en the right to manufacture machines embodying his inven
tion to one who in turn sold such a ma'chine to defendant. At
tached to the machine was a notice that its use was permitted 
by the patentee only with certain films also controlled by the 

43 1 So late as 1913, in United ::;tatcs v. Winslow, 227 U. S. 202, it was 
Vl'ry strongly implied that a condition th<•.t the licensee should usc no other 
machines than those furnished by the lic.ensor was valid. In the English 

r 

case of Incandescent Gas Lt. Co. v. Car.telo, 12 Rep. Pat. Cas. 262, the 
• 

court said, "The patentee has the sole right of using and selling the arti-
cles, and he may prevent anybody from dealing with them at all. Inas
much as he has the right to prevent people from using them or dealing 
in them at all, he has the right to do the lesser thing, that is to say, to 
impose his own conditions." Accord, British l\lutoscope Co. v. Homer, 
1 Ch. Div, 671 (1901); National Phonograph Co. \'. ~lcnck (I9II), L. R. 
36 A. c. 336. 

432 229 U. S. I. The court "distinguishes" this case from that of Henry 
v. Dick Co., supra, but the reality of the distinction is illuminated by the 
fact that the four judges who constituted the majority in Henrv v. Dick 

• 
Co. (only seven j udgcs took part) were all opposed to the decision in 
Bauer v. O'Donnell, and the majority in that decision included the 'three 
judges who had dissented in the earlier one. 

433 Accord, Straus v. Victor Talking Machine Co., 24,3 U. S. 490. 
434 243 u. s. 502 . 

• 

• 
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plaintiff. The defendant did not deny knowledge of this 
n~strictive condition, and admitted that he had not conformed 
to it. The court did not discuss the validity of a contract be· 

• 

tween the patentee and his licensee imposing restrictions on 
the licensee's right, saying that such a question was outside 
the scope of patent law. This ldt the issue squarely. whether 
the unauthorized use of the device with other than the speci
fied films constituted an infringement of the patentee's mo
nopoly. The court held that it did not. 

This development of the law may be perfectly sound as a 
matter of public policy and economic utility.435 ·But the opin
ion of the court is a most confusing admixture of justification 
of its decision upon the strength of its economic effect and 
attempt to justify it as <> logical development of the existipg 
law. As is usual when courts override existing law for the 
sake of public advantage, without frankly admitting that they 
are so doing, the pretense of reasoning given is, to say the 
least, irritating. 

The real issue is, to use the court's own language, whether, 
"since the patentee may withhold his patent altogether from 
public use, he must logic<.lly and necessarily l?e permitted to 
impose any conditions which he chooses upon any use which 
he may allow of it.'' As the court says, this is not specifically 
answered by the patent statute, which in terms merely gives 
him th~ exclusive right to enjoy his invention. It is therefore 
purely a question of public policy whether, if he allows others 
to invade his monopoly at all, he must allow them to invade it 

• 35 The possible economic harm that might result from a patentee's un
limited p,nver to restrict the right to use embodiments of his invention is 
indicated by the not in frequent cases in which the holder of a valid 
patent, covering something essential to a particular trade, has secured a 
practical monopoly of profit in lines not covered by his patent. An ex
cellent presentation of the methods by which patents are used to secure 
monopolies wholly unrelated to the patent, is given by :\lr. W. H. S. 
Stevens in his "Unfair Competition," Chap IV. 

On the other hand, the United States Chamber of Commerce has gone on 
record as favoring some plan by which resale prices may lawfully he 
sustained. See Chicago Herald, May 19, 1916, p. 13. 

• 

• 

• 
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withuut restriction. 4 'lf' .-\~we have seen. the consistent custom 
of the courts, until the case of Bauer , .. o· Donnell, supra. had 
been to allow the patentee to restrict and limit the extent to 
which he would allow others to enjoy his ;nonopoly. But, be-

• 

ginning with that case. the court decided not to permit the 
patentee to restrict the extent to ·which his monopoly might IJe 
invaded hy purcha~ers of chattels embodying his invention. 
This is clear enuttRh. ancl probably satisfactory as a matter 
of public policy. The confusion arises because the court has 
endearored to plact~ :-;uch purchaser's right to im·ade the mo
nopoly on the fact of his ownership of the chattel. This ab
sence of distinction lJetween the ownership of a chattel em-, 
bodying an inrention. and the owner':-; right to use it in con-
tra,·ention of another's patent was foreshadowed in Henry v. 
Dick Co., supra .. and carried to an extreme in the subsequent 
cases. 437 The stun total of the decisions, howe\'cr, is clearlv 

• 

that a patentee who, hy selling·an embodiment of his im·ention 
authorizes the buyer to im·ade the monopoly. can not limit 

4"" That pu!Jlic policy is the moti1·:1ting rca>on for the decisions is indi
cated by the statement in the l\Iotion Picture Co. case, 243 U. S.- 515, that 
"The perfect in~trurnent o i f:ll'oritism and oppression which such a sys
tem of doing business, if valid, would put into control of the owner of 
such a patent should make courts astute, if ·need IJe, to defeat its operation." 

43' In Motion Picture Co. \', Unh·ersal Film Co .. 243 U. S. 502, for in
stance the court says, p. 516, ''The right to l'e!l<f is exhausted hy a single. 
unconditional sale, the article sold heing thereby carried outside the mo- · 
nopoly of the patent law .... " This is true enough: a patentee who has 
sold a tangible chattel embodying his im·ention has gil·cn up all control 
whatsoever o1·er the ownershii> and, directly, of the use of that chattel. 
But has he gh·en up his monopoly of the usc and enjoyment of the 

• 

ill'l.'<'llfionr The chattel sold was not the invention, nor was it the pat-
• 

en tee's monopoly of the invention; that still remains in the patentee. The 
buyer of the clzatl<'l has no right whatsoe\•er to in fringe the patentee's 
monopoly of enjoyment of the im·ention, L'.l'a/'f suclz rigllt as the paf<'llf<'t' 
c.rprcssl.\· or impliedly !Jm•,• lzim by the sole. The fact that the patentee 
sold the chattel is, therefore, in no way whate\·er a rnzso11 for the decis· 
ion; on the contrary it is merely a fact in the case, the effect of which is 
the thing to be decided, and in this case the effect of the sale on the 
monopoly was expressly limited. See note 430 . 
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that right as to the pria at 'ii:lziclt the embodiment may be re-
sold nor as to tlzc '<Vll'' in 't(•hich it mav be used. m . -

The existing decisions as to the time during which the right 
may be exercised, or the place where if must be exercised, have 
not vet been overruled . • 

The question as to whether a patentee, as the price of a li-
cense to enjoy his invention, can impose conditions upon the 
licem:ee's conduct in no wav· connected with the invention 

• 

seems not to have been directly passed on. It was more or 
less discussed. however, in LTnited States , .. United Shoe :\fa
chinen· Co. ~a" That was a suit to have the defendant com-

• 

pany dissolved as an illegal combination. Suit was dismissed 
on the ground that such combination as existed \vas not illegal. 
One uf the ways by which the company was alleged to have 
improperly restrained trade was in granting licenses. to use 
machines covered by its patents, only on condition that the 
licensee should not use similar machines not covered b,· the 

• 
licensor's patents and also that the licensees should rent irom 
the licensors, and from them onlv, certain entirelv different 

• • 

machines not co\·ered by any patent. It w.as this "tying'' to 
the license of terms which had no relation to the invention at 
all that the government objectetl to as an improper restraint 
of trade. The majority of the court held that there was noth
ing illegal in these ''tying clauses" and that the owner of a 
patent may license persons to enjoy the invention on such terms 
as he sees fit. There was, however, a strong dissenting opin
ion in which the right of a patentee to restrict the conduct of 
a licensee in ways unrelated t~ the im·ention was flatly denied. 
Logically, if it is sound public policy to preclude a patentee 
from putting restrictions upon the buyer of embodiments of 
the imention, it should be equally sound to forbid his putting 
such restrictions upon the lessee. (As we have seen the buyer 
is as truly a licensee in respect to the monopoly as is a lessee 

43B For a more extended discussion of this topic see the excellent article 
by T. R. Powell in 17 Columbia Law Rev. 663. and that hy the author in 
15 :Michigan Law Rev. 581. 

4 '!!1 247 U. S. 32. It is answert"d hy implication, also in United States 
v. \Vinslow, 227 U. S. 202. 

0 

0 

0 
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of the embodiment.) And in view of the tendency of the 
court it is verv doubtful if such restrictions would be actually 

• 

en furced. 
RESTIUCTIOXS B\" COXTRACT. Since the patentee, if he opens 

his monopoly at all by sale of chattels embodying the patent, 
must open it entirely, .at least so far as resale price and use are 
concerned, and can not protect himself by virtue of his patent, 
it becomes a ,·cry natural question whether he can restrict the 
buyer of such chattels by a valid contract. 

In Beme11t \', Xational Harrow Co.!~v the issue was whether 
a contract between the patentee anti his licensee, whereby the 
latter agreed not to sell below a stipulated price the chattels 
which he should make embodying the itwention, was valid and 
enforcible. The court held that it was enforcible and did not 
contravene the federal anti-trust statute, (the Sherman Act). 
Likewise in Henn· , .. Dick Co. m it was clearlv indicated that 

• • 

the buyer's agreement to use the machine with the seller's ink 
onh·, would be enforcible as a contract. Howe\·er, these de-

• 

cisions were so far interwoven with the idea of the patentee's 
right to partially rch·asc his monopoly, that the basic reason ex
pressed in the opinions has been remO\·ed by the decision in 
Bauer \'. O'Donnell, supra.. The only issue now possible is 
whether. regardless of the patent 111011opol\•, or, indeed, with-

• 

out any such monopoly, a seller of goods can, by express con-
tract, restrict the buyer's disposal or use of them. 

In Dr. :\Iiles :Medical Co. v. Park & Sons Co.,H2 the action 
directly invoh·ed the validity of a contract whereby one pur
chasing certain chattels from the plaintiff had agreed that he 
would not sell below a stated price. 1\o patent right was in
\·olved at all. The contract was one of a great number of 
similar ones between the plaintiff and other dealers, constitut
ing "a system of interlocking restrictions by which the com
plainant seeks to control not merely the prices at which its 
agents may sell its products. but the prices for all sales by all 

41" 186 U. S. 70 . 
HI .224 U. S. I. 

~f'' u s • 2.20 • • 373-

• 
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dealers at wholesale or retail, whether purchasers or sub-pur
chasers, and thus to fix the amount which the consumer shall 
pay, eliminating all competition." The court held· that the 
fact that the artiCles were made under a "secret process'' did 
not affect the issue; that ~he secret itself might be protected 
against fraud or breach of contract, but this had nothing t~1 
do with protection relating to specific articles made by the 
process. Of the contract itself the court said, "General re
straint in the alienation of articles, things, chattels, except 
when a yery special kind of property is invoh·ed, such as a 
slave or an heirloom, ha,·e been generally held void. 'If a 
man,' says Lord Coke, in Coke on Littleton, section 360, 'be 
possessed of a horse or any other chattel, real or personal, and 
give his whole interest or property therein, upon condition that 
the donee or Yendee shall not alien the same. the same is Yoid . 

• 

because his whole interest and property is out of him, so as 
he hath no possibility of reverter: and it is against trade and 
traffic and bargaining and contracting between man and man.' '' 
"The present case is not analogous to that of a sale of good 

. will, or of an interest in a business, or of the grant of a right 
to use a process of manufacture. The complainant has not 
parted with any interest in its business or instrumentalities of 
production. It has conferred no right by virtue of which pur
chasers of its products may compete with it. It retains com
plete control 0\'er the business in which it is engaged, manu
facturing what it pleases and fixing such prices for its own 
sales as it may desire. K'or are we dealing with a single 
transaction, conceh·ably unrelated to the public interest. The 
agreements are designed to maintain prices, after the com
plainant has parted with the title to the articles, and to pre
vent competition among those who trade in them." Accord
ingly the restriction in the contract was declared void. 

This case, together with Bauer v. O'Donnell and those sub
sequent to it, makes it clear that a patentee can not, even by 
contract, preclude one who purchases from him from reselling 
or using the ch~ttel as he chooses: at least, if the contract is 

• 

• 

• 
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one of a nmniJer whose tendcnC\' is unrca~onahlv t.:> restrain 
• • 

trade. Ha 

.-\ single cuntract.•not part of an elabor~te attempt to re
strain trade, is probably \'alid. Those whkh are part of a sys
tem are held in\'alid hecause they unreasonably restrain trac1e. 
:\ single contrac;t restricting res~le or use would hardly be an 
unreas(Jnahle 1Jurden on commerce, and such contrads have, in 
fact, been held \'alid lJy the courts.H4 En!n one of a number of 

• 

contracts affecting the resale price has been held valid, when 
the restriction affected only a small part of the total commerce 
in the articles concerned. w One state court has even gone so 
far. so late as T9T7, as to uphold a wide spreading system of 
such contracts. In Ingersoll & Bro. \', Hahne,Hn the issue went 
directly to the Yalidity of a contract precluding dealers in In
gersoll watches from selling at a price of less than $1.35. ''On 

H=< Accord, United States v. Kellogg. etc. Co., 222 Fed. 725; Ford :\fotor 
l'o. \'. Union :\lotor Co., 244 Fed. 156; Hill Co. \'. Gray & \Vorccster, 163 
:\lie h. 12; Compare, Ford :\lotor Co. \', B. E. Boone Co., 244 Fed. 335; 
16 :\lichigan Law Rc\', 127. 

Contra. Ingersoll & Bro. \', Hahne & Co., 88 ::-.:. ]. Eq. 222, 101 Atl. 1030. 
The federal statutes, 38 Stat. 7,10, make it unlawful for any person en

gag~d in interstate commerce to sell, or contract to sell, or lease, any 
gol•ds, whether covered by patent or not, on condition that the buyer or 
lessee shall not usc goods of a competitor, etc, 

Although such a system of contracts makes them illegal and, hence, 
tmcn forcible, it has been held loy a lower courJ, at least, that it is not a 
criminal offense for a manufacturer, not acting in concert with other 
manuiacturers, to enter intn such contracts. United States v. Colgate & 
Co. 233 Fed, 522. But sec the implied limitation on this in United States 
\', Colgate & Co., .~9 Sup. Ct. Rep. 465 (June, 1919). 

Since the foregoing was written the Supreme Court, in United States \'. 
A. Schrader's Sons, Inc., 6-t Law Ed., has "distinguished" the Colgate case 
on the ground that the Colgate Co. did not make contracts that its cus
tomers would not re,;ell below the stipulated price, but only rdused to 
~dl to those who would not adhere to the fixed price. In the Schrader's 
Son> case the making of such contracts was held to be criminal. 

. 4H Garst v. Harris, 177 lla;;s. 72; Clark \'. Frank, 17 :\fo. App. 6o2; 
This distinction between a single contract and a system of contracts was. 
indicated in Hill Co. v. Gray & \\' orcester, 163 :\Iich. 12. 

H:; Ghirardelli Co. \', Hunsicker, 164 Cal. 355. 
. Htl 88 :N. J. Eq. 222. 

• 

• 



• 

Couditio11s a111i Rcstrictio11s 

the argument there was, and in counsel's brief there is, a long 
discussion as to whether the contract against price cutting, 
evidenced by the notice, is contrary to public policy, and de
fendant relies upon cases in the supreme court of ·the United 
States. I am now considering the public policy of the State 
of Xew Jersey as distinguished from any public policy of the 
United States. Unless the article is the subject of interstate 
commerce, I am not bound by the opinions of the supreme 
court of the United States. They are entitled to great weight 
and careful consideration, but it must not be overlooked that 
the effect of the case of ~lotion Picture Patents Co. v. Uni
versal Film Co., decided April 9th, 191 i, is a complete re
versal of Henry v. Dick 22-1- U. S. I. To consider in detail 
the reasoning of the court in the very numerous cases which 
have been decided bearing upon this question would unduly ex
tend this opinion. Suffice it to say, that after cardul con
sideration, I have come to the conclusion that upon the general 
proposition, I agree with the dissenting opinion of ~Ir. Justice 

. Holmes in Dr. ~Iiles ~Iedical Co. v. John D. Parks & Sons Co., 
220 U. S. (at p. -!-II).'' Accordingly, the contracts were held 
to he valid and en forcible . 

• 

• 

• 

• 

• 

• • 
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CHAPTER IX 

PROTECTION OF TilE l\lONOPOLY 
• 

§ 1. J l!RISDICTION OF THE CouRTS 

PATE!'\T MONOPOLY WITHIN JURISDICTION OF FEDERAL 
couRTS. The rights and privileges conferred by a patent are 
protected and enforced hy the Federal courts, and these have 
jurisdiction that is exclusive of the state courts in such mat
ters. 447 

PATFNT RIGHT, AS PROPERTY, IS WITHIN JURISDICTION OF 

STATE CouRTS. This does not depri,·e the State courts of 
jurisdiction of matters which do not determine rights granted 
by a patent, even though the ownership of such rights, what
ever they may be, is involved. Whenever the patent is in
volved in controversy merely as a piece of property, wi~hout 
calling into question the effective \·alue of such property, the 
state courts have the same jurisdiction that they would have 
in any other cases involving the ownership and .control of 
property. Contracts concerning the patent right are likewise 
subject to the same jurisdiction that other contracts are. In 
many instances the owner of a patent who has contracted wi~h 
another in regard to its enjoyment ha:s a choice of remedie~. 
The wrongful act of the defendant may be a branch of the 
contract, through a use of the invention which has been clearly 
forbidden by the terms of his agreement. This same act, being 
done without the ratentee's permission, would ;,lso be an in
fringement of the patentee's exclusive right. If the owner · 
chooses to treat the wrong as a breach of the contract, his 
suit is tiot within the limited jurisdiction of patent law but 
must be brought in the courts having proper jurisdiction of 
breaches of contract. If however he chooses to treat the mat
ter as an unauthorized infringement of his patent monopoly . 

m Act of March 3, r911 (Jud:cial Code) ~ 2~, § 256. 
• 

• 
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action must be in the Federal courts. As the court has put 
• • 

it,448 "\Vhen a contract. is made respecting a right under a 
patent, and the parties get into litigation, confusion has some
times arisen over the. question whether the cause of action 
originates in the contract or in the patent laws. The test is 
this: If the plaintiff is s~king a judgment for debt or dam
ages, or a decree for cancellation or specific performance, on 
account of the defendant's breach of his covenants, the cause 
of action arises out of the contract: and, though the determina
tion of the issue of. breach or no breach may involve the in
terpretation of the patent and of thl! prior art, the insistence of 
the defendant that his device, according to the true construc
tion of the patent and of the prior art, is not within tht: patent 
right granted him in· the co~tract, cannot change the nature of 
the action. Standard Sewing Machine Co. v. Leslie, 1 18 Fed. 
557, 55 C. C. A. 323. On the other hand, if the plaintiff is 

• 

seeking a judgment fur damages, or a decree for an injunction 
and an accounting, on account of the defendant's unauthorized 
use of the patent right in making or using or selling the device 
without license, the cause of action arises out of the patent 
laws; and, though the determination of the issue of infringe

. ment or no infringement may involve the interpretation of the 
contract, the insistence of the defendant that his act was 
within his rights unde"r the contract, if properly construed, 
cannot change the nature of the action·_,un 

HS Victor Ta!:Cing Machine Co. v. The Fair, 123 Fed. 424. Aced., Carle
ton v. Bird, 94 Me. 182. 

449 A' suit for ~11ecific performance of a contract to. furnbh money for 
development purposes, in consideration of an interest in the profits of an 
invention, and for an injunction against claiming title to the patent under 
a fraudulent assignment, was held not to give the f'!deral courts any 
jurisdiction .. Kurtz v. Straus, rl)(i Fed. 414- ' 

On the other hand, in Henry v. Dick Co., 220 U. S. I, where the licensee 
had expressly contracted not to use anything but plaintiff's ink with the 
patented mimeograph but had llsed o~her ink, it was held that even though 
suit might have been brought in the State courts for breach of contract 
it might also be brought in the 1'edt!ral courts for infringement of the 
patent. Wilson v. Sanford, 10 How. zoS; Hartell v. Tilghman, 99 U. S . 
. 54i; Albright v. Teas, Io6 U. S. 613, to recover royalties no in\'alidity of 
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Care must be taken to distinguish those cases in which the 
remedy is optional from those in which the wrong done ·;s not 
something actually precluded by the contract but something 
outside of it and not covered by it at all. In this latter type 
of case there can be no action on the contract, and the suit 
must he in the Federal courts, for infringement. 

RDJEDIES. The Federal courts have authority; to protect 
the owner of the patent by awarding him compensation for the 
damages he has suffered by infringement, with a penalty added 
in certain cases; to award him the amount of profit the in
fringer has made; and to prevent fi.lrther infringement by in
junction.450 The procedure by which these remedies are se
cured is not discussed in this book. It requires a knowledge 
of federal pr .cedure in general, and should properly be stud
ied as a part of that subject. To separate that part of the 
federal procedure which pertains particularly to patents, would 
still leave so much of the common fundamentals to be ehtci-

• 

dated as to necessitate almost another volume. This treatise is, 
therefore, confined to the substantive part of the patent law. 

\Vhiche\·er remedy the plaintiff may choose to ask for, the 
ddendant is privileged by the statutem to show as a defense 
th;tt the patent on which suit is brought was secured by fraud 
of some sort and is void on that account; that it is void because 
the right to it had been lost through abandonment, or public 
use or sale more than two years prior ttl the application; that 
the patent.ee was not in fact the first inventor or any im·entor 
at all and therefore was not entitled to a patent; and that even 
if the pateni: be valid the defendant has not infringed it.452 The 

patent set up; T.T. S. v. Palmer, 128 U. S . .262; Excelsior \Vooden Pipe 
Co. v. Pacific Bridge Co., 185 U. S . .282. 

4 ''0 The courts can not aw;jrd the patentee title to the things unlaw
fully made Ly an infringer of the patent. Belknap v. Schild, 161 U. S. 10. 

4 '' 1 R. S. § 4920. 
4 '•2 This broad s~atement covers practically the entire range of patent 

law. Since the defendant may attack the validity of the patent, he may 
do it on any ground anticipation, public use, fraud, or anything else. 
Likewise he may set up anytHng that supports his defense of non-infringe
ment. These matters are all discussed under their appropriate heading~ • 

• 

• 
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defendant is not restricted to any one of these defenses but 
mav avail himself, so far as his evidence allows, of them all . 

• 

in short, the defendant may both attack the validity of the 
patent and deny infringement of its monopoly. 

Tile patent as c<.'idmce. The burden of proof in his at
tack on the patent is thrown upon the defendant, because the 
existence of the patent is prima facie e\·idence of its own 
valiuity in whate\·er respect it may be attacked. In the ab
sence of any evidence to the contrary the legal conclusion is 
that it was issued without fraud, to the proper· person, for~~tL.--
real innntion.4 r.a This presumption of validity has been car-
ried in judicial statement to the extent that "every reasonable 
doubt should be resoh·ed against" the person attacking the 
validity and effectinness of the patent.454 

Pa.tclzt not real e'L•idcncc of im!ention. But while the patent 
is prima facie evidence of its own validity, the evidence is not 
strong enough to ha·:e much real effect on the i::sue when 
countervailing e\'idence is given. 455 This lack of e\·idenciary 
force in a patent has been a potent cause of the often ex
pressed opinion, that a patent is ne\·er worth much of anything 
and the patent statute is a delusion and snare. There can be 
no doubt but that the layman believes the fact that a patent 

• 

and it is quite· unnecessary to repeat that discussion under the title of 
"defenses", as is done by at least one text writer who states, and parti
ally re-discusses, twenty-nine defenses. 

453 Condit v. Bush, 132 U. S. 39; Am. Caramel Co. v. Mills & Bro., 149 · 
Fed. 743; Parks v. Booth, 102 U. S. g6, "Keither damages nor profits can 
be recovered unless the complaining party alleges and proves that he or 
the :1erson under whom he claims was the original and first inventor of the 
patented imprO\•.ement, and that the same has been infringed by the party 
against whom the suit is brought. Both of thos~ allegations must he 
proved to maintain the suit; but the patent, if introduced in eddence by 
the complaining party, affords him prima faci.· evidence that the p .• tentee 
was the original and first im·entor. That presumption, in the absence of 
any satisfactory proof to the contrary, is sufficient to entitle him to re
co\·er if he pro\·es the alleged infringement." \11/est v. Frank, 149 Fed. 423. 

4 54 Coffin v. Ogden, 18 Wall. 120, 124; Cantrell v. Wallick, II7 U. S. 68g, 
4 ~5 Palmer v. Corning, 156 U. S. 342; Hollister v. Benedict 1\f fg. Co., 113 

U. S. 59, 71; N'. Y. Belting Co. v. Sit>rer, 149 Fed. 756, 770; Warren Bros. 
• • 

v. Owosso, 166 Fed. 309. 
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has been granted is legally supposed to be proof of its valid
ity, and that a successful defense to an infringement suit 
amounts to some sort of an evasion of the law. and of the pro
tection which the statute intended a patent should give. If it 
were the intent of the statute that the granting of a patent 
should be anything more than the merest prima facie evidence 
of its validity, the feeling that patents are generally undesir
able, because useless, would be justified by the great number 
of them which the courts have declared worthless, in· compari
son with those which have been held valid. 

But the statute clearly ne\·er intended any such effect of ab
solute validity to follow the issue of a patent. The procedure 
of the Patent Office is necessarily such that the prior art can 
not be examined for existing knowledge except as that knowl
edge has been recorded in the office, and the issue of a patent 
can signify nothing whatever as to the novelty of the alleged 
invention, except as to such recorded knowledge. A particular 
device might have been on sale in every shop in San Francisco, 
or even in \Vashington, for years and a patent nevertheless be 
issued for it, if the prior patents recorded in the Patent Office 
did not show it. The Patent Office does not purport to be 
omniscient in any respect. Furthermore, since the statute was 
not intended to give a monopoly for every bright idea and me
chanical change in the prior art, and the decision of the Com
missioner of Patents is not final as to what amounts to such 
narrow change from even the recorded art, it is obvious that 
the issue of a patent means nothing as to whether the patentee 
was really entitl~d to the mopopoly he claimed. The patent 
simply gives him the right to a monopoly so long as no one 
disputes it, and then a right to prove the validity of his claim 
in court. \Vhen one realizes the number of persons who, hav
ing conceived what appears to be a new and useful idea of 
means, immediately ask for a patent on it, without any com
petent investigation of existing knowledge, the number of 
patents found by the courts to be im·alid is not in the least de
rogatory of the protection which the patent law gives to real 
and original inventors. · 

• 



• 
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§ .2. PROOF OF INFRINGEMENT 

Thus far we have been discussing the various matters relat
ing to the patent itself and its validity. We come now, as
suming the existence of a valid patent, to a discussion of in
fringement of the patent m0nopoly. 

IssuEs WHICH ARISE. This involves two fundamental ques
tions in each case; first, what is the invention that is covered 
by the patent; second, has the defendant made, used or vended 
anything embodying t~is particular invention. 

THE FORM CLADIED. The first "Of these is a question of law, 
to be decided by the court,m and it involves, in itself, two dis
tinct possibilities of issue. The simpler of these inquiries is, 
what is the invention literally set out and claimed. In other 
words, what is the formal embodiment described in the patent. 

·It is possible that the patent is so defe.ctive in its description as 
not to set out anythil~g definite at al1. 458 Or there may be well 
founded dispute as to the thing actually described in words and 
phrases. To determine this seems to be a matter of interpre
tation of the instrument by the court. 

The ordinary rules for the construction of contracts apply 
here. The literal scope of the patent is limited by the claims 

457 \Vinans v. Dennead, 15 How. 329, 337; Corning v. Burden, 15 How. 
252 ;·Parker v. Hulme. I Fish Pat. Cases 44, Fed. Cas. No. 10,740; Coupe 
v. Royer, 155 U. S. 565, syll. "In letters patent No. 77,920 granted to 
Herman Royer and Louis Royer, May 12, 1868, for ''an improved machine 
for treating hides," the first claim, viz., for a "vertical shaft," and the 
second daim, viz., for a "groved weight," are restricted to a shaft and 
crib in a vertical position, and to a weight operating by the force of 
gravity aided by pressure; and they cannot be extended so as to include 
shafts and cribs in a horizontal position, and pressure upon the hides by 
means of false heads, actuated and controlltd by gearing wheels, springs, 
and a crank. In jury trials in actions for the infringement of letters 
patent, it is the province of the court, when the defense denies that the 
invention used by the defendant is identical with that included in the 
plaintiff's patent, to define the patented invention, as indicated by the lan
guage of the claims; and it is the province of the jury to determine whe. 
ther the invention so detined covers the art or article employed by the 
defendant." 

4r.R This is discussed supra. 
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and these are to be construed with the interest of both the in
\'entnr and the public il1 mind.m 

The meaning and extent of the claim may be interpreted by 
reference to the description and drawings,400 although it can 
nut be expanded to include matter described but not claimed. 

THE IIJEA cLADIED. But the .monopoly of the patent is not 
necessarily limited to the device as literally set out in the de
scription. If it were so 'limited, the inventor of any device 
would be compelled to foresee and describe all the forms in 
which his idea might be materially embodied, and anyone who 
was able In· mere mechanical skill to construct a device di f-

• 
fering in material form from those described in the patent 
would not be an infringer. But, as we ha\'e said before, 
it is not the material de\'ice actually described in the patent 
that constitutes the itn-ention protected by it. And nowhere 
does it more clearly appear •. that it is the idca·of an art, ma-

• 

chine. etc. that really constitutes the itwention, than it does in 
decisions upon infringement . 

In a \'ery large proportion of cases one form of material 
embodiment is set forth in the patent, and only one; yet the 
courts have held that the patent was infringed by the use of a 
material device quite unlike, in substantial form, the one de
scribed. In Tilghman ,-. Proctor/"1 for instance, the claim of 
the patent was for "The manufacturing of fat acids and glycer
ine from fatty bodies by the action of .water at a high temper
ature and pressure." The only material means of accomplish
ing this separation pointed out in the description, consisted of 
a long coil of strong iron pipe passing through an oven or 
furnace where it was subject for 10 minutes to a temperature 
of 612 ° F., that of melting lead. The defendant accomplished 
the same result by an obYiously different material means; he 
used a boiler in which the fatty substances were subject for 
several hours to a temperature of only 400° F. The same 
patent had been considered, on these facts, in the case of 

4
'-U Cases supra. 0. H. Jewell Filter Co. v. Jackson, qo Fed. 340, 34.l· 

41l0 0. H. Jewell Filter Co. v. Jackson, qo Ft•d. J.jO. 

4111 102 u. s. 707 . 

• 
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1Iitchell v. Tilghman,411~ and the court in that case found that 
the 1:atent was limited to the means pointed out in the specifi
cation and that there was no infringement because of this dif
ference in material means of accomplishing the result. This 
decision was O\'erruled in the Proctor case and the court held 
that the device used by the defendant was in fact an infringe
ment of the patent dest)ite its material difference. This de
cision of the court was based on the ground that the patent was 
"for a process, and not for any specific mechanism for carrying 
such process into effect." Exactly what a "process'' is the 
court does not explain, !>ave that it comes within the meaning 
of "art" as used in the patent statute. Bttt, whatever the 
meaning of the terms employed, it is clear that Tilghman was 
given protection beyond the limits of the material embodi
ment described in his patent. In the case of Expanded Metal 
Co. v. Bradford403 the court went so far as to hold that no 

' 

material means need be described at all if what the court called . 
the "method" of reaching the specified result be so clearly 
set out that am·one skilled in the art could find the suhstan-. ' 

tial means of accomplishing it. 
Even where the invention purports to be the concept only 

of a machine, in its strict sense, and not an art or a process, 
the monopoly of the patent is not restricted to the mere de
scription given, but the patentee is often protected against the 
use of machines quite dissimilar in material form to the one 
described. As an illustration is the case of !Yes v. Hamilton.4114 

The patent was for a saw mill, consisting of the combination 
' -

of a saw, levers, rods, guides, etc., constituting a machine 
which gave to the saw a rocking or rolling motion desirable 
for certain purposes. The defendant secured the same rock
ing motion by using two straight guides set at an angle, where 
the plaintiff used a single, curved one, and by reversing the 
plaintiff's connections, at two places, so that the ultimate mo-

4°2 19 Wall. 287. 
403 214 u. s. 366. 
'"

4 92 u. s. 426. 
' 

• 

• 
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tion was the same. This formally and substantially different 
device was held to be an infringement of the patent.m 

Neither is the scope of a patent limited to the particular use 
described. A patentee is entitled to all uses to which it may be 
put, which do not themselves involve itH'ention. 

The changes in form which do not in fact evade the 
monopoly of the patent are usually spoken of as "equiva
lents.'' Customarily. the proposition set out in the foregoing 
varagraphs is reversed, and it is said that the substitution of 
equivalents does not constitute invention, nor avoid infringe
ment. Some writers have even attempted to lay down "rules" 
as to what will constitute an "equivalent." But, on examina
tion. it appears that these rules are only the statements of in
dividual cases. The truth is that the existence of invention 

• 
and non-infringement is not ascertained from the fact that 
a change is an equivalent; it is an equivalent because its sub
stitution did not require inventive genius. There is no such 
thing as a definite "equivalent'' from which non-invention may 
he predieated; its limits and scope· can no more be defined 
than can the concrete inclusiveness of "invention." The so
called "doctrine of equivalents" means nothing more than that 
the protection of a patent is not limited to the precise ma
terial embodiment of the invention as described. 

It appears, therefore, that whatever the invention may be 
called by the inventor or the courts, it may be, in its scope, 
something more than the concept literally depicted by the 
words of the description Just how much more, if any, the 
invention as patented does cover, constitutes the second di-

• 

vision of the first issue r'eferred to above, and is the real issue 
in most patent litigation. This question is one to be answered 
by the court, and is therefore a question of Jaw, so-called . 

• 
1•1 ~ Ace. \V'ater-Metcr Co. v. Desper, 101 U. S. 332, "It is equally well' 

known that if any one of the parts is only formally omitted, and is sup
plied hy a mechanical equivalent, performing the same office and produc
ing the same result, the patent is infringed"; \Vestinghouse v. Boyden 
Power Brake Co., IiO V. S. 537, 568, "We have repeatedly held that a 
charj<e of infringement is sometimes made out, though the letter of the· 
claims be avoided." 



• 
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It is obvious that the whole actual scope of the invention 
can not be decided in any one case. The courts can not forsee 
all the formal changes, the substitution of mere equivalents, 
which may be made, any more than the inventor himself C01iid. 
The only matter, therefore, that can be decided is, whether 

• 

the scope of the invention covers the particular device which 
is alleged, in the suit, to infringe. The question therefore 
takes the true form of an i11quiry whether tlze defendant's 
de7.•ice is within the scope of tlze patent, and not, U!lwt is the 
scope of the patent. . Some courts have made it appear as 
though there were two distinct questions, namely, the scope of 
the patent and, whether the defendant's device comes within 
it. They have said that the first is of law, the second of fact. 
Properly, there is no such distinction. As the first question 
can not be answered except by reference to the particular in
stance, its determination settles ipso facto the other question. 
and there is nothing left by way of further inquiry. Obvi
ously, if the scope of the patent is broad enough to include the 
defendant's device, the defendant's device is· within the scope 
of the patent, and there is nothing further to be decided. It 
is important to realize this, in order not to be confused by 
the apparently different cases in which the courts are deciding 
''the scope of the patent" and.those in which they are deciding 
"whether the defendant has infringed. ·• 

Unless the alleged infringing device is identical with the 
description of the patent, this decision, any way .it is looked at, 
can be nothing else than a matter of opinion. It can not be 
treated as a matter that is governed by "rules,'' for, by the 
very nature of the subject, the circumstances of two cases will 
never be precisely alike. Even the value of other decisions as 
persuasiYe guides is less than in other branches of substantive 
law, because of the essential dissimilaritv of facts. The most 

• 

that can be said for the value of precedents in affe,..ting this 
decision is, that certain circumstances appear to L..t ve been 
given more weight than others by the courts and should, there
fore, be of similar effect upon the opinions of later courts. 
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!Jarticular cases holding one way or other on particular facts 
need not l1e gi\·cn here a:> they can be found, classified, in the 
digc.sb. 

FAcToJ<S IXFIXI~XCIXG THE nEcrswx. The circumstances 
which affect the finding of infringement or non-infringement 
are. in theory, the same as tho~e which affect a finding of in
vention or anticipation. If a production is so like something 
that preceded it as to lack the itn-enti\·e quality, anti be antici
pated. it logically follows that it would be an infringement of 
the earlier de\'ice were that protected hy a patent. Com·erse
ly. were a c.le,·ice held not to he anticipated by an earlier one. 
it would, theoretically. he held not to be infringed hy it were 
the suit to come up in that way. £,·en the courts have said 
that "that which in fringes. if later, ,,·oulc.l anticipate if carl
ier."4olol COtn-erseh·. it is said, ·· .-\ device which, if existent he-

• 

fore the making of a patented i1n-ention. \\"Ould not anticipate 
it. cannot ii matle after the is~ue of the patent. be said to 
infringe it."4•:r In Cook\". Sandusky Tool Co. 4115 the opinion 
of )Ir. Chief Justice \\"aite i~ short and to the point, being in 
its entirety, "If the hoc made hy the Tool Company infringes 
the patent of the appellant. it \\·as an anticipation of the in
vention. and the patent is \"f)id. for the testimony leaves no 
doubt whate\·er in om minds that the compa•~y made and sold 

• 

4r.•J Knapp v. ~Jor!'s, 150 U. S. 221, 2.2R; P<•ters v. Acth·e ~lfg. Co .. 129 

lJ. S. 530, 53i; :\Iiller \'. Eag-le :\[fg. Co., I 51.. lJ. S. t&J, 203. 
4117 Cle\'eland Pneumatic Tool Co. \'. Chicago Pneu. Tool Co., I35 Fed. 

i83. In this case a certain toni existent before the patent had been held 
not to make it void h)· anticipation and the court held the defendant's tool 
not to be an infringement because it was materially identical with the 
prior one. In Peerless Rubber Co. , .. \\'hite, I IS Fed. 82i. the court pro
ceeded on the assumption that a device which would not ha\·e anticipated 
an im·ention could not reasonably he held to infrinq-.: it. To the writer 
this seems fallacious. It is quite conceivable that a device might he such 
an impro\·ement on old ones as to he an im·ention, while if it had come 
first, in its entirety, the faulty one, constructed later. would Le merelv a 

• 
clumsy infringement of the imention . 

• 

408 28 L. Ed. I24. 

• 
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its hoes long before the date of the itn-ention patented. If it 
is not an anticipation. it is not an infringement.'' The bill 
was therefore dismissed. 

It does not appear in this case whether the dismissal wa:; be- · 
cause there was no infringement, or because the patent was 
void for anticipation. The case is unique and it seldom ap-
pears that the alleged infringing device has actually existed 
prior to the patented invention. Ordinarily a decision of in
fringement or non-infringement must be made. Judging from 
manv of these decisions, one mav reasonablv doubt, in actual • • • 
practice, whatever be the theory, that what would have an-
ticipated if earlier will infringe if later. In a great number 
of cases the defendant's de\'ice has been found not to be an 
in i ringement. although one is morally certain that it would 
have been held sufficient to anticipate the plaintiffs invention 
had the case arisen under different circumstances. A.s a per
haps extreme illustration may he cited the case of Poirier v. 
Clementson.f113 The plaintiff in this case held a patent for an 
improvement in pack-straps. One of its claims was for a bag 
having shoulder straps secured to a piece of leather across the 
top of the bag and their other ends arranged to fasten, after 
passing across the shoulders, to buckles on the lower corners 
of the bag. He contended that defendant's pack differed from 
his only in the fact that the straps were attached at a some-

• 

what lower point. Defendants insisted that the method of at-
tachment was different and that the load was cal"ried in a dif
ferent position. The validity of the patent was not disputed 
by the defense and the court dismissed the bill on the ground 
that there was no infringement. If the validity of the patent 
had been attacked and the device of the defendant had been 
set up as pre-existing, it seems incredible that the court would 
not have held the patent void as exhibiting only mechanical 
change from the earlier device. ~•o 

It appears often that the case is determined on a finding of 

4 ' 111 70 Fed. 617. 

too See also Bragg v. Fitch. 121 U. S. 478; Crawford v. Heysinger, 123 

l 1. S. 5!-I(J: Boyd v. Janesdlle Tool Co .. 15X l'. S. 2:'o. . 
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non-infringement in order that, by a narrow construction, the 
court may evade the actual invalidity of the patent which would 
follow a construction broad enough to make the subsequent de
vice an inftingeinent. 411 Because of this, it is not safe to 
rely on cases in which a certain similarity has been held to 
constitute anticipation, as precedents for the contention that 
the same degree of similarity should be held to constitute in-
fringement. 

• 

Another matter that is judicially declared to affect the 
court's conclusion as to the scope of a patent is the patentee's 
own acquiescence in its delimitation by the Commissioner of 
Patents. The courts have "often· held that when a patentee, 
on the rejection of his application, inserts in his specification, 
in consequence, lit~litations and restrictions for the purpose of 
obtaining his patent, he cannot, after he has obtained it, claim 
that it shall be construed as it would have been construed if 
such limitations and restrictions were not contained in it. "480 

"If an applicant, in order to get his patent, accepts one with 
a narrower claim than that contained in his original applica
tion he is bound by it. If dissatisfied with the decision reject
ing his application, he should pursue his remedy by appeal."481 

Although these statements are not infrequent, it may fairly be 
said that they are not adhered to, except when the court is· 

m Scaife & Sons Co. v. Falls City Woolen Mills, 209 Fed. 210; Roemer 
v. Peddie, 78 Fed. IIi. ~ 

4 SO Roemer v. Peddie, 132 U. S. 313. In this particular case the lower 
court had reached the same conclusion of narrow scope in order to escape 

• 

the necessity of holding the patent void, as it would have been if a wider 
scope had been ascribed to it. Roemer v. Peddie, i8 Fed. II7. It is not 
at all certain that the Supreme Court would have followed the letter of its 
own statement had there not been this additional reason. 

481 Shepard , .. Carrigan, u6 U. S. 593. Hl!re again it appears that if 
the scope claimed had been allowed, the patent would undoubtedly have 
been void for lack of novelty. Ace. Phoenix Caster Co. v. Spiegel, 133 
U. S. 36o; Sutter v. Robinson, 119 U. S. 530; Sargent v. Hall Safe & Lock 
Co., II4 U. S. 63; Singer Mfg. Co. v. Cramer, 192 U. S. 265; Computing 
Scale Co. v. Automatic Scale Co., 204 U. S. 6o9; Morgan Envelope Co. v. 
Albany Perforated Wrapping Paper Co., 152 U. S. 425; Ventilated Cush
ion & Spring Co. v. D'Arcy, 232 Fed. 468. 

' 
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influenced toward a narrow construction by other reasons, such · 
as that a wider scope would invalidate the patent. 

Occasional statements are also found to the effect that 
''\\-"hen the terms of a claim in a patent are clear and distince~~ 
the patentee, in a suit brought upon the patent, is bound by it. 
He can claim nothing beyond it."m "It is his (the paten
tee's) prodnce to make his own claim and his privilege to re
strict it. ·If it be a claim to a combination, and he restricted to 
specified elements, all must he regarded as material, lea v
ing open only the question whether an omitted part is sup
plied by an equi\·alent device or instrumentality. " 484 As 
has already been said, the scope of a patent is not limited to 
the material form of the embodiment of the invention as de
scribed. Such statements as these are in general merely loose 
expressions of the fact that the particular invention is not de-· 

· sen:i1tg of a range of equivalents or protection outside of its 
literal description. It is not impossible that a patentee who is 
ignorant of the principle embodied in his device, or who is 

• 

careless in the very precision of his language, may limit him-
self so expressly to the specific formal embodiment claimed, 
that the other forms to which his protection might have been 
spread can only be looked upon as dedicated to the public. But 
the cases are few, in which a patentee who might have had 
greater protection under a proper claim is deprived of it be
cause of the wording of his actual claim. 

PIONEER PATENTS. Another thing which has materially af
fected courts in their decisions as to the scope of an invention 
is the distance of relationship between it and the knowledge 
which preceded it, or, in other words. the length of the step 
forward which the inventor has made. The thing patented is 
not the substantial thing actually described in the patent, but 
the idea embodied in that substantial form. It appears from 
the cases that, in a figuratiye sense, this idea must be symmetri
cal; it can reach so far forward to cover improvements, and 

482 As they always should be. 
483 Keystone Bridge Co. v. Phoenix Iron Co., 95 U. S. 274 ' 

484 Fay v. Cordesman, 109 U. S. 4o8. The court had already found that 
"this patent stands on very narrow ground" in view of the prior art. 

• 

• 

• 
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onlv so far. as it is itself in advance of the prior state of the 
• 

art. If it is but a slight improvement upon the known art, it 
has hut a narrow scope of protection against infringements; 
if it l;e a long step forward. its monopoly has a wide scope of 
inclusiveness. Such an invention, far in advance of the known 
art, is usually spoken of as a "pioneer." 

The reports are replete with statements of the broad scope 
of 11rotection which is to be given to such patents. "If one 
inventor precedes all the rest, and strikes out something which 
includes and underlies aH they produce, he acquires a monopoly, 
and subjec~s them to tribute. But if the advance toward the 
thing desired is gradual, and proceed~ step by· step, so that no 
one can claim the complete whole, then each is· entitled oniy 
to the specific form of device which he produces, and every 

• 

other inventor is entitled to his own specific form, so long as 
it differs from those of his competitors and does not include · 
theirs. These general principles are so obvious, that they need 
no argument or illustration to support· them."4

'
2 Another 

opinion says, "If he (the patentee) he the original inventor 
of the device Gr machine called the didder, he will have a right 
to treat as infringers all who make dividers operating on the 
same principle, and performing the same functions by the same 
or analogous means or t:quivalent combinations, even though 
tbe infringing machine may be an improvement of the origi
nal. and patentable as such. But if the invention claimed be 
itself but an improYement on a kn6wn machine 1Jy a mere 
change of form or combination of parts, the patentee can not 
treat another as an infringer who has impro\'ed the original 
machine by use of a different form or combination perform-

40 ~ Railway Co. v. Sayles. 97 U. S. 554. 556. The patent in this case was 
for a donhle-acting railway car brake." The plaintiff's invention was of 
such excellence a;; to supersede other types of brake;, but it did not em
hody an unprecedented idea. Other double-brakes had been earlier in
vented, employin~; the same fundamental principle as his. His new idea 
of means was therefore· only an improvement in the manner of utilizing 
that Jlrinciple. The court restricted him therefore to a range of equiva
!l'nts limited hy the Jlarticular novelty of the mere improvement which 
he had cngraited upon the known principle. 

• 
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ing the same functions. The inventor of the first improve
ment can not il~voke the doctrine of equivalents to suppress 
all other improvements which are not mere colorable invasions 
of the first. " 473 

Just what constitutes :t pioneer invention is not capable of 
precise delimitation. "This word (pioneer)," says )Jr. Justice 
Brown, "although used somewhat loo5ely, is commonly un
derstood to denote a patent ~overing a function never before 
performed. a wholly novel device, or one of such novelty ancJ. 
importance as to mark a distinct step in the progress of the 
art, as distinguished from a mere improvement or perfection 
of what had gone before. Most conspicuous examples of such 
patents are: The one to· Howe of the sewing machine; to 
Morse of the electric telegraph; and to Bell of the telephone. 

· 'The record in this case wonld indicate tho.t the same honor
able appellation might be safely bestowed upon the original 
air-brake of \Vestinghouse, and perhaps also upon his auto
matic brake:·m• The inventions referred to, all embodied the 

• • 
use of a theretofore unrecognized principle of nature, or the 
utilization of a natural force, for a function or purpose not 
before conceh·ed of in connection with it. This fact am! the 

• 

verbiage of all the statements in regard to pioneer patents in-
dicate, that a true pioneer invention is the idea of accomplish
ing a result by means of a principle which is sufficiently funda
mental to come within that vaguely limited tt-rm "law of na
ture" and which has never before been thought of as useful 
for the particular end desired. l\Iorse used the principle of 
electro-magnetism, which while well known in itself had not 
been used for the particular purpose. In Bell's ·invention, the 
various electrical actions and reactions had been known, hut 
the idea of using them to reproduce articulate sounds at a 
distance from their place of utterance, was inchoate. \Ver.ting-

473 ~JcCormick v. Talcott, 20 How. 402, 404: Morley ~lachine Co. v. 
' Lancaster, 123 U. S. 263; Royer v. Coupe, q6 U. S. 524, l-Iorton v. Jen-

sen, 49 Fed. 859; ~!iller v. Eagle Mfg. Co., 151 U. S. 186, 207; Paper Bag 
Patent Case, 210 U. S. 405; Kokomo Fence l\fachine Co. v. Kitselman, 
1&) U. S. 8: Clark Thread Co. v. Willima;Jiic Linen Co., 140 U. S. 481, 492. 
~n· \\'estinghCJuse v. Boyden Power Brake Co., liO U. S. 537, 561. 
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house's application of pnetnnatic pressure was to produce a 
result never practically connected with it. So all other ad
mittcdiy pioneer itwentions are found to be such as for the 
first time connect a desired result with a11y definite mcr:m.s of 
accomplishing it. Such connection of means and desideratum 
may be imperfect, and later inventions may excel it in utility, 
but those more successful ones· are not the first to make the 
connection: they follow the pioneer. The "result'' can not he 
patented, its accomplishml.'nt is open to other persons by means 
of other principles; neither can the "principle" be patented, it 
is said :m but the means of utilizing a principle for a result 
may, if sufficiently novel, be gh·en a scope of protection prac
tically equi\'alent to the principle itself when used for the par
ticular result. 

Xot all pioneer patents are given the same scope, of course. 
An inventor, like a homesteader, mav be a discoverer of the 

• 

unknown: may "pioneer" into a known hut unexplored land; 
or into a merely unsettled territory. And his reward differs in 
accord with what he has done. Bell and Morse went into a 
practically unknown land and were given a wide monopoly.m 
Tilghman was the real uiscoverer of the fact that fatty sub
stances would separate into their constituent parts under the 
action of water at a high temperature and pressure, and he \ns 
accordingly awarded the monopoly of that process.m As the 
court said, "Had the process been known and used before. and 
not been Tilghman's invention, he coutd not then have claimed 
anything more than the particular apparatus described in the 
patent; but being the i>t\'entor of the process. as we are satis
fied was the fact, he was entitled to claim it in the manner he 
did.'' But the fact that the ground has been fairly well ex
plored and its possibilities realized does not deprive an in
ventor, who first effectuates a utilization of those possibilities': 
of a comparative range of equivalents. In the Paper Bag 

• 

474 As it! O'Reilly v. Morse, 15 How. 62, sec the explanation of this 
case in Tilghman v. Proctor, 102 U. S. 707, 727 ff. 

47" The Telephone Cases, 12.+ U. S. 1; O'Reilly v. Morse, 15 How. 62. 

4;G Tilghrr.au v. Proctor, 102 U. S. 707. 

• 
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Patent Casem it was contended h\· the defendants that the in-
• 

vention. not being first in its line, cotild not be ir.f:-inged by a 
de\"ice materiallr different from the one described in the 

• 
patent. The court. however, decided that, in the words of the 
syllabus, "The previous decisions of this court are not to be 
construed as holding that only pioneer patents are entitled to 
invoke the doctrine of equivalents, but that the range of equi\·a
lents depends upon the degree of invention; and infringement 
of a patent not primary is therefore not averted merely because 
defendant's machine mav be differentiated .. , "The more meri-

• 
torious tht;! im·ention, the greater the step in the art. the less 
the suggestion of the impro\·ement in the pri01 art, the more 
liberal are the courts in applying in favor of the patentee the 
doctrine of equivalents. The narrower the line between the 
faculty exercised in ·itl\'enting a device and mechanical skill, 
the stricter are the courts in rejecting the claim of equh·alents 
hy the patentee in respect of alleged infringements. "t;~ 

In cases where the im·ention is scarcely more than a me
chanical change from the art which preceded it, and is given 
validity at all only hy the narrowest margin. its range of 
eqtti\·alents is so correspondingly narrow as to be practically 
nothing. In such cases infringement occurs only when the un
authorized devi::e corresponds precisely with the formal de
scription of the patent.m 

sv~DIAR\'. The other factors, extraneous to the patent it
set f. such as the personality of the judge, earlier opinions, etc., 
which were discussed under • he head of invention, influence the 
findings on infringement just as they do those on im·ention. 
\ Vhen allowance is made for the influence of these factors. 
particularly the tendency to find non-infringement rather than 

•n 210 U. S. 405. . 
HS Judge Taft, in Penfield \', Chambers Bros. Co., 92 Fed. 630, 649, Ace. 

Benbow-Brammer Mfg. Co. v. Strau,, r66 Fed. Il4; Boston & R. Elec. St. 
Ry. Co. ;·. Bemis Car-Box Co., 8o Fed. z87; Roemer v. Peddie, 78 Feu. 
II7; 1fallon v. Wm. C. Gregg & Co .. !37 Fed. 68; Diamond Rubber Co. v. 
Consolidated Tire Co., 220 l.i. S. 433. · 

4 ; 0 Poirier \', Clementson, 70 Fed. 617; Roemer v. Peddie, 78 Fed. II7; 
Ball & Socket Fastener Co. v. Ball Glo\'e Fastener Co., 58 Fed. 818. 
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to construe a patent so broadly that it would be void for lack 
of no\·elt\'. and the desire to reward a pioneer itn-entor as 

• 

completely as possible. !hen the issue of infringement or non-
infringement is practically the same as that of invention or 
anticipation. The answer to both depends upon the opinion of 
the court as to whether the apparent difference between the 
earlier de\"ice and the later one is the result onlY of mechanical 

• • 

skill or proceeded from the inspiration of im·entive genius. 
The cases invoh·ing in i ringement can therefore be to a certain 
extent grouped according to characteristic material changes 
which have or have not heen held sufficient to a\·oid a charge 

'· 
of infringement. But. again be it said, these cases can not be 
analvzed into ''rules," bt:cause of the intrinsic and inevitable 

• 

difference of facts. Thus, it is said in manv cases and bv some 
• • 

text writers, that "mere change of form does not avoid in- · 
fringement." It can not possibly be said tlatly that no change 
of form will so amount to invention in itself as not to consti
tute infringement, and to say that ''mere" change of form does 
not. still lea\·es open the same question in different \'erbiage:
when is change of form "mere change," and when is it "in
vention" and no infringement? The nearest to any positive 
generalization that can be made is well expressed by one 
court. 467 ":\Jere changes of form of some of the mechanical 
elements of a patented combination do not m·oid infringement, 
when the principle of the invention is adopted and form is not 
its essence. But the rule that changes .of form do not avoid 
infringement has at least two exceptions when the form of 
the mechanical element is the distinguishing characteristic of 
the invention, and when the change in the form of the ele
ment changes the principle or mode of operation of the com
bination.'' By these expressed exceptions the question is thus 
left as unanswered as before, being merely put into a uifferent 
form of expression. 

The same impossibility of positive generalization holds true 
of all the other types of apparent change, and nothing defi
nite hy way of rule or statement can be deduced as a help in 

m 0. H. Jewell Filter Co. v. Jackson, 140 Fed. 340, 346. 

' 
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deciding an issue of infringement. This can only come from 
a fundamental comprehension of the whole subject of inven
tion and non-invention. Beyond the suggestion of classifica
tion of cases which is discussed under invention, nothing fur
ther need be said about them. They stand only as separate 
cases and any good digest can present them more usuably than 
a work of this kind. . . 

§ 3· WHO MAY BE AN INFRINGER 

There is no restriction either by statute or by the courts as 
to who may be guilty of infringement. Such a suit stands 
upon the same footing as every other type of civil action. and 
any person or corporation capable of being sued may be liable 
to action. The ·cnited States government was made liable to 
suit for infringement by Act of June 25, 1910.485 This pro
vides "\Vhenever an invention described in and covered by a 
patent of the United States shall hereafter be used by the 
United States without license of the owner thereof or lawful 
right to use the same, such owner may recover reasonable 

• 

compensation for such use by suit in the Court of Claims: 
Provided, however, That said Court of Claims shall not en
tertain a suit or reward compensation under the provisions of 
this Act where the claim for compensation is based on the use 
by the United Stc>tes of any article heretofore owned, leased, 
used by. or in the possession of the United States: Provided 
further, That in any such suit the United States may avail 
itself of any and all defenses, general or special, which might 
be pleaded by a defendant in an action for infringement, as 
set forth in Title Sixty of the Re,·ised Statutes, or otherwise; 
And pro\·ided further, That the benefits of this Act shall not 
inure to any patentee. \\'ho, when he makes such claim is in the 
employment or sen·ice of the Government of the United 
States: or the assignee of any such patentee; nor shall this 
Act apply to any de\'ice discovered or invented by such em
ployee during the time of his employment or service. " 486 

4~5 Ch. 423, 36 Statutes at L. 851. 
1 ~r. As to the liability of the government prior to this act, see Farnham 
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~ 4· \VuAT AcTs CoNsTITUTE lNFRINGE!\IENT 

The second issue referred to at the beginning of the chap
ter, namely, whether the defendant has infringed or not, needs 
now to be considered only briefly. It is clear that a decision 
upon the first issue will have swallowed most of the possible 
forms of the second. If the court has decided that the scope 
of the patent is such as to include the particular form of de
vice used by the defendant. there is no question but that the 
defendant's device is an infringement of the patent. The only 
further issue possible is, whether or not the defendant did 
make, use or \"end the deYice. which he is alleged to haYe made, 
etc. This is a pure issue of fact, depending wholly upon the 
evidence adduced. As a general rule it would precede the con-

• 

sideration of the other issue. for if no use of the device alleged 
had actually been made hy the defendant it would be futile to 
determine the relation of such a device to the patent. In using 
for any purpose the cases which make reference to the question · 
of whether the defendant has infringed, care should be taken 
to distinguish between the issue of the infrhtging cltaractcr of 
the device, and that of whether he did usc the device com
plained of. The term "infringement" is used indiscriminately 
of both the acts of a defendant and of the material device with 
which he acts.468 

THE INTENT with which the defem!ant did the acts alleged 
is not material in determining his liability as an infringer, un
less the charge be merely that he is a contributory infringer. 
Real absence of intent to infringe may in some circumstances 
reduce the amount of damages recoverable under R. S. § 4919. 
But the fact that the defendant was unaware that any patent 
had been issued for the device, or honestly believed that 'his 
own dedce was not an infringement of the one patented, does 
not prevent an adjudication of infringement.480 

v. United States, 240 U. S. 537; U. S. v. Societe Auonyme, 224 U. S. 309; 
Crozier v. Krupp, 224 U. S . .290; Russell v. U. S. 182 U. S. 516; U. S. v. 
Berdan Arms Co., 156 U. S. 552; Schillinger v. U. S. 155 U. S. 163; 
Belknap v. Schild, 161 U, S. 10. 

48 8 Haselden v. Ogden, 3 Fish. 378, Fed. Cas. No. 6190. 
4BU Parker v. Hulme, I Fish Pat. Cases 44, Fed. Ca,;, No. 10,740; Globe 
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The statute400 provides expressly that no damages shall be 
recovered for infringement, when the defendant has not had 
due notification before the acts on which suit is predicated, t.m
less the plaintiff has given general notice to the public by mark
ing articles covered by the patent with the word "patented," 
and the date on which the patent was issued. J f the article 
itself can not be so marked, it is provided that a label may be 
affixed to it, or to the package in which it is enclosed, con-
taining the notice. 401 The fact that a defendant had no actual 

• 

notice of the patent, and that the articles covered by it had · 
not been marked "patented'' so as to give him constructive 
notice, would not preclude the granting of an injunction in 
otherwise proper circumstances. The mere fact of notice of 
the suit for injunction would in itself constitute the notice, that 
the device was patente:l, necessary to render the defendant 
liable for. all future infringement. If he would be liable for 
damages in the future, he might properly, so far as the matter 
of notice is concerned, be enjoined from causing them.~112 In 
one case it was urged by the defendants, that the infringing 
articles had been accidentally made in the course of other 
manufacturing and unintentionally sold. The court held an 
injunction against any further manufacturing or sale to be 
proper nevertheless. 403 

:MAKING, USING AND VENDING NOT ALL NECESSARY. The 
monopoly given by the patent is the right to exclude others 
not only from making things covered by the patent but also 
from using or vending such things. One is guilty pf infringe
Wernicke Co. v. Fred :\lacey Co., II9 Fed. 696; Cimiotti Unhairing Co. 
v. Bowsky, 143 Fed. soB; It has been held to affect the patentee's right to 
an injunction, as distinct from mere damages, Sheridan-Clayton Paper 
Co. "· U. S. Envelope Co., 232 Fed. 153. 

40J R. s. § 4900· 
4'H On the subject sec Sessions v. Romadka, 145 U. S. 29; Coupe v. 

Rc;yer, 155 u. s. s6s, 583. 
f 02 It has been declared that a single unauthorized ~ale of the patented 

article will justify an injunction when the circumstances are such as to 
indicate a readiness to make other sales. Hutter v. De· Q. Bottle Stopper 
Co., 128 Fed. 283; Johnson v. Foos Mfg. Co., 141 Fed. i3. 

4Da Thompson v. Bushnell, 96 Fed. 238. · · 
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ment who does any one of these prohibited acts; it is unneces
sary that he shall have done them all. tr•t 

A more difficult proposition is presented in regard to the 
use or sale of the product of a patented device. · Is one who 
neither makes, uses, or sells the de,·ice covered by the patent 
guilty of infringement, if he does use or sell something made 
by the device, \\'ithout authority from the patentee? Of course 
if he himself makes something with the device, he is guilty of 
using the device. But if he merely buys, directly or indirectly, 
something that another made unauthorizedly with the patented 
device, and uses it without himself having anything to do with 
the patented dedce does that constitute infringement? 

There seems to be no direct decision upon this point. Un
less this product of the dedce can be considered a part of the 
patented invention, the person using it but not himself using 
the de,·ice, is not logically guilty of making. using, or \·ending 
the im·ention covered by the patent. At most he would be a 
contributory infringer. The Supreme Court in referring to 
the question "whether, when a machine is designed to manu-
facture, distribute or serve out to users a certain article, the 
article so dealt \\'ith can be said to be a part of the combina
tion of which the machine itself is another part," said, ''If this 
be so then it would seem to follow that the log which is sawn 
in the mill; the wheat which is ground by the rollers; the pin 
which is produced by the patented machine; the paper which 
is folded and deli,·ered by the .printing- press, may he claimed 
as an element of a combination of which the mechanism doing 
the work is another element. "tn:; The question itself the court 
does not specifically answer. on the ground that it is not perti-

tot The manufacturing in this country of articles covered by the patent 
is an infringement of the monopoly granted thereby even though the 
articles are intended for me outside of this country only, Dorsey Re\·ulv
ing Han·cster Rake Co. \', Bradley Mfg. Co., 12 Blvtch. :!02; Fed. Cas. 
No. 4015; Adriance Platt & Co. v. ~fcCorrnick Han•esting Mach. Co., 55 
Fed. 288; Bullock Elec. & :Mfg. Co. v. Westinghou~c Elcc. & ~!fg. Co., 
129 Fed. 105. 

4 !"' :Morgan Em·elopc Co. v. AIIJany Paper Co .. 152 U. S. 425 • .fJI . 
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nent to the case, but the implication is that the article pro
duced is not protected by a patent for its means of produc
tion. 406 

The author is not aware of anv case in which it has been 
• 

held that one who buys articles not themselves co\·ered by a 
patent is guilty of contributory infringement merely because 
the articles were made by a machine or proces~ whose use was 
itself an infringement. 

REPAIRS. \ Vhen a patented device has been sold by the 
patentee, or its use and enjoyment has been licensed, the pur
chaser or user acquires with the de,·ice the implied right to re
pair it. Such repair, unless expressly restricted by agreement, 
does not constitute infringement. As a matter of law, the 

• 

proposition is settled. The practical application of the rule is 
troublesome. howe\·er, and the statements in regard to it are 
confused. The difficulty lies in the impossibility of distin
guishing definitely, and definitively, between "repair'' and ''re
placement." \Vhile the ,·endee is entitled to repair the ma
chine. or other device, which he has bought. he has no right 
to make a new one under the guise of repairing the old one. 
It is obvious that the line between repair and remaking is im
possible of theoretical allocation in a<h·ance of the various in
stances that may arise. Its determination must of necessity 

4UG So declared in a reference to this case in the later case of Heaton
Peninsular Button Fastener Co. v. Eureka Specialty Co .. 77 Fed. 288, 
35 L. R. A. 728, 735· In llerritt , .. Yeomans, 9-t U. S. 568, it was held that 
a patent for a process for making certain hea\·y oils ,.,as not infringed by 
one who did not manufacture but did vend such oils which he had bought 
from an unauthorized maker. The case is not so clo~e in point as would 
appear from the holding, because the court specifically found that the oil 
sold by the defendants was manufactured by a totally different process 
from that of the patent. The case might well have been decided on the 
simple ground that the oil sold by rlefemhnts was t!ot the same oil as 
that of the patent, having heen made by a different process. A some
what distant analogy to the questions here suggcsttd is found in the 
case> holding that the selling to a ticCJisee of goods which mig/zt be put to 
infringing usc is not of itself contributory infringl:ment. See authorities 
Cited under that subject; Cf. Sheridan Clayton Paper Co. v. U. S. Enve
lope Co., 232 Fed. 153. 

• 

• 
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follow the fact, not precede it. and be dependent upon the cir-
• 

cu111sta!1ces. Like so many other issues of the patent law, it 
is fundamentally a matter oi judicial opinion in the particular 
case. It is capable of very little guidance from precedent in
stances, although an inductive and comparative study of many 
cases in which the issue has been passed upon may serve to 
reduce somewhat the width of debatable ground, as is true of 
other matters of judicial opinion. 407 The whole matter can 
not be better discussed than by quoting at length from the 
opinion in the case of Goodyear Shoe :\Iachinery Co. ,., Jack
son.m• The defendants in this case were engaged in a small 
way in the business of general machinery repair wc-:k. Sev
eral persons who had purchased from the plaintiff shoe ma
chines made under the patent, sent their machines to defend
ants to be repaired. In this work, the defendants replaced a 
numl1er of parts by making new ones. The plaintiff contended 
that this constituted an infringement of his patent. The court 
was of opinion that. under the particular circumstances which 
need not be set out here there was no infringement. In the 
course of the opinion it said, "Infringement by the purchaser 
of a patented machine consists in the substantial rebuilding of 
such machine. A contributory in £ringer necessarily only makes 
or sells a part of the patented invention. The purchaser of a 
patented machine, in order to infringe, must make or repro
duce, in substance, the whole patented invention. To prove in
fringement. in one case. it is only necessary to show a partial 
infringement in aid of an unlawful complete infringement, 
while in the other case a substantially full and complete in
fringment must he established. The rule that a person may 
be guilty of contributory infringement by making or selling a 
material element of the patented combination has no applica
tion to infring-ement by the purchaser of a machine embodying 
such patented combination. .-\ purchaser stands in no differ-

• 

4~7 The cases in point are not cited here for the reason that, the prob
lem being analyzed and understood, they can be fou~d under appropriate 

• 

heading> in a digest much more sat:sfactorily and fully than it would be 
possible to give them here. 

4u7• I 12 Fed. 146 . 
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ent position from an ordinary infringer, except in the circum
stance that he has bought a patented machine, and, conse
quently. his infringement does not consist in the construction 
of a wholly new machine, but in the reconstruction of such 
machine after it is worn out or substantially destroyed. The 
essence of the infringement is the same in both cases. 

''The ordinary infringer makes the entire patented machi11e; 
· the infringing purchaser begins with what remains of the 

patented machine, and rebuilds it. To show infringement in 
the case of an ordinary infringer, where the patented invention 
comprises several elements in combination, it is necessary to 
prove that the alleged infringing machine contains all the ele
ments (or their equh:alents) which make up the combination, 
although some of the elements may not be material, or of the 
essence of the invention. To show infringement by the pur
chaser in such a case, the same strictness of proof is not re
qtiired, for the reason that it may not be necessary for him to 
make the immaterial or unessential elements of the patented 
combination, because they may not be worn out or destroyed 
in his machine when the work of reconstruction begins. A 
practical reconstruction of the patented machine, atid not nec
essarily a literal reconstruction of the patented combination, is 
all that is required to constitute infringement by the purchaser. 
For example, where the patent is for an improved lamp, and 
the whole invention resides in the burner, but the claim is for 
the combination of the burner and a chimney, in an ordinary 
suit for infringement it must be shown that the defendant 
made or used or sold the patented combination, namely, the 
burner and chimney: while in a suit for infringement against 
a purchaser of thj! lamp it would only be necessary to prove 
that he replaced the uld burner with a new one, because, mani
festly, that would constitute a substantial reconstruction of the 
patented im·e11tion. If a person other than the purchaser 
should make or sell the burner with. the intent and purpose of 
its use by another i~ combination with the chimney, it would 
be a clear case of contributory infringement. 

• 
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"In approaching the question of infringement by the pur
chaser of a patented machine, it is important to bear in mind 
what the patentee sold and the purchaser bought. The patentee 
has parted with his machine and the monopoly that goes with 
it, and the purchaser has bought the machine with the right 
to use the patented invention imtil the machine is worn out 
or destroyed. \Vhen the machine is worn out, or substantially 
destroyeJ, his right to use the patented invention ceases; and 
when he rebuilds his machine, and thereby makes substantially 
a new machine, it hecomes subject to the patentee's monopoly, 
the same as· in the case of any other person who unlawfully 
makes the patented machine. \ Vhen the patented machine has 
passed outside the monopoly by a sale and purchase, the pat
entee has no right to impose any restrictions on its use for his 
own benefit. He cannot forbid the further use of the machine 

• 

because it is out of repair in consequence of the wearing out 
or breaking of some of its parts, and so oblige the purchaser 
to buy a new machine. The purchased machine has become 
the indiddual prop\!rty of the purchaser and is like any other 
piece of property which he owns. He may sell it, or he may 
use it so long as its usefulness lasts, and then throw it away, 
or dispose of it for junk. He may prolong its life and use
fulness by repairs more or less extensive. so long as its origi
nal identity is not lost. He is only prohibited from construct
ing a substantially new machine. He cat1not, under the pretext 
of repairs, build another machine. · 

".\ purchaser, then, may repair, hut not reconstruct or re
produce, the patented device or machine. Repair is 'restora
tion to a second, good, or complete state after decay. injury, 
dilapidation, or partial destruction.' Recons~ruction is 'the act 
of constructing again.' Reproduction is 'repetition,' or 'the 
act of reprodt1cing.' These definitions are instructi\'e in bring
ing home to the mind that repair carries with it the idea of 
restoration after decay, injury, or partial destruction, and that 
reconstruction or reproduction carries with it the idea of a 
complete construction or production over again . 

• 

• 

• 
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''But the difficult question still remains, what is legitimate 
repair, and what is reconstruction or reproduction as applied 
to a particular patented device or machine? When does repair 
destroy the identity of such device or machine and encroach 
upon invention? At what point does the legitimate repair of 
such device or machine end, and illegitimate reconstruction 
begin? 

"It is impracticable, as well as unwise. to attempt to lay 
down any rule on this subject. owing to the number and in
finite variety of patented invention~. Each case, as it arises, 
must be decided in the light of all the facts and circumstances 
presented, and \vith an intelligent comprehension of the scope, 
nature, and purpose of the patented invention, and the fair 
and reasonable intention of the parties. Having clearly in 
mind the specification and claims of the patent, together with 
the condition of decay or destruction of the patented device 
or machine, the question whether its restoration to a sound 
state was legitimate repair. or a substantial reconstruction or 
reproduction of the patented invention, should be determined 
less by definitions or tec~mical rules ~han by the exercise of 
sound common sense and an intelligent judgment. 

'•When the patent is for a single thing. like a knitting 
needle, for exan1ple, and not for a device or machine com
posed of several things or elements combined, it is obvious 
that the replacement of an old needle by a new one in a knitting 
machine is not repair, but a reproduction of the patented thing. 

"\Vhen the patent is for a device embracing the combina
tion of several elements, a purchaser will infringe by recon
structing the device after it has fulfilled its purpose and is sub~ 
stantially destroyed. \Vhere. for instance, the patent was for 
a cotton-bale tie, consisting of a band and buckle, and 'licensed 
to use once only,' it is manifest that the severance of the band 
at the cotton mill wa!' intended to operate a.; a destruction of 

• 
the tie, and that to roll and straighten the pieces of the band 
and rh·et the ends together, at the same time using the old 
buckle, was a reconstruction of the tie, and not repair . 

• 

• 

• 
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"Again, where the subject of the patent was an electric lamp, 
and the invention resided in the discoven' that an attenuated 

• 

carbou filament, if operated in a high \'acitttm, would with-
stand disintegration, and the claim was for the combination of 
carbon filaments with a recei,·er made entirely of glass, and 
conductors passing through the glass, from which receh·er the 
air is exhausted, it is plain that when the filament is destroyed, 
and the vacuum is destroyed by making a hole in the receiver. 
and nothing remains but a perforated glass bulb and the con
ductors, the lamp is practically destroyed, and that to replace · 
the old filament with a new one, and again exhaust the air in 
the receiver, and again seal it. is substantially the making of 
a new lamp. 

"\Vhere the patent is for a machine, which commonly em
braces the combination of many constituent elements, the ques
tion of infringement by the purchaser will turn upon whether 
the machine is only· partially worn out or partia11y destroyed, 
or is entirely worn out, and so beyond repair in a practical 
sense. ln the case of a patent for a planing machine composed 
of many partg it was helcl that the replacement of the rotary 
knives, 'the effecti,·e ultimate tool' of the machine, was re
pair, and not reconstruction. "~ns 

If the construction is such as the owner of the machine has 
himself a right to perform hy way of repair, it is not in
fringement for some one else to do the work for him. 490 

~ 5· CoNTRIBUTORY INFRINGEMENT 

It is a settled principle of the Common Law that one who 
wrongfully induces another to break a contract with a third 
person, or "·ho induces another to commit a tort against a 
third person, is himself guilty of a tort and liable to a suit for 
damages. \Ye haw already seen that a patentee may license 
another to itn-ade his monopoly, and utilize his invention, with 
a limitation upon the extent or character of the licensee's en-

498 Morrin v. Robert White Engineering Co., l-J3 Fed. 519. Burguieres 
Co. v. Deming Co., 224 Fed. 926. :\Iany' cases are cited in the opinion. 
See especially, Wilson , .. Simpson, 9 How. 109. 

4991\Iorrin ,., Robt. White Engr. Co., 143 Fed. 519 . 

• 

• 

• 
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joymei'lt. The limitation may take the form simply of a limit
ed license, or it may be considered as a contract by the licensee 
not to do certain things, or it may have both forms. If the 
licensee exceeds the permission in his license and does what 
he has agreed not to do, he is not only guilty of infringing the 
patentee's monopoly, but he is also guilty of breach of con
tract.500 

One who induces the commission of such an infringement or 
the breach of such a contract, or aids therein, is himself liable 
in damages to the patentee. under the Common Law.m This 
tortious conduct, whether it be by way of inducement to in
fringe, or to break a. contract limiting the extent of use, is 
comprehensively called "contributory infringement.'' No dis
tinction is made, in terms, of the particular alternative forms 
which it takes. It is not material, except as to jurisdiction in 
certain cases, whether the act of the principal wrong doer be 
looked upon as a true infringement or merely a breach of the 
contract. 

One can not be held liable as a contributory infringer unless 
the acts which he induced were in themselves wrongful. 
Therefore exactly the same questions, and all of them, may 
arise in suits against c<;mtributory infringers ~s may come up 
in any action for infringement or breach of contract of license. 
The validity of the p~tent, the reality of the alleged infringe
ment, the validity of the contract, the fact of its breach, ancl 
the legality of the condition in general. are all as pertinent is-

Goo For a discussion of this matter see, ante. 
501 "An infringement of a patent is a tort analogous to trespass or 

trespass on the cabe. From the earliest times, aU who take part in a 
trespass, either by actual participation therein or by aiding and abetting
it have been held to be jointly and severaJiy liable for the injury in
flicted." Thomson-H.Juston Elcc. Co. v. Ohio Br:.>5 Co., 8o Fed. 712, 721. 

The opinion expl::>.ins the case of Morgan Envelope Co. v. Albany Perf. 
Wrapping Paper Co., 152 U. S. -125. Dr .. l\Iiles Medical Co. v. John D. 
Park & Sons Co., 220 U. S. 373, syl. r. "An actionable wrong is commit
ted by one who maliciously interferes with a contract between two parties 
and induces one of them to break the contract to the injury of the other, 
and in the absence of an adequate remedy at law eqttitable relief will be 
granted." (Dictum.) 
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~ttes in suits against a contributory infringer as they are in 
· suits against a principle wrong doer. The fact that the de
fendant is merely contributory to the wrong does not affect 
the issues respecting the wrong itself, and as they haYe al
ready been discussed they need not be reconsidered in this 
connection. · 

But when suit is against one who is merely a contributory 
infringer, there is the additional issue as to whether he, as a 
contributor only, is liable for the wrongful acts which the 
party has committed. This depends upon the established Com
mon Law doctrines of contributory wrong doing and not on 
any rules appertaining particularly to patent law. · 

INTENT NECESSARY. The existence of a wrongful intent is 
necessary to constitute liability for contributory infringement, 
and its immateriality in cases of principal infringement must 

• 

not be confused with this. A possible source of confusion is 
in the fact that circumstances might arise in which one could 
be treated as either a principal infringer or a contributory one. 
Suppose, for instance, one should so work upon the machine 

• 

of another, under the pretense of ''repairing" it, that his work 
would be held actually n "replacement." If in such case the 
owner of the machine had been under contract with the paten-

. tee not even to repair it, he would be guilty of breach of con
tract and the one who had done the work might be guilty of 
contributing to the breach if it \vere shown that he intention
ally induced it. But certainly, if the machine had been prop
erly marked "patented," his making of a new one, although 
done at the request of the licensee would be, in itself, an in
fringement of the patent regardless of his intent. The differ-

• 

ence in intent requisite to liability in the two grounds of action 
must be kept clear. It is only when the cause of action is not 
the infringement or breach itself, but the induci11g of the in
fringement or breach, that the intent is material. 

'fhe intent need not have been expressed by the defendant, 
for the real mental intent of a man is not demonstrable. It 
will be inferred bv the court from the circumstances under 

• 

which the acts complained of took place. "One is legally pre-
• 
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sumed to intend the natural consequences of his act."~02 It is 
therefore the acts themselves and not any verbal expression of 
intent to which the courts will look. In the case just quoted 

• 

from the court formed it!:. opinion, that the defendant intended 
to assist in an infringement, from the fact that the articles he 
sold coulrl be used only in such a way as would constitute an 
infringem~nt and that, as persons do not ordinarily buy arti
cles except for normal use, he must have known they would 
be used in an infringing way and have intended it. 503 

But the intent necessary to constitute contributory infringe
ment will not be deduced merely from the fact that the de
fendant has sold to an infringer articles which can be used for 
infringement, when such articles are not in themselves covered 
by the patent and have a recognized use quite unconnected with 
any infringement. Some further knowledge on the part of 
the defendant of the purpose to which they are to be put by 
the purchaser must be shown before a wrongful intent will 
in such case be inferred. co• . 

~o2 Thomson-Houston Co. v. Ohio Brass Co., 8o Fed. i12, 721. 
503 Ace. Canda v. Mich. :\Ialleable Iron Co., 124 Fed. 486. 

'. ~ . . .., 
. ' 

·~ 

50i Rumford Chemical Works v. Hygienic Chern. Cn., 148 Fed. 862; quot
ing, Edison Elec. Lt. Co. v. Peninsular Lt. Co., 95 Fed. 673; App'd Leeds 
& Catlin Co. v. Victor Talking Mach. Co., 154 Fed. 58; Cortelyou v. John
son, 207 U. S. 196; Edison Elec. Lt. Co., v. Peninsular Lt. Co., 101 Fed. 
831; Sheridan-Clayton Paper Co. v. U. S. Envelo9e Co., .232 Fed. 153. 
The purchasing of the various elements that go to make up a patented 
combination was said as dictum not in itself to be an infringement in 
Seim v. Hurd, 232 U. S. 420. 
· ·'1What contributory infringement is, and why it should be enjoined, was 

clearly shown in Wallace v. Holmes, 9 Blatch. 65, Fd. Cas. No. 17,100,.
the earliest case in this country upon the subject, and upon which the 
subsequent cases of contributory infringement rest. The complainant's 
patent in that case was for an improved lamp, which consisted of an im
proved burner, or metallic portion, and a glass chimney. The defendant 
made and sold the improved burner, which must be used with a chimney, 
and, in order to make sales, exhibited the burners with chimneys to cus
tomers; and the circuit judge thought that a concert with others to use 
the patented article, as a whole, was a certain inference from the ob
vious facts in the case, and the efforts of ~he defendant to solicit sale~ by 
showing the operation of the whole patented article. The willingness of 
the defendant in this case to aid other persons in any attempts which 

• 

• 



• Pa.fe'uts a11d flt<•cutious 

It does not appear to be neces'5ary for the alleged contributor 
to havt' actual knowledge that the action or device to which he 
is contributing is covered by a patent. The fact that devices 
made under the patent are duly marked "patented'' probably 
ser-. es as constructive notice to a contributory infringer as 
completely as to a direct infringer .. 

MAKING, USING, ETC. NOT NECESSARY. Since the cause of 
action against a contributory infringer is his \Vrong in induc
ing another to infringe or to break a contract, it follows that 
the contributor need not himself ha\'e done anything at all by 
way of making, using or vending the device covered by the 
patent. One who should induce another to infringe by mere 
verbal incitement and moral encouragement would undoubted
ly be as fully liable to suit as though he had actively assisted 
by mechanical means. There is no lack of cases in which the 
defendant has been held liable without having himself directly 
infringed in any way. An example notable because of the 
amotint of popular discussion it evoked is the case of Henry 
v. Dick Co. fior. The complainant's patent covered a mimeo
graphing de\·ice. One of the machines had been sold to Skou 
with the express limitation that it might be used only with ink 
made by the complainant. The ink itself was not patented. 
Defendant Henry sold ink to Skou with the undeniable intent 
that it should be used on the machine, in breach of the limita
tion. The defendant had perfect right to make, use and :vend 
his ink, unrestricted by any patent monopoly on it. Its use by 
Skou, howe,·er, in contravention of his agreement with the 

• 

they may be disposed to make towards infringement is also apparent. 
Its trolley stands are designed to be used in the patented system, and to 
be the means of enabling the trailing pole to perform its distinctive and 
novel part in the combination. It sufficiently appears from the defendant's 
ad\·ertisements and affidavits that it was ready to sell to any and all pur
chasers, irrespective of their character as infringers. A proposed con
cert of action with infringers, if they presented themselves, is fairly to 
be inferred from the obvious facts of the case; and an injunction order. is 
the proper remedy against wrongful acts which are proposed, or arc: justly 
to be anticipated." Thomson-Houston Elec. Co. v. Kelsey Elec. Ry. 
Spec. Co., 75 Fed. 1005, 1007. 

"0" 224 U. S. I. · 
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Dick Co., was held by the court to be an infringement of that 
company's patent. and the defendant was held liable as a ron- . 
tributor to such infringement on the ground that he had in-
induced it. ~oo · 

A somewhat different type of contributory infringement 
was the cause of action in Trent v. Risdon Iron & Locomotive · 
Works. ~07 An ore crushing mill had been erected which was 
held to be an infringement of complainant's patent. The de
fendant denied any liability for this infringement on the 
ground that he was neither owner nor instigator of it, that his 
sole connection with it was as architect and building con-

• 

tractor for hire. It developed on trial, however, that he had 
himself furnished the plans and specifications for the crusher. 
He was held liable as a contribttting infringer. Many other 
cases may be found in which a defendant has been held guilty 
of contributory infringement although he did not himself 
actually make, use or vend the patented invention. 

In summary of the whole matter of a patente~'s rights un
der his patent, it may bt: said that the courts have protected 
him, not narrowly nor half-heartedly, but to the fullest extent 
possible under the statute. 

§ 6. PRACTICAL VALUE OF VoiD PATENTS 

Even when an idea is of such character that the courts would 
in all probability refuse to hold it an invention, there is, ne~er-

5oo The furnishing by defendant of unpatented fasteners for use on a 
patented button fastening machine, whose use had been permitted by pat
entee on condition that it be operated only with fasteners purchased from 
him, was held to be contributory infringement, in Heaton-Peninsular 
Button-Fastener Co. v. Eureka Specialty Co., 77 Fed. 288, 35 L. R. A. 
728. Thomson-Houston E!ec. Co. v. Ohio Brass Co., 8o Fed. 712, furnish
ing one part of a combination held contributory infringement. "They 
have infringed the process of Johnson because they supplied the appara
tus adopted to employ Johnson's process with the il'tent that the plant 

• • 

should be or would be operated as that put in for the Genessee Fibre Co . 
It was therefore guilty of contributing to the infringement of the first 
claim of the Johnson patent," Johnson v. Foos Mfg. Co., 141 Fed. 73, 88; 
Leeds & Catlin Co. v. Victor Talking Machine Co., 154 Fed. 58. 

507 102 Fed. 635. 

• 
• 

• 

• 
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theless, an undoubtedly \'ery practical ach·antage in having it 
patented. . As has been said, the· Patent Office is not in posi
-tion to examine the prior art except to the extent that it is 
covered by patents, and even to that extent the policy seems 
.to have been to. allow new patents wherever superficial differ
ence appears.. The Patent Office does not assume the difficult 
task of determining when apparent change is merely mechan
.ical. A patent, therefore., of absolutely no legal value what
ever, is not particularly difficult to secure, and gives the right 
to mark articles "patented." The ethics of doing this, unless 
-the patentee really believes his idea of means to be an im·en
tion, the author does not discuss, but it is seldom that the 
most conscientious of would be invetitors fails so to believe. 
The advantage of the "patented" mark is obvious when one · 
contemplates the .number of manufacturers who are paying 
small royalties "rather than stand the trouble and cost of even 
a successfully defended suit;'' and of others who refrain from 
manufacturing certain small articles, for the same reason,508 

: r.os The enormous total of royalties paid by the American League of 
Automobile Manufacturers to the owners of the "Seldon Patent," before 
it was declared ineffective in Col. Motor Car Co. v. Duerr, 184 Fed. 893, is 
an example. It is common rumor that the owners of the transmission 
pat"ents on which the present association of automobile manufacturers is 
founded fear to sue the Ford Co. for infringement lest the patent he 
·a\·oided. Yet the others arc paying royalties rather than assume the cx-

r 

pen se of a fight. 
Because our system of legal remedies does not provide for a "declaratory 

judgment" the owner of patent has not only protection if his patent lw 
\;alid, but h~ has also an obnoxious means of annoyin~ legitimate business 
even if his patent he prqbably void. The only way other persons, who 

• 

desire to use his alleged invention, can find out whether his patent is 
valid ·or not. is to expend enough money in infringing to force him to 
bring suit. If his suit is sustained the in £ringer's Joss in invested capital, 
to say nothing of damages awarded the patentee, may be tremendous. 
Thus the financial risk involved in ascertaining whe\her a ,dubious patent 
is really good, may make practica!Iv effective many an unjust monopoly. 
For a discussion of the de~irahility of same method Gf securing a decla
ratory judgment, see the article by E. R. Sunderland, in 16 Michigan Law 
Rev. f9. 

' 

' 

• 

• 
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CHAPTER X 
• 

• 

DESIGNS 

The statute provides,509 "Any person who has itwented any 
new, original, and ornamental design for an article of manu
facture, not known or used bv others in this countrv before 

• • 

his invention thereof, and not patented or described in any 
printed publication in this or any foreign country before his · 
invention thereof, or more than two years prior to his appli
cation. and not in public use or on sale in this country for 
more than. two years prior to his application, unless the same is 
proved to have been abandoned, may, upon payment of the 
feeo; recjuired. by law and other due proceedings had. the same 
as. in cases of invention or disco\•eries covered by section forty
eight hundred and eighty-six, obtain a patent therefor. The 
Commissioner may dispense with models of designs when the 
design can be sufficiently represented by drawings or photo
graphs. Patents for designs may be grat1ted for the term of 
three vears and six months, or for seven vears, or for four-• • 

teen years, as the applicant may, in his application, elect. All 
the regulations and provisions which apply to obtaining or 
protecting patents for inventions or discoveries not inconsistent 
\vith the provisions of this title shall apply to patents for de
signs.'' "Hereafter, during the term of letters patents for 
a design, it shall be unlawful for. any person other than the 
owner of said letters patent. without the license of such owner. 
to apply the design secured by such letters patent, or any color
able imitation thereof, to anv article of manufacture for the • 

purpose of sale, or to sell or expose for sale any article of 
manufacture to which such design or colorable imitation shall, 
without the· license of the owner, have been applied, knowing 
that the same has been so applied. Any person violating the 
provisions. or either of them, of this section, shall be liable in 

r.on R. S. ~ .,J82Q·JI·J3. ar.d "Act of Feb. 4· 1887." 

• 
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the amount of two hundred and fifty dollars; and in case the 
total profit made by him from the manufacture or sale, as 
aforesaid, of the article or articles to which the design, or 
colorable imitation thereof, has been applied, exceeds the sum 
of two hundred and fifty dollars, he shall be further liable for 
the excess of such profit over ~nd above the sum of two hun
dred and fifty dollars; and the full amount of such liability 
may be recovered by the owner of the letters patent, to his own 
use, in any circuit court of the United States having jurisdic
tion of the parties, either by action at law or upon a bill in 
equity for an injunction to restrain such infringement.'' 

As the section providing for a patent is in the same phrase
ology precisely as the section~10 providing for patents for the 
invention of an art, machine, etc., it is evident that the same 
inquiries and issues must arise in regard to design patents as 
come before the courts in other patent cases. It follows equal
ly that the decisions should be arrived at upon the same prin
ciples and by the influence of the same factors. 

DISTINCTION BETWEEN DESIGNS AND MANUFACTURES. The 
greatest difficulty in discussion involving designs, so far as the 
law and not mere fact is concerned, is to distinguish between 
a design and a manufacture or composition of matter. A de
sign is broadly definable in its patent law use, as well as in com
mon parlance, as the delineation or configuration of matter. 
It depends for its effect, for its distinction from anything else, 
upon arrangement of matter. Every design is necessarily con
stituted bv the contour of substance or the relation of various 

• 
substances, the relation of ink and paper for instance. A 
design, to be patentable, is undeniably artificial. In a certain 
sense, and wholly proper use of the terms, a design is there
fore both a manufacture and a composition of matter. In 
common parlance, the name of design is probably restricted to 
the idea of outline as projected upon a plane surface; the silhou
ette contour or arrangement, of matter. Even the "design of 
a church., and similar phrases convey the meaning not of three 
dimentional substance, but of planes, of flat outlines, which 

510 R. s. § 4886. • 

' 
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may however be so arranged dihedrally that the whole forms 
a three dimentional body. It is difficult for the average mind 
to think of "design" in any other way. The patent law, how
ever, extends the scope of the section allowing design patents 
to solid as well as to plane contour. 511 

One of the comparatively few elements by which one manu
facture can be distinguished from another is its physical out
line, its contour. One collar button, for instance, may be of 
the same material as another and its static purpose the com
mon one of holding a collar to the collar hand, but its essen
tial idea of means for accomplishing that purpose may be so 
different from that of known collar buttons as to amount in 
itself to an invention. Yet its only perceptible difference from 
other collar buttons may be its physical contour. :More funda
mentally, its essential difference is in its idea of means and 
in the method of manufacturing which gave its peculiar shape. 
Both of these elements are considered in determining identity. 
but the only direct impression of difference comes from its 
sensible contour. As the effectuation of its peculiar purpose 
is also the result of its peculiar configuration, it might be said 
that the configuration of the collar button was the invention, 
the essential idea of means. Is this invention then, this con
figuration, which constitutes an idea of means and which, in 
its tangible embodiment, is a new manufacture, to be patented 
as a "design," or as a "manufacture" embodying a new idea 
of means. If it be assumed that the design is "ornamental." 

~u Prior to 1902 the statute itself read, "Any person who has im·ented 
any new, original, and ornamental design for an article of manufacture, 
not known or used by _others in this country before his invention thereof, 
and not patented or described in any printed publication in this or any 
foreign country before his invention thereof, or more than two years 
prior to his application, and not in public use or on sale in this country 
for more than two years prior to his application, unleo;s the same is proved 
to have been :~bandoned, may, upon payment of the fees required by law 
and other due proceedings had, the same as in cases of invention or dis
coveries covered by section forty-eight hundred and eighty-six, obtain a 
patent therefor." The earlier statutes expressly included with designs, 
"any new and original shape or configuration of any article of manufac
ture." The present statute speaks of "models of designs." 

-· 
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as rt>quired by the statute, it might he patented under either 
section, in the choice of the patentee.~·~~ 

This duplex character of the invention. as a design and a 
manufacture, at once gives rise to the possibility of such ques
tions as the following; Automol,>ile "all-year round'' tops ha\·e 
been known and used for some years: if one should by mere 
mechanical skill evoh·e certain advantages of shape, the im
proved top would not be patentable as a manufacture because 
lacking in invention. This new shape would, howe\'er, be in 
ordinary sense a design. Could the mecl1anic secure a design 
patent, and thereby preclude others from making or using tops 
of that clcsigll! If he could. his monopoly would be as effec
ti\·e as though he had £ecured the patent for a manufacture 
from which lack of invention precluded him. Again, if one 
has a design patent for a peculiar shape and contour of a knob 
or stud for hanging pictures on walls. can he preclude others 
from making, using and selling collar-buttons which happen 
to be of that exact contour? An affirmative decision on either 
question would be wholly incongruous with the spirit of the 
patent law. 

The answer to the first type of issue depends upon whether 
a design patent ought to be granted under such circumstances. 
If granted. it woul<.l seem to preclude the use suggested. In 
the second type· of case the answer ~epends on the scope of 
protection that a design patent gi\·es. 

• 

The first inquiry. then, is for what desigm a design patent 
may he issued. It is impossible to make any exact distinction 
between those manufactures and compositions of matter whkh 
may he patented as designs only under ~ 4929 and those which 
may he patented as nominally manufactures or compositions 
uf matter under ~ 4886. Broadly it may be said that those 

c.t" Clark v. Bouselield, 10 \\'all, (ii l 1• S.) I.U: \\'illiams Calk Co. v. 
Ne\'erslip ~If g. Co., 1.16 Fed. 210; Bradley v. Ecdes. 126 FeJ. 945; It 
'hould l1e noted, however, that "ornamental" is synonymous, with "visi
ble" and nothing, practically speaking, has been refused patentability under 
s 4929, except when, as in the last case cited, where the design was fur a 
packing for a joint, it is hy the nature nf its purpose invisible. Dominick 
& Haff v. Wallace & Sons Co., 209 Fed. 22_1. 

• 

• 

• 
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whose sole purpose is to please the eye must be patented as 
design. This lack of purpose other than pleasure to the eye, 
is often loosely and confusingly spoken of as "lack of uti!-

• • itv. "513 • 

• 
As it is impossible to dissociate visual 'impression from the 

composition and configuration of matter out of which it arises, 
it is impossible to separate a design from the matter which 
gi,·es it concrete existenct. It is therefore the peculiar compo
sition or contiguration of matter that is really patented, 
whether the thing covered by the patent be looked upon as a 
concrete idea of means or the physical embodiment of a con
crete idea.m So, even those creations which, because of their 
purpose may be patented as desigm, are of the same character 
as those whose less esthetic purpose requires them to be· pat
ented under section 4886. It is impossible in the case of' a 
manufacture or composition of matter to say that it must be 
patented under either section. · 

r.1a The lack of distinction to be drawn from the u~e of "ornamental'' 
is referred to above. The interrelation of patentability is also shown by 
the fact that a design patent will sen•e to anticipate a mechanical patent 
-Williams Calk Co. v. ~e\·erslip ~lfg. Co .. 136 Fed. 210 and a mechani
cal patent will scn·e to anticipate a design patent Roberts v. Ben~Jctl, 
136 Fed. 193. 

r.u ~. Y. Belting Co. \'. ~. ]. Ruhber Co., 137 U. S. M5, "There is one 
f(·ature of this patent which presents an intere~ting if not a no\·cl aspect. 
We are in the habit of regarding a design as a thing of distinct and 
fixed individuality oi appearance a representation. a picture, a delinea
t:on, a device. A design of such a character, of course, addresse,; itself 
to the sense~ and the taste, and produces pleasure or admiration in its 
contemplation. But, in the patent hefore us, the alleged invention is 
claimed to be something more than such a design. It is claimed to have 
an active power of producing a physical effect upon the rays of light, so 
as to produce different shade,; and colors accordin;{ to the direction in 
which the various corrugated lines are viewed--a S<>rt of kaleidoscope 
effect. It is possible that such a peculiar effect, produced by such a par
ticular design, impressed upon the substance of india-ruhber, may consti
tute a quality of excelknce which will gh·e to the design a specific char· 
actcr and value and distinguish it from other similar designs that ha\'e not 
such an effect. As this is a question which it is not ntcessary now to de
ride, we express no opinion upon it." Pclouzc Scale & :\-lfg. Co. v. Am. 
Cutlery Co., 10.2 Fed. !Jlfl; Hammond \'. Stockton, etc. \Vorko;, 70 Fed. 716. 

• 

• 

• 
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This identity of character is hardly demonstrable hy refer
ence to Lases, but it is clearly the implication throughout them. 
Assuming it to be the fact, it follows that the same principles 
and influencing factions ouglzt to be followed in decisions upon 
design patents as upon others. The case~ state that the same 
ones are followed. ''The law applicable to design patents does 
not materially differ from that in cases of mechanical patents. 
and all the regulations and provisions which apply to the ob
taining or protection of patents for im·entions or discoveries 
shall apply to patents for designs.""'" 

INVENTIVE QUALITY REQUIRED. It follows, therefore, that, 
like all other patentable creations, a design to be patentable 
must be the product of inventive genius. l\'lere skillful adap
tation, readjustment, or development of known designs is not 
of itself sufficient to warrant a patent. there must be present 
in the new production the same psychological factor of in
vention that is requisitl! for other patents. n<~ It sequentifllly 
follows that the same factors are active in determining the 
psychological fact, that is to say, in il)ducing the opinion as 
to the presence or absence of invention.517 

r.t;; Mr. Ch. Justice Fuller in Smith v. Whitman Saddle Co., 148 U. S. 
6i4. 6i9. quoting from Northrup v. Adams, 12 0. G. 430, 2 Bann & Ard. 
567. . 

HG Smith v. Whitman Saddle Co., q8 U. S. 674; Foster v. Crossin, 44 
Fed. 62; Ripley v. Elsom Glass Co., 49 Fed. 927 ;•N. Y. Belting, etc. Co. 
v. N. J. Car Spring Co., 53 Fed. 810; Soehner v. Favorite Stove Co., 84 
Fed. 182; Westinghouse Elec. & Mfg. Co. v. Triumph Electric Co., 97 
Fed. 99, "utility" not necessary; Cary Mfg. Co. v. Neal, 98 Fed. 617; Am. 
Elec. No;•elty Co., v. Newgold, 113 Fed. 877; Mygatt v. Schauffer-Flaum 
Co., 91 · Fed. 836; Chas. Boldt Co. v. Turner Bros. Co., 199 Fed. 139; 
Bergner \', Kaufman, 52 Fed. 818, aggregation held not to be invention; 
Post \'. Richards Hardware Co., 26 Fed. 618, mere substitution of ma
terials held not invention.: Dominick & Haff v. Wallace & Sons Co., 
209 Fed. 223. 

Gt7 In Smith v. Whitman Saddle Co., supra, it was expressly declared that 
''where a new or original shape or configuration of an article of manu
facture is claimed, its utility may be also an element for consideration." 
The statute under which this case was determined provided for the pat
enting not only of "new' and original designs" but aiso of "New, useful 
and original shapes." Lehnheuter v. Holthaus, 105 U. S. 94. holding also 
that the design patent is, like other patents, "prima facie evidence of both 
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To re\·ert to the possible questions suggested, it would ap
pear that whether the design for an automobile top could be 
patented or not would depend on whether it was the product 
of inventive genius or merely the result of mechanical skill . 

• 

The issue would be preci~ely the same as if the patent had 
been sought under § 4886 instead of the section allowing pat
ents for designs. If it did not involve im·ention to produce 

• 

the new shape it could not be patented. · If it had been pat-
ented, its use by another for purposes other than pleasure to 
the eye would be merely the usual quel>tion of infring-ement. 
Such would be the issue, also, in the suggested case of a collar
button made in the configuration of a picture-knob whose de
sign had been patented. The patentee of the design would be 
entitled to all analogous 'uses for which matter revealing his 
design might be used, just as a patentee under § 4886 is en
titled to all analogous uses to which the matter embodying his 
idea of means may be put. But in any case, one is not pre
cluded, by another's patent for one idea of means, from using 
the precise substantial embodiment of that idea for an un
analogous purpose. It is the concept, as we have said before, 
that is patented, not the particular form of matter. So the 
fact that matter of a certain d\!sign is used for a purpose not 
ascriptable to the design itself might take the use out from 
the preclusion of the design patent. The actual decision in 
any particular case depends up6n the opinion of the particular 
court, but the law itself is definite enough, if the distinction 
between the concept and the matter upon which it is impressed 
be kept in mind. The question of whether a design patent has 
been infringed is also the same as the question of infringe
ment in other cases. 

OBJECTIVE DESIGNS. As a design patent covers, theoretic
ally, an idea of means for pleasing the eye, and those out of 

• 
novelty and utility.'' In accord on point that patent is prima facie evi-
dence of novelty is Ripley v. Elson Glass Co., 49 Fed. 927. Scofic !d v. 
Browne, 158 Fed. 305, reception of the improv:ement by the public may 
aid in determining its inventive q!lality; Chas. Boldt Co. v. Turner Bros. 
Co., 199 Fed. 139, public reception may be considered in determining pres
ence of invention. 

-

• 
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which litigation most frequently arises are actually of this 
sort, all factors determinative of the presence of invention or 
the fact of infringement are usually omitted from considera-

• 

tion except that of the effect on the eye. Other factors may 
be considered, but the cases in which they do not appear and 
could not have a part are so frequent that they are usually 
ignored in judicial expression. In very many cases, there~ 

fore, the inventive quality of a design seems to have depended, 
and probably did llepend, solely upon its visible similarity to 
those already known, or its difference from them. So also 
the infringement of a later design seems to have been decided 
wholly by the distinction between them which could be per-
ceived through the eyes. . · 

In regard to this identity oi visible characteristics the rule 
is probably that laid down in Gorham Co. v. vVhite ;m "the 
thing invented or produced, for which a (design) patent is 
given, is that which gh·es a peculiar or distinctive appearance 
to the manufacture, or article to which it may be applied, or 
to which it gives form .... It is the appearance itself, there
fore, no matter by what agency caused, that constitutes main
ly, if not entirely. the contribution to the public which the 
Jaw deems worthy of recompense. ''"1

u It must be remembered 
that the court is here expressing itself in regard to a design 
whose sole purpose was its effect upon the eye. It was defi
nitclv stated ll\· the later case of Snfith v. \Vhitman Saddle 

• • 
Co .. ''20 in direct reference to the statement of rule just quoted, 
that appearance is not the only criterion, but that such ele
ments as the more material usefulness of a design, or its effect 
upon other senses, than sight, may he considered if they enter 
into its character. But to the extent that visible character is 
the test of invention or ·infringement, the court held that it is 
the appearance to the eye of ''an ordinary observer." It said, 
"The court below was of the opinion that the test of a patent 
for a design is not the eye of an ordinary observer. The 

r.ts 14 Wall. 511. . 
r.tu Aced. Dobson v. Dorman. 118 U. S. w; Braddock Glass Co. v. ~Iac

beth, 64 Fed. 118. 
ro20 q8 U. S. 67-t• 
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learned judge thought there could be no infringement unless 
there was substantial identity 'in view of the obsen·ation of 
a person versed in designs in the particular trade in questi9n
of a person engaged in the manufacture or sale of articles 
containing such designs of ·a person accustomed to compare 
such designs one with another, and who sees and examines 
the articles containing them side by side.' J:here must, he 
thought, be a comparison of the features which make up the 
two designs. \Vith this we cannot concur. Such a test would 
destroy all the protection which the act of Congress intended 
to give. There never could be piracy of a patented design, 
for human ingenuity has never yet produced a design, in atl 
its details, exactly li~e another. so like, that an expert could 
not distinguish them. ~o counterfeit bank note is so identical 
in ;1ppearance with the true that an experienced artist cannot 
discern a difference. It is said an engran:r distinguishes im
pressions made by the same plate. Experts. therefore, are 
not the persons to he deceived. Much less than that which 
would be substantial identity in their eyes would be undistin· 
guishable in the eyes of men generatly, of observers of ordi
nary acuteness, bringing to the examination of the article upon 
which the design has been placed that degree of observation 
which men of ordinary intelligence give. It is persons of the 
latter class who are the principal purchasers o i the articles to 
which designs have given novel appearances, and if they are 
misled, and induced to purchase what is not the article they 
supposed it to be, if, for example, they are led to purchase 
forks or spoons, deceh·ed by an apparent resemblance into the 
belief that they bear the 'cottage' design, and. therefore, are 
the production of the hold~rs of the Gorham. Thurber, and 
Dexter patent, when in fact they are not, the patentees are 
injured, and that advantage of a market which the patent was 
granted to secure is destroyed. The purpose of the law must 

• 

be effected if possible; but, plainly, it cannot be if. while the 
general appearance of the design is presen·ed, minor differ
ences of detail in the manner in which the appearance is pro-

-
duced, observable by experts, but not noticed by ordinary ob-

• 
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se~vers, by those who buy and use, are sufficient to relieve an 
imita1:ing design from condemnation as an infringement. We 
hold, therefore, that if, in the eye of an ordinary observer, 
giving such attention as a purchaser usually gives, two de-
1:'-igns are substantially the same, if the resemblance is such as 
to deceive such an observer, induCing him to purchase one 
supposing it to be the other, the first one patented is infringed 
by the other."s21 

As the principles which apply to de£ign patents are identical 
with those which have already been discussed throughout the 
book nothing further need be said of them in this connection. 

s21 Accord. Jennings v. Kiubie, 10 Fed. 66g, holdi:lg that testimony of 
witnesses as to apparent identity is not necessary, and that the trial judge 
may properly reach a decision as a result of the impression on his own 
visual senses only. 

The very slight difference of appearance necessary to constitute novelty 
in some cases where the appearance is the real purpose of the invention 
i~ illustrated hr the case of Pelouze Scale & Mfg. Co. v. A an. Cutlery Co., 
102 F cd. 916. 

Ripley v. Elson Glass Co., 49 Fed. 927 Byram v. Fricdberger, 100 Fed. 
963; l\lacbeth-Evans Glass Co. v. Rosenbaum Co., 199 Fed. 154, the eye 
of \he ordinary observer decides the question. 

• 
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CHAPTER XI 

EPILOGUE 

Aaron Burr is reputed to have defined "law" as "whatever 
is boldly asserted and plausibly maintained." However in
correct this definition may be, it is more nearly true of the law 
respecting patents than of any other branch. In all litigation 
it is seldom the Ia w itself that is in dispute. It does occasion
ally happen that the substance of a rule is in doubt and must 

'be ascertained by the court. But in the overwhelming ma-
jority of cases, it is the proper appHcation of undisputed rules 
to the particular facts, or, in other form of expression, it is 
the choice of the rule proper to the particular facts, on which 
attorneys and, often, the judges can not agree. 

In patent law, however. the essential dissimilarity of sensible 
circumstance precludes the possibility of rules and the influ
ence of other precedent" cases. All of the characteristic issues 
are those of judicial opinion only. By the statute the de
fendant may attempt to show in answer to the suit b9th that 
the plaintiff's patent is invalid and that his own device does 
not in fact infringe it. 

The complainant in a case is, therefore, ever attempting to 
convince the court that his idea of means is unlike anything 
that has preceded it, but that it is so like the defendant's device 
as to make the latter an infringement. Conversely, the de
fendant bends all his energies to demonstrating the essential 
similarity of the plaintiff's invention to prior knowledge and 
the real dissimilarity of his own device to that of the plantiff. 
For this, a "knowledge of the law" is not enough. He who 
would succeed in patent practice must, more than in any other 
branch of law, be able to analyze his case. He must see not 
only the presence of facts on which rules of law have already 
been predicated, but also the actual issues on which personal 
opinion may be divided, and the most forceful relationship of 

• • 
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his facts thereto. If he has the ability of a detective in fer
reting out facts and in construing their true bearing upon 
the proposition he would like to demonstrate, so much the 
better. As even judicial opinion can not be wholly removed 
from the influence of personality, it is peculiarly well for the 
patent practitioner if to his knowledge of law and of fact he 
adjoins a power in persuasive argtiment and a magnetic j>er-
sonalitv. : 

• 
-

• 

• • 

• 

• 

• 

• 

• 
• • 

• 

• 

• 

• 

• 

• 



• 

• 

• 

• 
• 

• • 

' • • 

I~DEX 

A 
Abandonment . . . . . . .. . . . . . . . .. . 15-l 
Abandoned appl:cations ........ 210 
Abandoned experiments . . . . . . . . 86 
Acknowledgment ............... 227 
Actions to invalidate patents 217, 218 

(see "Remedies") 
Administrator, may apply 
· for patent .. .. .. .. .. .. .. .. uS 

paten.t descends to. . . . . . . . . 225 
AggregatiOn . . . . . . . . . .. . . . . . .. . -16 
Am~~dm~nt ............... 209, 213 
A11t:c1patwn . . . . . . . . . . . . . . . 76, 275 
· (see "Prior Knowledge," 

":\o\·clty,". etc.) 
abandoned experiments . . . . . 86 
usc not necessary . • . . . . • . . . 85 

Appeal ......................... 213 
Application, amendment . . . . . . . . 209 

hy whom made . .".. .. .. .. • .. II8 
form of . . . . . . . . . . . . . . . . . . . 165 
how filed .................. 1fi9 
lte\\' . . . . . . . . . . . . . . . . . . . . . . . 210 

Art. . . . . . . . . . . . . . . . . . . . . . . . . 24, 26 
Assignment 

(sec "licenses") 
before invention made ...... 237 
before patent issues •....... 235 
hov..· made . . . . . . . . . . . . . . . . . 225 
partial .. . . . . . . . . . . . . . . . . . 232 
recording of ............... 226 
undivided interest ......... 23-1 

A\•oidancc of patents ........... 217 
• 

B 
Eet!er materials • • • • • • • • • • • • • • • 42 

c 
Claim ................. 186, 272, 279 
Change of form ............ 51, 27-1 
Con~ept . : ... : . . . . . . . . . . . . . . 15, 24 

mvenuon ts . . . . . . . . 37. 89 272 
Combination .................. : ,:o 
Common Law . . . . . . . . . . . . . . . . . . 1 
Comoosition of matter.......... 2-1 
Conditions 

by corrtract .. . . . .. . . .. . . . .. 262 
in licenses . . . . . . . . . . . . . . . . . 255 
in transfer of patent. ....... 232 

• 

• 

Constitution 
Contracts 

• • • • • • 0 • • • • • 0 • • • • • • 

patent as . . . . . . . . . . . . . . . . . 9 
~o as~ign ilwentions .... 237, 2-li 
!nduc1!'g hreacl.1 9£ .......... 29-1 
nnposmg restnctwns on en-

• J O)tment ......... 0 • o ••• 0 • .262 
jurisdiction of courts .. 239 • .!5-t. 
to pay royalties...... . . . . . . . .,,~ 

Contributory in f ringcment. . 29-1, ;96 
what constitutes ........... 298 

Co1weyance of patents 
(see "Ass:gnment") 

Correction of errors. . . 196, 198, 209 
Courts 

jurisdiction of ... J, 21-1, 2~6. 2S5 
contracts respecting inven-

• 
t1on~ .... o •• o • o •• 0 0 o • 0 ~ • • 239 

C';llltracts respecting royalties 254 
Creation essential to im·ention... 15 

D 
Date of Jlrior knowledge. . . . . . . . 98 
Date of invention.. . . . . . . . . . . . . 98 
Death of inventor.. . .. . . . .. .. . uS 
Dedlcation to public ........... : 16-1 
Defe1_1scs . o. o o •••••• 0. 0 •••••••• 268 

title of plaintiff 2.~. 239 251 311 
Demand long existing ..... : ... : 59 
Depe'!de,nt ilwentions . . . . • . . . . . 186 
Description . . . . . . . . . . . . . . . . . . . . 170 

need not state principle"..... 179 
· 1~· dra\\':ngs ...... 0.... ..,7? D . . ... - -

esJgtts ... o ••••• 0 ••••••• •• • •• 0 • 301 
Distinguishing inventions 15 23 3- R • D' I . • • I. 't 

_JSC a1mer ........... 0 • • • • • • • • 19() 
DI tsco~·er.r ... 0 0. • • • • • • • • • • • • • • • • 13 
)rawmgs 

as proof o·f prior knowledge 87 
as proof nf im·ention.... . . . 101 
as part of application. . . . . . . 165 
~s part of descripfon ....... 183 

Duplication . . . . . . . . . . . . . . . . . . . . 44 
Dt:ration of monopoly .......... 222 

Empluvees • • 

E 

as mventors . . . . . . . . . . . . . . . . 1 ?4 
Employers -

• • • 

nghts m employee's inventions 218 
. u 

• 

• 

• 

• 

• 



• 

314 Index 

Enlargement . . . . . . . . . . . . . . . . . . . 43 
Errors, correction of ... 196, IC)8, 209 
Estoppel ................... 2.p, 2-15 
Evidence, patent as .......•.•... 26g 

of invention . . . . . . . . . . . . . . . 98 
Exce lienee of workmanship. . . . . -11 
Executor (see "Administrator'') 
Experimental sale .............. 152 
Experimental use . . . . . . . . . . . . . . 145 
Experiments, earlier • . . . . . . . . . . ~6 
Experts, opin:ons of. . . . . . . . . . . . 68 

F 
Foreign publications . . . . . . . . . . . 7i 
Foreign patents . . . . . . . . . . . . . . . • . 77 
F. r · 76 o etgn usc ................... . 
Form of application. . . . . . . . . . . . 165 
Form, change of ............. 51, 274 
Forgotten knowledge . . . . . . • . . . . 92 
Factors influencing decisions .... 276 
Failure to apply for patent. ..... 157 
Failure to pay fee ............. 212 
Fee, final ..................... 212 
Frivolous devices ......... 107, I 15 
Flllll·tt'ott -"-" •••• 0 • 0 • 0 •• 0 ••••• 0 0 0 0 • 

G 
Government, 

action to avoid patent. ...... 21 i 
liability for infringement. .. 28:;. 

Guardian, may apply for patent 118 

H 
Harmful inventions ............ I 15 

I 
Idea, invention is ... 15, 24, 37, Sg, 272 
Ignorance, of patent. ........ 287, 296 

of prior art .............. 36, 79 
Importation • , .............. . 76, 12 
Impractical devices ............ 109 
Infringement .................. 271 

by whom .................. 285 
dtangc of form as ......... 274 
contril!l.ltory ............... 294 
factors influencing decision. 276 
intent ................. 296, 286 
knowledge of patent .•...... 287 
what constitutes ........... 286 

Inoperative devices ............. 109 
Inoperative patents ............ 1()8 
J nsane inventor .. .. .. .. .. .. . .. . JI8 
Intent, in infringement .......... 286 

in contributory infringement 296 
Iritcrferences ..... : .......•.... 215 
Interpretation of statutes........ 7 

• 

Invalidating patents ............ 217 
Invention, abandonment of ...... 1,!:4 

(see "Originality," "Prior 
Knowledge," "Novelty," 
"Anticipation") 

characteristics of •...•.•. 15, J4 
date of . . . . . . . . . . . . . . . . . . . . (_)8 
designs as . . . . . . . . . . . . . . . . . 3o6 
evidence of . . . . • . . . . . . . . . . 269 
factors indicating 

long demand ....••.... 58, 59 
public acceptance . . . . . . . . 62 
tttility .. 0 •• 0 • 0 0 ••••••• 0 0 • 62 
opinions of experts. . . . . . . 68 

• • JOtnt .......... , . . . . . . . . . . . IJO 
prior decisions as to. . . . . . . • 72 
proof of . . . . . . . . . . . . . . . . . . 98 
related inventions . . . . . . . • • . 1l:l9 

Invent!on, wh~t constitutes .... 15, 272 
lmenttve quahty . • . . . . . . . . . . . . . 34 

personality in decisions . . 69, JI 1 
rules for ascertaining • • . . . . 38 

Inventor, affected by own prlor 
revelations . . . • • . . . . . . . . . . . . 97 
must apply for patent. . . . • . 1 18 

. \Vho is . . . . . . . . . . . . . . . . . . . . 124 
• 

J 
Joint inwntions ••. , ... , • , •. 120, 130 
Joint ownership ................ 2J4 
Jurisdiction of courts (see ''Courts") 

K 
Knowledge (see "Prior Knowledge") 

of patent by infringer •..... 287 

, L 
Law of nature ............... 15, 20 
Loss of rights to patent. .•.. IJG, 154 
Lost Arts . . . . . . . . . . . . . . . .. . . . . . 92 
Licenses ..................... 0 • 248 

(see "Assignm.:nt") 
buye:s .of patent affected by 230 
restrtcttons . . . . . . • . . . • . . . . . .255 

l\fachine .. 0 • • • • • • • • • • • • • • • • • • • • 24 
l.Ianufacture . . . . . .. . . . . . .. . .. . . 24 
Marking "patented" •.•... , ..... 287 
Mechanical skill .. .. .. .. .. .. .. . 55 
:Mental process ..•..........• JI, 100 
::\listake, correction of .. 196, 198 209 
?\fodel, as proof of prior know!~ 

edge ................. . 81, 87 
as proof of existence of in-

• ventton .. o ..... o......... 99 

• 



• 

• 

• 

Index • 315 

Monopoly, by Royal grants...... 2 
none at Common Law.. . . . • 1 
by statute ..........•..... 3, 5 
origin of . . . . . . . . . . . . . . . . . . 1 
justification for . . . . . . . . . . . . 4 
character of ......... 7, 176, 223 
design patents .............. 301 
division of ................ 232 
duration of ................ 222 
must be claimed. . . . . . . . . . . . 186 
patent as evidence of ....... 2f>9 
protection of .............. 266 
Scope Of .,~, -"79 • 0 • 0 0 0 • 0 •••••• 0 _,_, 

N 
New applications ............. . 

purpose or use ............ . 
\\"hat is .................. 34. 

N o\·elt)' ...................... . 
(see "Prior Knowledge") · 
\\"hat is .................. . 

Notice of monopoly ........... . 

0 
Oath ......................... . 
Omissions 

correction of ............. . 
from application .......... . 

Opinion of experts ............ . 
Origin of patent rights ........ . 
Originality .................... . 
Ownership of patent ........... . 

• • 

34 
..g-
- I 

!66 

!63 I.,, 
:>c-
oS 

I 

76 .,, ---
JOittt ..............•....... 23..1-
of physical embodiment. .. I, 257 

p 
Patent, as el'idence of patcntahit-

it}· 0 ••••• 0 0 • 0 •• 0 ••••••• 0 • 82 
as property . . . . . . . . . . . . . . . . 222 
a\'oidance of ............... 217 
construction of ....... 7, 27I, 279 
failure to apply for........ 15i 
monopoly gi \'en hy. . . . . . . . . 223 
inoperati\'e ................ 1<)8 
interfering ............. 2I3. 218 
in whose name issued... . . . . I22 
is a monoooly ........... :. . 7 
. ' I IS a rewan or contract...... 9 
loss of right to ............. 136 
meaning of . . . . . . . . . . . . . . . . 2 
ownership of .............. 222 
purpose of ........ , . . . . . . . 34 
related im·cntions . . . . . . . . . 189 
scope of .............. . 2i2, 279 
senaration of rights ........ 232 
value of .............. . 219, 26<) 

what coverl.'d by ........ 272, 279 
who entitled to............. I 18 

Patents, foreign ... -·.......... 77 
Patentability. creation essential.. 1'5 

not every idea patentable... 33 
usefulness ................• 107 
• • moperauveness . . . . . . . . . . . . 107 

Patentable inventions . . . . . . . . . . . I2 
character . . . . . . . . . . . . . . . . . . 12 
sottrce . . . . . . . . . . . . . . . . . . . . . 12 
• • 1mportat10n . . . . . . . . . . . . . . . . 12 
discovery . . . . . . . . . . . . . . . . . . 13 

Personality 
of attorney ........ :' ....... 311 
of judge . . . . . . . . . . . . . . . . . . 69 

Pioneer patents ................ 279 
Practical \'alue of \'oid patents .. 299 
Preced<!nts ................... 38, 72 
Principle 

as distinguishing inventions 179 
as part of iu,·ention ...... I71) 

. means of utilizing 
of nature . . . . . . . . . . . . . . . . . IS 
of OIJeration .. .. .. .. .. . .. .. 22 

Prior decisions ............... 38, 72 
Prior Art, (sec ''Prior Knowledge") 

Patent Office search of ..... 270 

• 

presumed to be kuown ... 3S, 79 
Prior Knowledge . . . . . . . . . . . . . . 76 

ahandoncd experiments . . . . 86 
date of . . . . . . . . . . . . . . . . . . . . 98 
dra \vings . . . . . . . . . . . . . . . . . . . 87 
ntodels .............. ~ . . . . . 87 
extent of . . . . . . . . . . . . . . . . . . 79 
Jost arts . . . . . . . . . . . . . . . . . . . 92 
forgotten knowledge . . . . . . . 92 
in foreign countries . . . . . . . . i6 
patentee's own prior -re\·ela-

• 
tll)llS ............. ·...... 9i 

proof of ......... .. · ..... So, St 
scattered knowledge . . . . . . . 9fJ 
unrecognized results . . . . . . . 95 
use not necessary . . . . . . . . . . 85 

Prior use or sale ........... 136, 155 
Process . . . . . . . . . . . . . . . . . . . . . . . 26 

rnental . . . . . . . . . . . . . . . . . . . . . 3 r 
Proof of invention . . . . . . . . . . . . 98 
Property, embodiment as ...... I. 257 

patent as ............... 222, 226 
transfer of ownership ....... 225 

Protection of the monopoly ..... 265 
Protest against issue ............ 216 
Public acceptance of device..... 62 
Public use or sale .......... 136, I 55 
Purpose of invention ........... 107 

of monopoly ............. 7. 3~ 



• 

Index 

R 
}{ecor.ling of transfer ........... 226 
Reissue ........................ 198 
!(elate~ inventions . . . . . . . . . . . . . 189 
}{cmed1e~ . * ••••••••••••••• .. 217, 266 

insufficiency of ............. .219 
prote~t against issue ........ .216 

Hepairs ....................... 28g · 
Restrictions, in conveyance ...... 227 

in JiC('JlSe , • • • • • • • • • • • • • • • • • 255 
in sale of patent. .......... 232 

Re;;ale, restrictions as to ........ 255 
]{esult . . . . . . . . . . . . . . . . . . . . . . . . . 22 
Royal grants . . . . . . . . . . . . . . . . . . . 2 
Royalties, 

not dependent on validity of 
patt:nt ................... 253 

obligation to pay is personal 22~ 
not transferred Ly sale of 
patent ..................... 230 

Hulcs, for determining invention 
• • or non-mventwn . . . . . . . . . . . 38 

of Patent Office . . . . . . . . . . 166 

s 
Sale, experimental ............. 152 

(see "Public sale'' and "Prior 
sale") 

of patents ................. 225 
Scattered knowledge . . . . . . . . . . . 96 
Secret inventions 

protected hy Common Law. 1 
patentability may l'e lo,;t.... 144 

Secret use . . . . . . . . . . . . . . . . . . . . 139 
Statutes ..................... 3, 5 

interpretation of ......... ~. 7 

T 
Tangihle embodiment, not inven-

• 
t1on ..........•.... 15, .24, 100 

essential to patentaLilitv..... 1.20 
ownership of ........ ~ .... I, 257 
as affecting prior knowledge 8!) 

Tangible form, not indicative of 
• • 1nvent1on . . . . . . . . . . . . . . . . 37 

Time, for action on rejection ... 210 
for appeal ................. 215 
for completing application .. 210 
for filing new application. . . . 211 
for which patent runs ... 2.2.2, 301 
required for invention...... . 58 
in which reissue may be had 206 

Title of invention ...••.... , ... , 167 
Tool . . . . . . . . . . . . . . . . . . . . . . ... . . 2..J. 
Transfer, (see "Assignment") 

u 
Uncertainty of decision......... (J9 
endivided interests .•..•....... 234 
Unrecognized results . • . . . . . • . . . 95 
Use, as proof of prior knowledge 84 

cxpefimental • . . . • . . . . .. . . . . 145 
in foreign countries . . . . . . . . 76 
not essential to anticipation ... 85 
public .................. 136, 155 
secret . . . .. . . . . . . . .. . . . . . . . . . . 139 

• • restnct10ns on .........•... 255 
t~ seable . . . . . . . . . . . . . . . . . . . . . . . 107 
Usefttl ......................... 107 
United States (see Government) 
Utility ......................... 107 

as distinguishing inventions 
.••••••..•••••.••.•.••• • S..t, I 12 

as indicating invention. . . . . . 6z 

v 
Validity of patent 

as !,etween assignor and as-
• s1gnce ..................... 253 

Va!ue o1 void patents ...•.. . 219, 299 
V 01d patents, value of ....... 219, 299 

w 
What may be patented... . . . . . . . 12 
Witness, to prove prior knowl-

• 

edge . . . . . . . . . . . . . . . . . . . . . 81 
exJ)ert . . . . . . . . . . . . . . . . . . . . . (>8 

• 

• 

I 

• 




